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TRADE MARK OPPOSITIONS IN CANADA* 
By Christopher Robinson, Q.C.** 


Trade mark oppositions are less than four years old in Canada 
—the first advertisement of applications for opposition took place 
on September 29, 1954—but they have in that short period assumed 
substantial importance in our trade mark practice. On the basis 
of a rough estimate by the Trade Marks Office, about 3500 trade 
mark applications a year are being advertised and about 150 oppo- 
sitions a year are being filed, which means that one out of every 
twenty to twenty-five advertised applications is opposed. 

The first point I want to speak of in connection with opposi- 
tions is avoiding them. Of the opposition proceedings begun, at 
least about one-third go no further than the filing of the initial 
statement of opposition. Either the parties settle or the applicant 
abandons his application or the opponent thinks better of it and 
drops his opposition. In many cases either of the first two results 
could be obtained without the filing of a notice of opposition at all. 
The Registrar will always give an extension of time of at least a 
month for the filing of a notice of opposition. Within two months 
from the advertisement of an application a prospective opponent 
can almost always investigate the situation, consider his own 
position and approach the applicant with a view to avoiding 
formal opposition proceedings. These, like litigation, are, I sug- 
gest, only a last resort when all other possibilities of solving a 
difficulty have been exhausted. Sometimes an initial approach by 
a prospective opponent will be enough to show an applicant that 
his case is hopeless. Sometimes, on the other hand, a prospective 


* Paper delivered at the Annual General Meeting of the Patent and Trademark 
Institute of Canada held in Ottawa on September 25 and 26, 1958 and reprinted with 
the permission of the Institute and the author. 

** Member of the bars of Ontario and Quebec; senior partner, Smart & Biggar and 
Fetherstonhaugh & Co., Ottawa, Canada. 
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opponent discovers, as a result of preliminary discussions with an 
applicant, that his own position is not nearly as strong as he 
thought it was and that he would be much better off to do nothing 
and let the registration issue. 

If you may want to oppose, be sure to apply for an extension of 
time on behalf of your client even if an extension has already been 
granted in favour of another party. In a very recent judgment 
of the Exchequer Court in Berback v. Registrar, so far unreported, 
Fournier J. has held that a party who has not obtained an exten- 
sion cannot file opposition outside the period of one month from 
advertisement provided by Section 37(1) even though he files 
within an extension of time granted on the application of another 
party. 

There are only four general grounds on which an application 
may be opposed. These are set out in Section 37(2) of the Act and 
are the following: 


(a) That the application is not in accordance with Section 29, 
which specifies the information that an application should 
contain. 


Examples of objections under this head are an improper statement 
of wares, the wares being described too generally, or an incorrect 
date of first use. 


(b) That the trade mark is not registrable, that is, that it is 
objectionable on one of the grounds set out in Section 12— 
or Section 13 in the case of a distinguishing guise. 


(c) That the applicant is not the person entitled to registra- 
tion because for example, the opponent used or made 
known a confusing trade mark or trade name before the 
applicant’s critical. date, i.e. the applicant’s date of first 
use or making known or filing as the case may be. 


An objection under this head is not open to the Registrar before 
advertisement unless the earlier used trade mark is the subject of 
a conflicting application. 


(d) That the trade mark is not distinctive, because for in- 
stance it is in common use in the trade. 


An example of such a case might be xxx which inherently looks 
like a good trade mark but in connection with certain goods is 
widely used by many traders as a grade mark. An objection under 
this last head is not open to the Registrar before advertisement. 
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These four grounds of opposition overlap. For example if a 
trade mark is not registrable under Section 12(1)(d) because it is 
confusing with a registered trade mark then unless the date of first 
use in the application is earlier than the date of first use in the 
registration it follows that the applicant is not the person entitled 
to registration under Section 16(1). Again if the trade mark is not 
registrable under Section 12(1)(b) because it is descriptive and no 
evidence or inadequate evidence of distinctiveness has been fur- 
nished, then the trade mark is also not distinctive. However, there 
is no advantage in putting forward both grounds of opposition in 
cases where you could not succeed on the second ground were 
you to fail on the first. Thus if the prospective opponent has a 
registration ante-dating the applicant’s date of first use, the oppo- 
sition may be based merely on the ground that the trade mark is 
not registrable. The addition of the ground that the applicant is 
not the person entitled to registration makes the opposition no 
stronger. 

In considering whether or not to oppose in a doubtful case, it 
is worth bearing in mind that the applicant’s position is weaker in 
opposition proceedings than in prosecution before advertisement. 
Take the case of the objection that a trade mark is not registrable— 
an objection that can be made by the Registrar (Section 36(1) (b)) 
and in opposition proceedings (Section 37(2)(b)). According to 
Section 36(1) the Registrar must advertise the application, if he 
is not satisfied that the trade mark is not registrable, but in opposi- 
tion proceedings he will refuse the application if he is in doubt. 
This has been a principle long established in the English cases and 
recognized in a number of Canadian cases, the latest of the latter 
being Freed v. The Registrar (1950), 11 Fox P.C. 50 at 55. 

Section 37(3)(a) of the Act requires the statement of opposi- 
tion to give the grounds of opposition in enough detail to enable 
the applicants to reply. Thus if the ground is that the trade mark 
is not registrable the statement of opposition must specify the 
particular ground of unregistrability mentioned in Section 12(1) 
of the Act and if that ground is, for example, that the trade mark 
is confusing with a registered trade mark then it must identify the 
registration. If the ground is that the applicant is not the person 
entitled to registration because of a prior use by the opponent, 
then the statement of opposition must identify the trade mark so 
used and specify the wares on which it was used. However it is not 
necessary in the statement of opposition to argue the case although 
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sometimes a certain amount of argument may be useful for the 
purpose of demonstrating to the applicant the strength of the 
opponent’s case and thus perhaps discouraging the applicant from 
going any further. 

The Registrar has power under Section 37(4) of the Act to 
reject an opposition if it is in effect frivolous, that is if it puts 
forward no proper ground of opposition. I gather however that 
the Registrar has had to exercise this power in only one or two 
cases. If he accepts the statement of opposition then under ‘Section 
37(5) he forwards a copy of it to the applicant. If an applicant 
who has received a statement of opposition decides to continue his 
application then he must file and serve on the opponent a counter- 
statement. Here again, as at all stages of opposition proceedings, 
the Registrar will always grant an extension of time of at least 
a month. The result is that an applicant who has not previously 
been approached by the opponent has an opportunity to consider 
himself the possibilities of settlement at this stage. According 
to Form 9 the counterstatement must set out the grounds on which 
the applicant relies to support his application and must show what 
allegations of the statement of opposition he admits. This latter 
provision is for the purpose of seeing what common ground there 
may be on the facts and so eliminating unnecessary evidence. For 
instance, if an application to register rorp for shoes with first use 
in 1950 were opposed on the ground of the prior use of rorp for 
automobiles, the applicant would obviously admit the fact of the 
prior use though not of course that such prior use was confusing. 
Note (a) to Form 9 specifies that each ground relied on by the 
applicant should be given in enough detail to disclose the nature of 
his ease. The form and the note have the effect of a rule, since 
Rule 15 provides that the forms and notes are to be followed in all 
cases where they are applicable. It follows from the note that if the 
opposition is based on the objection that the trade mark is con- 
fusing with a registered trade mark then if there are particular 
circumstances on which the applicant would rely to back up his 
denial of confusion these circumstances should be mentioned in 
the counterstatement. They might for instance be (a) that the 
trade marks had been in fact used side by side for a long period 
with no known instances of confusion, or (b) that the state of the 
register is such that the trade mark of the application could not be 
considered confusing with the registered trade mark because the 
resemblance between them was not as great as between the reg- 
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istered trade mark and earlier registered trade marks. In connec- 
tion with references to the state of the register the Registrar has 
held in Wonder Bakeries v. Ottawa Domestic Provisioners (1957), 
16 Fox P.C. 64 that any prior registrations to be relied on must 
be mentioned either in the statement of opposition or in an affidavit 
submitted at the evidence stage. They cannot be mentioned for the 
first time in argument. Although this decision mentions only the 
statement of opposition, I think that reference to prior registra- 
tions in a counterstatement would be equally good. In either case 
the point is that the opposition party is warned that other regis- 
trations will be relied upon and has an opportunity to give evidence 
about relevant circumstances relating to them. 

After the statement of opposition and the counterstatement 
have been filed—they are very like the pleadings, the statement of 
claim and statement of defence in a case in court—we come to the 
evidence. This is governed by Section 37(7) of the Act and Rules 
43-47. First comes the opponent’s evidence, since he began the 
proceedings, then the applicant’s evidence, since he is really de- 
fending himself, and then any reply evidence by the opponent 
confined to answering points raised in the applicant’s evidence. 
All this evidence is given by way of affidavit or statutory declara- 
tion subject to cross-examination of which I will speak later. 

Some of what I say about evidence will be elementary to those 
who are lawyers but may I hope be helpful to non-lawyers who, as 
trade mark agents, are brought through trade mark oppositions 
for the first time into proceedings not unlike court proceedings 
and in which the Registrar has held (in the Wonder Bakeries case) 
that “the rules of evidence applicable in the Exchequer Court 
apply.” 

A preliminary point is the distinction between evidence and 
argument. Evidence is the proof—either documentary or by testi- 
mony—of facts and opinions which are necessary for the argument 
which is to be made. It is, if you like, the bricks with which the 
house of argument is built. If a fact is not proved in evidence then, 
unless it is a matter of general knowledge of which the Registrar 
is aware, it is non-existent for the purposes of the case. The 
Registrar has himself held that a statement of fact in argument 
which is not the subject of evidence in the case is not admissible 
and is to be disregarded (Jergens v. Seager (1957), 16 Fox P.C. 
213). On the other hand pure argument, for instance a comparison 
of two trade marks from the point of view of their appearance and 
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the number of syllables which they contain, has no place in an 
affidavit. An argument sworn to by a layman is no stronger than 
when it is submitted by a trade mark agent who is the proper 
person to put it. 

In preparing the evidence it is usually a good idea to take the 
statement of opposition and the counterstatement, if acting for the 
opponent, plus the opponent’s evidence if acting for the applicant, 
and note what the issues are and who has the burden of proof on 
them. Usually the party who alleges something must prove it, but 
there are exceptions. For example Section 17(1) requires that the 
prior user should prove that he did not abandon the trade mark 
rather than that the applicant should prove that the prior user 
did abandon. Some issues, for instance, the date and extent of use 
of a trade mark, can be proved directly, others, such as whether 
two trade marks are confusing cannot. A man’s statement that he 
would or would not be confused is admissible evidence, but a 
statement by him as to whether others would or would not be con- 
fused is inadmissible, his opinion being no substitute for that of 
the tribunal on the question to be decided (British Drug Houses v. 
Battle Pharmaceuticals (1944), Ex. C.R. 239, at 243-4). On issues 
which cannot be proved directly, the next useful step is to list the 
relevant facts of which proof would help to establish what you 
want. Thus, on the issue of confusion, such facts would include 
how long the trade marks had been in use and whether in the same 
area, any cases of actual confusion, what sort of goods are in- 
volved, whether they are cheap or expensive, how the goods are 
bought, whether self-server or not. By using some such procedure 
as this you will be sure not to overlook points on which, at the 
argument stage when it is too late, you may wish you had evidence. 

I said earlier that the evidence of a person that he would 
be confused or not is admissible. So also as to distinctiveness—a 
person can say whether a trade mark is distinctive to him but not 
whether it would be so to others. This leads to the question of 
how one should go about getting admissible evidence on the subject 
of confusion from individuals. This should not be done by showing 
a number of individuals a prepared affidavit giving the conclusion 
vou want and asking them if they agree and would sign. When a 
party is examining one of his own witnesses in court he should not 
ask the witness leading questions, that is questions which suggest 
the answer wanted. If leading questions are asked the evidence 
obtained as a result of them is given much less weight than evi- 
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dence obtained in answer to non-leading questions. To put a pre- 
pared affidavit in front of a person asking him to sign it if he 
agrees with what is said, amounts, however, to putting to him the 
most leading possible sort of question. This course was criticized 
in Hack’s Application (1941), 58 R.P.C. 91 where at page 110 
Morton J, now Lord Morton said: 


“But in my view, it is not the right or proper way of pre- 
paring evidence for a case of this kind to put before members 
of the public, a statutory declaration already drafted contain- 
ing statements of fact and (as in the present case) statements 
as to what the witness would have thought if certain things 
had happened or impressions of the witness without previ- 
ously ascertaining by means of non-leading questions and 
answers that it represents his views. It really amounts to 
putting a series of leading questions which suggest the answer 
required in the most complete manner and put into the mouth 
of the witness words which he might not have thought of using, 
although when the declaration is put before him he may think, 
and think quite honestly, that it accurately represents the 
facts.” 


A similar criticism was made in Registrar v. Hardie (1949), S.C.R. 
483 (the suPER WEAVE case). In that case seven substantially iden- 
tical affidavits each saying that the affiant was familiar with the 
trade mark suPER WEAVE and that it indicated to him that goods 
bearing it were connected with the applicant for registration had 
been filed. Kellock J. said at page 501: 


“In my opinion affidavits of this nature, without any 
evidence as to how they were obtained and which are limited 
entirely to customers of the applicant for registration, are 
quite insufficient to satisfy the heavy onus resting upon the 
person desiring to obtain a judgment under the provisions of 
Section 29 in circumstances such as are here present.” 


In Hack’s case Morton J., after the passage that I have just 
quoted, went on as follows: 


“Tn my view there is no reason at all why persons prepar- 
ing evidence for a case of this kind should not submit a ques- 
tionnaire, consisting of questions which are not leading ques- 
tions, to a large number of traders. When their answers have 
been obtained declarations which give effect to those answers 
ean be drafted and sent to the persons concerned in order 
that they may declare them.” 
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This suggested practice was referred to with approval by Kellock, 
J. in the SUPER WEAVE case. Morton J. speaks of drafting declara- 
tions to give effect to the answers in the questionnaires and refers 
to Bailey v. Clark (1938), 55 R.P.C. at page 264 (the cLastonBURY 
case) as indicating general approval of what he proposes. The 
report in the GLasToNBURY case suggests that the questionnaires 
there may simply have been attached as exhibits to confirming 
affidavits by the persons who completed the questionnaires. This 
I suggest is a preferable practice, since it shows exactly how the 
questions were put, and shows the answers in the witness’s own 
words. 

Obviously the use of this approved method of non-leading 
questionnaires and confirming affidavits puts, from a practical 
point of view, a fairly low limit on the number of affidavits that 
can be supplied. On the other hand what you really want to prove 
is the state of mind of the relevant public on the question at issue. 
If, for example, you are opposing an application on the ground 
that the trade mark applied for is confusing with a prior registered 
trade mark you would like to prove that a substantial sector of 
the relevant public would be confused. A dozen affidavits confirm- 
ing questionnaires showing confusion could probably be met by an 
equal number of affidavits confirming questionnaires showing no 
confusion. Your confirmed questionnaires may be a random selec- 
tion from among a hundred, all of which indicated confusion, 
whereas the applicant may have carefully chosen his people to get 
replies only from those whose favourable views were known before- 
hand. If the Registrar had this background he would consider 
your evidence as being of more weight than the applicant’s, but 
without that background he would necessarily treat both as being 
of equal weight. 

In the eLastonBuRy case the applicants, who wanted to show 
that the geographical term had become distinctive by user, sent 
out some ninety questionnaires to which they got some eighty 
answers. They filed individual confirming affidavits by eleven of 
those who had answered and attached the remaining replies to a 
single affidavit which apparently simply established the circum- 
stances of their being received. The Court of Appeal (1937 R.P.C. 
at 150) observed that this affidavit suggested that some evidential 
value should be attached to the replies and was severely critical 
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of their being put before the Court at all. In the House of Lords, 
Lord Russell ((1938) 55 R.P.C. at 264) was less critical but said: 


“Tt will be wiser perhaps in a similar case in the future 
to file an affidavit merely stating the number of the other 
answers which have been received, and that they are open to 
inspection by the other side’s advisers. The Court will then 
be protected from the embarrassment of being in possession 
of documents which are in no sense evidence of the facts stated 
therein.” 


The basis for the statement that the documents are not evidence 
of the facts stated is the rule against hearsay evidence. The evi- 
dence of A that B told him something proves simply that B said it. 
It does not prove the truth of what B said. Presumably what is 
behind Lord Russell’s suggestion is that if the other side, having 
examined the remaining replies, submitted no evidence from any 
of the persons who had made them the Court would infer that these 
other replies had been just as unfavourable to the other side as 
those that has been the subject of individual confirming affidavits 
and that therefore these confirmed replies are really representative 
of a larger number. 

What was done in the GLasTonBURY case was a survey of a sort, 
but what about using in evidence public opinion surveys as they are 
carried on today? The first thing to say on the question is that 
it is one that cannot yet be considered settled here. In fact, the 
admissibility in evidence of a public opinion survey is one of the 
questions which is awaiting decision by the Exchequer Court in the 
B.P. case. If the survey is accepted in that case, the decision will 
go a long way towards settling the question. However refusal to 
accept the survey would not necessarily settle the question, because 
the refusal could be based on the lack of specific evidence on par- 
ticular points in that case, a lack which might be made good in 
another case. An illustration of this is given by a comparison of 
the only two other Canadian cases in which survey evidence has, 
so far as I know, been under consideration. One of these is Alu- 
minum Goods v. The Registrar (1954), 14 Fox P.C. 41 (the wear- 
EVER case) and the other is the Wonder Bakeries case which I have 
mentioned earlier. The wEAR-EVER case was a petition to the Court 
for a declaration of distinctiveness under Section 29 of the Unfair 
Competition Act. In his judgment Cameron J. speaks of “the 
most important part of the evidence” as being the report of a 
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survey conducted by a company regularly engaged in the making 
of public opinion surveys, to ascertain the consumer and dealer 
knowledge of the word wear-Ever. He accepts and relies on this 
evidence. I should point out however that, although the Registrar 
was represented at the hearing, counsel for the Registrar confined 
his submissions to points of law and expressly stated that he was 
not criticizing the evidence put forward for the petitioner. On 
behalf of the petitioner, confirming affidavits were submitted from 
about one out of every fifty housewives and one out of every thirty 
dealers. All the rest of the completed questionnaires were attached 
to affidavits of the canvassers who dealt with them, these affidavits 
exhibiting also the written instructions regarding the conduct of 
the survey which the canvassers had received. Added to this affi- 
davit evidence there was oral evidence by the head of the survey 
organization explaining how the surveys were carried out and how 
the selection of persons to question was made. In the Wonder 
Bakeries ease three years later, the Registrar held inadmissible 
as hearsay an affidavit of the head of a survey organization, which 
simply identified a survey report, but said nothing of how it had 
been effected and was accompanied by no affidavit of any person 
who was questioned nor any original completed questionnaires. 
These distinctions alone were sufficient to justify the different 
treatment of the surveys in the two cases. 

In the United States the question of the admissibility of sur- 
vey evidence has come up quite often and a good deal has been 
written about it. I might usefully mention two articles in The 
Trademark Reporter, Volume 46, 1956 one by Oliver P. Howes, Jr. 
entitled ‘““‘The Role of Public Surveys in Unfair Competition Cases” 
at pages 154 to 159 and the other by Louis Licht, R. C. Christo- 
persen and Ford Sammis entitled “Public Opinion Polls as Evi- 
dence in Unfair Competition Cases” at pages 1462 to 1481. Quite 
recently a small book on the subject was published under the title 
“The Use of Survey Research Findings as Legal Evidence” by 
Hiram C. Barksdale, published by Printers Inks Books in 1957. 
These show that there has been some trend in the United States 
towards the acceptance of survey evidence but I confess to some 
difficulty in following the reasoning by which certain Courts which 
accepted the survey evidence got around the objection that it was 
hearsay. 


1. Reviewed in 47 TMR 809 (1957). 
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One final remark in connection with the affidavit evidence. If 
a person making an affidavit is connected with either of the parties 
to the controversy or has any interest in it then he should be sure 
to point this out in his affidavit. In Cabin-Crafts Application 
(1955), 72 R.P.C. 333, Lloyd-Jacob J. said at page 337 that it was 
important that a person should give information of this kind in 
his affidavit “in order that any expressions of opinion contained 
in his affidavit might be considered as to their cogency against the 
true background of interest in the subject-matter.” 

When the affidavit evidence has been completed then not less 
than fourteen days thereafter the Registrar can give notice about 
the filing of arguments, but within this period either party may 
under Rule 46(2) apply for cross-examination of anyone who has 
made an affidavit. The place and the person before whom the 
cross-examination is to be held are generally agreed on by the 
parties but otherwise will be fixed by the Registrar (Rule 46(3)). 
If an affiant does not attend for cross-examination then his aff- 
davit is disregarded. He cannot be compelled to attend. This fact 
is worth remembering because you sometimes find a person re- 
luctant to confirm by affidavit what he has said because of a fear 
that he will then “have to go to Court.” If you have succeeded 
in getting an affidavit from a man and the other side then wants to 
cross-examine him, he can simply refuse to come and in that case 
of course you will lose the benefit of his affidavit. 

After any cross-examination comes the filing of written argu- 
ment by both parties as provided in Rule 48. Neither argument is 
an answer to the other. Each is a statement of the position of the 
party making it and his grounds for that position. No party sees 
the written argument of the other until he has filed his own. This 
accords with the general practice in our Courts and differs from 
the general practice in the United States where both in the Patent 
Office and in the Courts the briefs of different parties are filed 
successively and, for instance, the applicant’s brief will be written 
after consideration of the opponent’s brief and will be a reply to it. 

By Section 37(7) of the Act both parties have a right to be 
heard by the Registrar if they wish. Rule 48(4) accordingly pro- 
vides that, within fourteen days after the expiry of the period for 
filing written arguments, any party who wants to be heard must 
give written notice to the Registrar who then fixes the date of 
hearing. Once a hearing has been fixed all parties have a right to 
be present and to be heard at it. 
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The Registrar in due course, normally within a month or two, 
renders his decision refusing the application or rejecting the oppo- 
sition. However, because of Section 55(1) of the Act, which gives 
an appeal to the Exchequer Court from any decision of the Regis- 
trar within two months of its date or within such extension as the 
Court may allow, the Registrar postpones acting on his decision 
until two months have elapsed without either party taking an 
appeal. 
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PRINCIPAL REGISTRATION OF CONTOURS OF 
PACKAGES AND CONTAINERS UNDER THE 
TRADEMARK ACT OF 1946* 


By John A. Diaz** and Warren H. Rotert*** 


I. Introduction 


The Trademark Act of 1946, the Lanham Act,’ created a 
dichotomy in the law of trademarks by providing a Principal 
Register? and a Supplemental Register,’ and by defining what 
constitutes a mark for Supplemental Register purposes* and what 
constitutes a mark generally. Whether the act precludes registra- 
tion of certain types of source indicia because they are not tech- 
nically trademarks has been a subject of much controversy. 

That source indicia, such as shapes of packages and containers 
and dress or configuration of goods, are not Principal Register 
marks’ is vigorously maintained by some authorities.’ In support 
of this position it is pointed out that such indicia were not recog- 
nized as trademarks under the common law, nor were they regis- 
tered under the early statutes. Other authorities® argue with equal 
force that the inherent character of the mark has nothing to do 
with principal registration, and that the definitions in the Lanham 


* Reprinted by permission from The George Washington Law Review, Vol. 27, No. 
1, October, 1958. 

** Assistant Patent Editor, The George Washington Law Review; B.S. Ch.E. 1952, 
Lehigh University. 

*** Patent Editor, The George Washington Law Review; B.S. A. E. 1952, Lafayette 

College. 

1. 60 Stat. 427 (1946), 15 U.S.C. 1051 (1952) [hereinafter referred to as the Lan- 
ham Act]. 

2. 60 Stat. 428 (1946), 15 U.S.C. 1052 (1952) [hereinafter referred to as Sec- 
tion 2]. 

3. 60 Stat. 435 (1946), 15 U.S.C. 1091 (1952) [hereinafter referred to as Sec- 
tion 23]. 

4. Section 23, supra note 3, provides: 

For the purpose of registration on the supplemental register, a mark may consist 

of any trade-mark, symbol, label, package, configuration of goods, name, word, 

slogan, phrase, surname, geographical name, numeral or device or any combination 

of any of the foregoing, but such marks must be capable of distinguishing appli- 

cant’s goods or services. 

5. 60 Stat. 443 (1946), 15 U.S.C. 1127 (1952) [hereinafter referred to as Section 
45], provides: 


The term ‘trade-mark’ includes any word, name, symbol, or device or any combina- 
tion thereof adopted and used by a manufacturer or merchant to identify his goods 
and distinguish them from those manufactured or sold by others. 

6. For an argument that such indicia are registrable on the Supplemental Register, 
see Note, Registrability of Packages and Configuration of Goods on the Supplemental 
Register: Design Patent vs. Trade-Mark Registration, 23 Gro. WasH. L. REv. 82 (1954). 
(1948) See Derenberg, The Lanham Trade-Mark Act of 1946, 38 TMR 831, 833-34 

8. See CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 2137 (2d ed. 1950). 
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Act were meant to be illustrative and not restrictive. In support 
of this contention the argument is made that certain distinctive 
shapes of packages and containers always have been protected 
under the law of unfair competition and that the statute was 
intended to make the law of trademarks similar to that of unfair 
competition. 

In the recent case of Ex parte Haig & Haig Lid.,’ application 
was made to register applicant’s well-known PINCH BoTTLE on the 
Principal Register, use as a trademark since the turn of the century 
being alleged. The Assistant Commissioner allowed registration 
of the contour of the bottle on the ground that an indicium which 
in fact is a trademark and which serves the traditional trademark 
function of indicating source of origin is properly registrable on 
the Principal Register irrespective of the nature of the mark. 
The sole question to be answered in determining principal regis- 
tration, it was held, is not whether in law the indicium is capable 
of serving as a trademark, but whether in fact the indicium indi- 
cates source. 


Thus the Patent Office has taken the position that the distine- 
tive contour of a container or package which performs the function 


of a trademark may be registered on the Principal Register if in 
fact it has come to indicate source. Whether the courts will uphold 
this interpretation is yet to be seen. It is the purpose of this note 
to determine under what conditions the contour of a package or 
container is registrable on the Principal Register, and to evaluate 
some of the factors to be considered by the court in determining 
the legal protection to be afforded such a mark. 


II. Historical Background of Federal Trademark Statutes 

The first valid*® trademark act was passed in 1881" and pro- 
vided for registration of trademarks used in foreign nations and 
with the Indian tribes. Substantive rights were not granted under 
the act, and therefore registration did not affect the protection 
afforded or the nature and function of a common law mark.” But 
registration did serve as the basis for acquiring important legal 





9. 118 USPQ 229, 48 TMR 1031 (Com’r, 1958). 

10. The history of the federal trademark registration statutes begins with the Act 
of July 6, 1870, ch. 230, § 77, 16 Stat. 210. This act, as well as a later act, was held 
unconstitutional as beyond the power of Congress. United States v. Steffens, 100 U.S. 
82 (1879). 

11. 21 Stat. 502 (1881) [hereinafter referred to as the Act of 1881]. 

12. See Edison vy. Edison Chemical Co., 128 Fed. 1013 (C.C. D.Del. 1904). 
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benefits in foreign countries,’* and hence this act was the fore- 
runner of the Supplemental Register. 

The Act of 1905" was the first statute under which “technical” 
trademarks were registered and protected. In determining the 
rights arising under the act, the common law was supreme. Thus, 
while a certificate of registration was prima facie evidence of 
ownership, this presumption was overcome upon proof of a bona 
fide adoption and use by another without knowledge of the regis- 
trant’s use and registration. At no time did the certificate become 
conclusive evidence of ownership, nor did it have nationwide effect 
unless the mark was used nationwide. However, under the ten 
year proviso, marks which had been used continuously in the 
period 1895-1905 were entitled to registration even though they 
did not qualify as valid common law trademarks and hence could 
not ordinarily be registered under the act.” 

The Act of 1920'° had as its purpose the implementation of 
international commitments, and was designed to protect American 
owners of secondary meaning marks in those countries in which 
registration was contingent upon proof of registration in the home 
ecountry.’” This act was intended merely to permit registration of 
marks which had acquired secondary meaning through use com- 
menced after passage of the Act of 1905. But it was never so 
limited, and as a result many marks which could never become 
distinctive were registered.** 

The Lanham Act of 1946 had as its purpose the modernization 
and simplification of the trademark statutes to secure to the 
owners of trademarks the good will they had built up through 
use.’”? A Principal Register was created for technical trademarks 
as well as certain marks which had attained distinctiveness through 
use, i.e. secondary meaning marks.*® Additionally, a Supplemental 
Register was provided so that American business men could 
register in the United States marks which ordinarily would not 


13. Robert, Commentary on the Lanham Trade-Mark Act, 15 U.S.C.A. §§ 81-1113 
at 265 (1948). 

14. 33 Stat. 724 (1905) [hereinafter referred to as the Act of 1905]. 

15. See generally Robert, supra note 13, at 279-80. 

16. 41 Stat. 533 (1920) [hereinafter referred to as the Act of 1920]. 

17. CALLMANN, op. cit. supra note 8, at 2058. 

18. Robert, supra note 13, at 266-67. 

19. Robert, supra note 13, at 267-68. 

20. Hearings Before The House Committee On Patents, Subcommittee On Trade- 
Marks, H.R. 4744, 76th Cong., Ist Sess. 22, 27 (1939) [hereinafter cited as 1939 
Hearings]. 
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be registrable in order to obtain foreign registration in countries 
where there was no law of unfair competition.” 

In Burgess Battery Co. v. Marzall, an early case arising under 
this act, the court stated: 


The 1946 Trade-Mark Act ... was enacted for the purpose of 
codifying, modernizing and improving the trade-mark statutes 
of the United States. Among other things this Act liberalized 
the registration of certain trade marks. (Emphasis supplied.) * 


This language reflects the feeling that the Lanham Act was never 
intended solely as a codification of the law as it developed subse- 
quent to the Act of 1905, and thus the courts in interpreting the 
act are not to be guided exclusively or even preponderantly by the 
existing law of trademarks.** Although the act created new rights 
and concepts and was intended to make the law of trademarks at 
least as broad as that of unfair competition,* it also gave advan- 
tages to the owner of a Principal Register mark which were not 
available under the law of unfair competition. These advantages 
include nationwide recognition, incontestability after five years, 
and constructive notice of ownership. The framers provided 
these benefits for the purpose of encouraging registration in order 
to give notice of prior appropriation to prospective users of the 
mark.” 


III. Trademark Status of Packages and Containers 
at Common Law and Under the Early Statutes 


At common law and under the early registration statutes the 
forms of packages and containers were not recognized as trade- 
marks because it was felt that the number of shapes for such 
items was limited, and that to grant trademarks to first appro- 
priators would lead to marketing hardship for latecomers in the 
field.” The courts considered trademark protection of physical 
objects standing alone to be the equivalent of a perpetual monopoly 


21. Id. at 127. 

22. 101 F. Supp. 812, 813, 92 USPQ 90, 91, 42 TMR 237 (D.C.D.C., 1951), aff’d 
sub nom. Burgess Battery v. Watson, 204 F.2d 35, 96 USPQ 293 (C.A.D.C.), cert. denied, 
346 U.S. 822 (1953). 

23. See generally Johnson g Son, Inc. v. Johnson, 175 F.2d 176, 181-82, 81 USPQ 
509, 39 TMR 557 (C.A. 2) (dissent), cert. denied, 338 U.S. 860 (1949). 

24. CALLMANN, op. cit. supra note 8, at 2060 n. 28. 

25. Robert, supra note 13, at 280. 

26. See generally 1939 Hearings, supra note 20. 

27. Harrington v. Libby, 11 Fed. Cas. 605 (No. 6107) (C.C., S.D.N.Y. 1877) ; 
Enoch Morgan’s Son’s Co, v. Troxell, 89 N.Y. 292 (1884). 
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and felt that the proper remedy to prevent others from using ¢ 
distinctive shape of a package was not common law trademark 
usage or registration under the statutes, but patent or copyright 
protection.” The argument that the character of a trademark is 
not of judicial prescription, but is whatever a manufacturer first 
appropriates, was not considered sound, for were the law to go 
so far as to enable a party to appropriate the form of a package, 
which any dealer might adopt according to his taste, the result 
would be endless litigation.” 

During the early years of the registration statutes, the Patent 
Office registered three dimensional objects. Hence a miniature of 
the Great Bell of Moscow® and a sewing machine frame* were 
registered under the Act of 1881, and a bottle of unique configura- 
tion was granted a certificate under the ten year proviso of the 
Act of 1905.*? The sewing machine frame* and the bottle™ regis- 
trations were subsequently struck down by the courts, and there- 
after the Patent Office was reluctant to issue certificates for such 
objects.*> Thus under the Act of 1920 registration was denied to 
the tread of a tire®** and a package.**” The contention of applicants 
that such indicia were protected under the law of unfair competi- 
tion, and that registration could not possibly prejudice the public 
in any way, was not well taken.* In spite of the position of the 
courts and the Patent Office, attempts to register such marks per- 
sisted up to the date of passage of the Lanham Act.** 

It would seem that common law and early statutory concepts 
of trademarks were restricted to words or names. Neither common 
“symbols” such as geometrical figures, representations of the sun 
and numbers,‘ nor descriptive devices such as pictorial represen- 


28. Hoyt v. Hoyt, 143 Pa. 623, 22 Atl. 755 (1891). 
29. Enoch Morgan’s Son’s Co. v. Troxell, supra note 27. 
30. See Ez parte Cairns, 107 USPQ 150, 46 TMR 200 (Com’r, 1955). 
31. Trademark No. 8356, June 14, 1881; see Wilcox § Gibbs Sewing-Machine Co. 
v. The Gibbens Frame, 17 Fed. 623 (C.C., 8.D.N.Y. 1883). 
32. Trademark No. 60,241; see Societe Anonyme De La Distillerie v. Puziello, 250 
Fed. 928, 8 TMR 332 (D.C., E.D.N.Y. 1918). 
33. Wilcox §& Gibbs Sewing-Machine Co. v. The Gibbens Frame, supra note 31. 
34. Societe Anonyme De La Distillerie v. Puziello, supra note 32. 
35. But see Capewell Horse Nail Co. v. Mooney, 172 Fed. 826 (C.C.A. 2, 1909). 
36. Goodyear Tire § Rubber Co. v. Robertson, 18 F.2d 639, 17 TMR 172 (D.C., 
Md. 1927), aff’d, 25 F.2d 833, 18 TMR 270 (C.C.A. 4, 1928). 
. 37. Ez parte Standard Oil Co., 15 TMR 41 (1925), 328 O.G. Pat. Off. 785 (Com’r, 
1924). 
38. Goodyear Tire & Rubber Co. v. Robertson, supra note 36. 
on > hae Sheaffer Pen Co. v. Coe, 27 F. Supp. 380, 41 USPQ 134, 29 TMR 273 (D.C. 
.C. 1939). 
40. Bausch § Lomb Optical Co. v. International Industries, 142 F.2d 1016, 1018, 
61 USPQ 485, 488, 34 TMR 289, 297 (C.C.P.A. 1944). 
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tations of a dictionary” or a post card,** were registered by the 
Patent Office or recognized by the courts as trademarks. [unc- 
tional features such as shapes, forms, colors, and configurations 
were not registered,** nor was the non-functional shape of an 
article which was the subject of an expired design patent.** Arbi- 
trary or fanciful words and names were appropriated by trade- 
mark usage and registration, but three dimensional objects, 
common symbols, descriptive devices, and functional features were 
not trademarks. 


IV. Protection of Packages and Containers Under 
the Law of Unfair Competition 

Although shapes and forms of containers were not recognized 
as trademarks either at common law or under the early registra- 
tion statutes, such indicia have always been protected under the 
law of unfair competition. Theories used to determine whether 
relief is to be granted against pirating of such indicia are the same 
as those generally applied in other areas of unfair competition. 
Such theories are not uniform, however, and within a particular 
jurisdiction courts do not consistently apply the same principles 
to similar fact situations.*° 


A. Confusion of Source Theory 


The tort of unfair competition under this theory consists of 
one person copying distinctive shapes or forms to induce pur- 
chasers to believe that the goods he is selling are the manufacture 
of another.*® The limits of this theory were first clearly defined 
by Judge Hand in Crescent Tool Co. v. Kilborn & Bishop Co. when 
he stated: 


The defendant ... may copy the plaintiff’s goods slavishly 
down to the minutest detail; but he may not represent himself 
as the plaintiff in their sale.*’ 





41. Merriam v. Famous Shoe & Clothing Co., 47 Fed. 411 (C.C. Mo. 1891). 

42. Correct Printing Co. v. Ramapo River Printing Co., 16 F. Supp. 573, 30 USPQ 
120, 26 TMR 566 (D.C., S.D.N.Y. 1936). 

43. In re Winchester Repeating Arms Co., 69 F.2d 567, 21 USPQ 120, 24 TMR 131 
(C.C.P.A. 1934); Sheaffer Pen Co. v. Coe, 27 F. Supp. 380, 21 USPQ 120, 29 TMR 
273 (D.C.D.C. 1939) ; In re Dennison Mfg. Co., 39 F.2d 720, 5 USPQ 316 20 TMR 172 
(C.C.P.A. 1930); In re Oneida Community, Ltd., 41 App. D.C. 260, 4 TMR 72 (1913). 

44. See In re Oneida Community, Ltd., supra note 43. 

45. Compare West Point Mfg. Co. v. Detroit Stamping Co., 222 F2d 581, 105 
USPQ 200, 45 TMR 795 (C.A. 6), cert. denied, 350 U.S. 840 (1955); with Tas-T-Nut 
Co. v. Variety Nut § Date Co., 245 F.2d 3, 47 TMR 1073 (C.A. 6, 1957). 

46. Cf. James Heddon’s Sons v. Millsite Steel g Wire Works, 128 F.2d 6, 13, 53 
USPQ 579, 32 TMR 410 (C.C.A. 6, 1942). 

47. 247 Fed. 299, 301, 8 TMR177 (C.C.A. 2, 1917). 
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As an absolute condition for relief in this case plaintiff was 
required to show that the appearance of his wares had acquired 
secondary meaning.** Secondary meaning is established when the 
primary significance of the appearance of the goods in the minds 
of the consuming public is not the product, but the producer.* 
The Restatement, which contains a substantial codification of the 
Crescent Tool Co. rule, states that it is only when the feature in 
fact identifies source, and imitation is likely to deceive prospective 
purchasers who care about source, that the imitator is subject to 
liability.° 

There is some question under this theory whether imitation 
of secondary meaning features will be enjoined where the imitator 
clearly marks the product with his own name or trademark. The 
confusion seems to stem from Kellogg Co. v. National Biscutt Co.,” 
where it was held that defendant was entitled to produce its biscuit 
in the same pillow shaped form as plaintiff’s product. Plaintiff 
had alleged secondary meaning in the shape of the biseuit which 
was produced by a machine upon which a mechanical patent had 
expired. The court ruled that the machine was designed to produce 
that particular shape of biscuit, that upon expiration of the patent, 
the machine as well as the shape of the biscuit produced thereby 
was dedicated to the public, and that no secondary meaning could 
be established during the patent period. The court stated that the 
public associated the shape with the product and not with the 
manufacturer, but then went on to say that the container in which 
defendant marketed his goods did not resemble that used by 
plaintiff in size, form, or color, and that the difference in the labels 
on the packages was striking. This language is susceptible of the 
interpretation that secondary meaning features can be copied at 
will so long as the imitator plainly marks the goods as his own. 
Thus in West Point Mfg. Co. v. Detroit Stamping Co.,** defendant 
was permitted to copy all the features of plaintiff’s patented clamp 
upon the expiration of the patent. Since the trademarks used by 
the defendant on the product clearly disclosed that defendant and 
not plaintiff was the manufacturer, the court was of the opinion 


48. Ibid. 

49. Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296, 28 TMR 569 
(1938), cited with approval in Grosjean v. Panther-Panco Rubber Co., 26 F. Supp. 344, 
352, 40 USPQ 452, 29 TMR 620 (D.C., Mass. 1939), aff’d, 113 F.2d 252, 46 USPQ 160, 
30 TMR 530 (C.C.A. 1, 1940). 

50. RESTATEMENT, TorTS, § 741, comment and clause b at 627 (1938). 

51. 305 U.S. 111, 39 USPQ 296, 28 TMR 569 (1938). 

(1955) 222 F.2d 581, 105 USPQ 200, 45 TMR 795 (C.A. 6), cert. denied, 350 U.S, 840 
55). 
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that no issue of secondary meaning arose. The fact that some of 
the features were functional seems to have influenced this opinion. 

Both cases reached a sound result. But the language inferring 
that secondary meaning features could be copied at will so long 
as the pirateer plainly marked the goods as his own was unfortu- 
nate. These cases involved copying of patented articles of com- 
merce after expiration of the patents, and secondary meaning was 
alleged to have been acquired on the shape or form of the entire 
article. Moreover, West Point Mfg. Co. involved the copying of 
functional features. The law of unfair competition grants less 
protection to articles of commerce®™ or their functional features™ 
than it does to a package in which the article is marketed. Hence 
the law which permits one to market a clearly marked identical 
copy of his competitor’s product or to copy the functional features 
of such a product should not give him the freedom to imitate the 
appearance of the package in which the article is sold. 

For these reasons the doctrine of Kellogg should not control 
the copying of shapes of packages and containers which have 
acquired secondary meaning. Protection under unfair competition 
of these latter features is analogous to the basis for protection 
given words which have acquired secondary meaning. Since exact 
use of words having secondary meaning may be enjoined, in spite 
of the fact that they are used on a label which identifies source,” 
there appears to be no good reason to deny relief against use of 
a bottle or container, the shape of which has acquired secondary 
meaning, even though source of origin is indicated on the container. 

In Lucien Lelong v. George W. Button Corp.,** which supports 
this reasoning,” the court found that plaintiff’s cologne bottle 
had been fixed in the minds of patrons of the cosmetic market as 
the distinctive sign of plaintiff’s manufacture. An injunction was 
issued to prevent defendant from merchandising its cologne in 
bottles, however labeled or decorated, having properties and sym- 
metry so similar to plaintiff’s bottle that the appearance was 


3. See Flagg Mfg. Co. v. Holway, 178 Mass. 83, 59 N.E. 667 (1901) (Holmes, J.). 
4. Smith, Kline § French Laboratories vy. Waldman, 69 F. Supp. 646, 70 USPQ 
5 (D.C., E.D. Pa. 1946). 

55. ‘See Flagg Mfg. Co. v. Holway, supra, note 53. 

56. 1 Nims, UNFAIR COMPETITION AND TRADE-MARKS 331 (4th ed. 1947). 

a Anheuser-Busch, Inc. v. Dubois Brewing Co., 73 F. Supp. 338, 75 USPQ 6, 


37 TMR 664 (D.C., W.D. Pa. 1947), rev’d on other grounds, 175 F.2d 370, 81 USPQ 
423, 39 TMR 573 (C.A. 3), cert. denied, 339 U.S. 934 (1949). 

58. 50 F. Supp. 708, 58 USPQ 527, 33 TMR 399 (D.C., S.D.N.Y. 1943). 

59. But see Lucien Lelong v. Lander Co., 164 F.2d 395, 75 USPQ 302, 38 TMR 57 
(C.C.A. 2, 1947). 
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confusing. The court noted that defendant, by merely placing a 
different tag on such a bottle, would not eliminate confusion of 
source, and that any requirement of labeling would make the 
product unsaleable since the bottles were for the bedroom and 
not the pantry shelf. The broad protection granted the bottle was 
consonant with the strong showing of secondary meaning since 
despite defendant’s labels the shape of the bottle remained the 
dominant indicia of source. 

The argument was made that plaintiff had acquired a design 
patent on the bottle, and that therefore he had no right to complain 
of defendant’s mode of competition upon expiration of the patent. 
The court distinguished Kellogg as involving the use of an “ex- 
pired process patent” by the defendant for making the product and 
held that the plaintiff here was not complaining of defendant’s 
making or selling a bottle, but of its using a bottle in the cosmetic 
trade in order to gull the public and injure the plaintiff. Thus the 
court was careful to distinguish not only between the protection 
of products and containers under the law of unfair competition, 
but also between the protection of containers under the laws of 
unfair competition and design patents. 

The court had ample precedent for granting such broad pro- 
tection for the shape of a bottle.’ But many courts grant merely 
a limited injunction on facts similar to those in Lucien Lelong, and 
appear to rely on Kellogg to rationalize the result.** The doctrine 
of Kellogg, as has been shown, applies only to copying of the entire 
article of commerce, and has no place in cases involving secondary 
meaning packages which contain the goods. The type of relief 
granted in Lucien Lelong would appear proper in the latter type 
of case. 


B. Commercial Necessity Theory 


Under the early law of unfair competition, some courts in 
granting relief for copying distinctive features of goods seem to 
have placed emphasis on whether or not the copying could be 
justified upon compelling competitive considerations or commercial 
necessity” rather than on a strong showing of secondary meaning. 


60. Charles E. Hires Co. v. Consumers Co., 100 Fed. 809 (C.C.A. 7, 1900); Bauer 
§ Co. v. La Societe Anonyme de la Distillerie, 120 Fed. 74 (C.C.A. 7, 1903); Cook & 
Bernheimer Co. v. Ross, 73 Fed. 203 (C.C., S.D.N.Y. 1896). 

61. See generally Wise v. Bristol-Myers Co., 107 F. Supp. 800, 94 USPQ 2327 
(D.C., S.D.N.Y. 1952); International Latex Corp. v. Flexees, Inc., 119 N.Y¥.S.2d 409, 
96 USPQ 450, 43 TMR 497 (App. Div. 1953). 

62. Galbally, Unfair Trade in the Simulation of Rival Goods—The Test of Com: 
mercial Necessity, 3 VILL, L, Rev. 333, 48 TMR 1173 (1958). 
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Thus in Enterprise Mfg. Co. v. Landers,® an injunction was 
granted against copying of plaintiff’s coffee mill, and the fact 
that the machines bore defendant’s name seemed of little import 
to the court. In Yale Mfg. Co. v. Adler,* defendant carefully copied 
plaintiff’s padlock, differentiating it from the original in minor 
details to escape the charge of copying. Such pirating was en- 
joined on the ground that a strong temptation was placed in the 
hands of retailers to palm off defendant’s locks as those of plain- 
tiff and thereby turn a nice profit. In Rushmore v. Manhattan 
Screw & Stamping Works,® it was held that one who sold an auto- 
mobile search light in an ornamental shell could maintain an 
injunction against a defendant who sold a search light encased in 
a similar shell, even though defendant used his own name on his 
goods. 

These cases seem to emphasize the basic unfairness of defen- 
dant’s appropriation of plaintiff’s ideas and features of construc- 
tion, and the identical copying of them. It is this consideration, 
rather than any proof that defendant palmed off his product as 
those of plaintiff, which supports the decisions. The courts seem 
to have treated the features protected as non-functional and there- 
fore not “necessary” to market the goods. Had the copied features 
been functional, it is doubtful if relief would have been granted 
since functional features would appear to be “commercially neces- 
sary” to marketing. 

Several cases employed the rule of Enterprise Mfg. Co. to 
enjoin use of a particular shape and form of bottle where defen- 
dant used labels different from those of plaintiff to carefully indi- 
cate source” even though the bottle in issue had been protected by 
a design patent.® 

The doctrine of Enterprise Mfg. Co. as applied to packages 
appears to have been revived in the recent case of Tas-T-Nut v. 
Variety Nut & Date Co.” Here the Sixth Circuit Court of Appeals 
granted relief against copying of plaintiff’s peanut package even 
though defendant had plainly marked the package with his own 
trademark. Although the court noted there was some evidence 


63. 131 Fed. 240 (C.C.A. 2, 1904). 

64. 154 Fed. 37 (C.C.A. 2, 1907). 

65. 163 Fed. 939, 942 (C.C.A. 2, 1908). 

66. Galbally, supra note 62, at 337,48 TMR at 1177. 

67. Charles E. Hires Co. v. Consumers Co., supra note 60; Cook g Bernheimer 
Co. v. Ross, supra note 60. 

68. Cook § Bernheimer Co. v. Ross, supra note 60, at 204. 

69. 245 F.2d 3, 47 TMR 1073 (C.A. 6, 1957). 
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of secondary meaning in plaintiff’s package and dress of goods, 
the holding turned on the fact that a competitor who copies the 
shape, form, and dress of goods cannot avoid liability merely 
by affixing his own name thereto. 

Relief under the commercial necessity doctrine, then, will be 
granted if the public is deceived by the appearance of the goods, 
and if the particular appearance used is not commercially neces- 
sary to market the goods, but is merely adopted to generate con- 
sumer confusion in the hope of diverting sales. 


C. Analysis of Unfair Competition Principles 


Protection of forms of packages and containers under the law 
of unfair competition is based upon the principle that no man 
may palm off his goods as those of another. Under the confusion 
of source theory, a container contour which has acquired secondary 
meaning is protected if in fact it indicates source and if the con- 
suming public associates the contour with the good reputation of 
the manufacturer. It will be shown that this theory is basically the 
same as that used by the Patent Office in granting trademark 
registration under the doctrine enunciated in the recent Hazg case. 

There is some question under the confusion of source theory 
whether copying of shapes of packages or containers which have 
acquired secondary meaning is privileged when the copier plainly 
marks the container with his own name. The better reasoned 
cases hold that such copying is not privileged where the container 
itself makes the most vivid impression on the buyer and is what 
catches the eye. Where the container is used with an identifying 
label, the situation is analogous to composite mark usage, with the 
bottle the dominant feature of the mark. 

Under the theory of commercial necessity, copying is pro- 
hibited when the use of the container is not commercially necessary 
to the copier’s marketing of his goods. This theory does not seem 
to require a showing of secondary meaning for relief to be granted, 
and owing to its extreme breadth, it has received but faint recog- 
nition by the courts. 

Functional features of goods are not protected under either 
theory because it would be disadvantageous to technical progress 
to permit secondary meaning to be built up in such features,” and 
because such features are commercially necessary to market the 


— 


70. 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 1104 (2d ed. 1950). 
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goods. Non-functional features such as shapes of containers, how- 
ever, are protected under both theories of unfair competition, thus 
evidencing a concern of the courts for the right of an individual 
to market his goods in a distinctive container free from third 
party interference. This being the case it may well be asked why 
such indicia are not registered as trademarks. The answer would 
appear to lie in the Lanham Act itself. 


V. Development of Principal Register Marks 


A trend in the development of the Principal Register mark 
can be noted in the cases. 


A. Early Interpretations 


Early cases decided under the Lanham Act treated the ques- 
tion of what was registrable on the Principal Register as a matter 
of law requiring a determination of whether the proposed indicium 
fell within the enumerated classes of section 45. Thus, to be 
registrable the mark had to be a “word, name, symbol or de- 
vice .. .”. But since the act was considered as having made no 
change in what was considered a trademark at common law or 
under previous statutes,” the enumerated terms were felt to be 
controlled by the common law and case law under previous acts. 
Hence principal registration of a dispenser for cellophane tape“ 
and of a design for footwear™ was denied because such indicia 
did not meet these requirements. 

Advertising devices, whether pictorial representations” or 
three dimensional structures,” were held not to be Principal 
Register marks because it was felt that the intent of the framers 
of the act was to limit such indicia to supplemental registration. 
The language in section 23 that a mark “may consist of any trade- 
mark, symbol, label, package, configuration of goods, name, word, 
slogan, phrase, surname, geographical name, numeral, or de- 
vice .. .” was interpreted as limited to supplemental registration,” 
and section 27,* which allows Supplemental Register marks to be 


71. Ez parte Minnesota Mining §& Mfg. Co., 92 USPQ 74, 42 TMR 164 (Com’r, 
1952). 

72. Id., for a definition of trademark identical to that used in Section 45, see 
McClean v. Fleming, 96 U.S. 245, 254 (1877). 

73. Ez parte Minnesota Mining & Mfg. Co., supra note 71. 

74, Ex parte B. F. Goodrich Co., 98 USPQ 197, 44 TMR 68 (Com’r, 1953). 

75. Ez parte Pennzoil Co., 111 USPQ 352, 47 TMR 283 (Com’r, 1956). 

76. Ea parte Cairns, supra note 30. 

77. Ex parte Minnesota Mining & Mfg. Co., supra note 71. 

78. 60 Stat. 436 (1946), 15 U.S.C. § 1095 (1952). 
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registered on the Principal Register, was narrowly restricted to 
those marks meeting the section 45 definition. But not every con- 
ceivable mark was registrable on the Supplemental Register.” 
Thus, novel shapes or appearances that were functional were not 
Supplemental Register marks.* 

This view limited registrations to those marks previously 
registrable under the early statutes and at common law. It recog- 
nized the burden imposed upon business, especially small business, 
by unrestricted registration. Clear lines between the trademark 
law and the patent statutes were maintained on the theory that 
a trademark could not be used to perpetuate a patent monopoly. 
On the other hand, it is arguable that this view ran contrary to 
the intention of the framers to liberalize registrability and to 
incorporate as much of the law of unfair competition into the act 
as possible. 


B. Recent Interpretations 


In recent years there has been a tendency on the part of the 
Patent Office to take a more liberal view toward marks registrable 
on the Principal Register, and the theory that certain marks which 
fell within the definition of “marks” used in section 23 were to be 
limited to the Supplemental Register appears to have broken down 
in the “slogan” cases. 

In Ex parte American Enka Corp.” applicant sought regis- 
tration of the slogan THE FATE OF A FABRIC HANGS BY A THREAD which 
was super-imposed on a colored background.* The Assistant Com- 
missioner upheld the examiner’s refusal to register the mark; he 
noted that slogans were specifically registrable on the Supplemental 
Register and indicated that the Principal Register was limited 
to traditional trademarks. Registration was then refused on the 
ground that the mark did not serve a trademark function. The 
District Court reversed without opinion.** 

In Ex parte Robert Hall Clothes* the Patent Office limited 
American Enka to composite marks and denied principal registra- 


79. Ez parte Mars Signal-Light Co., 85 USPQ 173, 176, 40 TMR 377 (Com’r, 1950). 

80. Ez parte Alan Wood Steel Co., 101 USPQ 209, 44 TMR 866 (Com’r, 1954). 

81. 81 USPQ 476, 39 TMR 640 (Com’r, 1949). 

82. The whole mark sought to be registered comprised a vertical gray rectangle 
having a large black circle superimposed upon the center thereof, with the slogan above 
the circle and the words ENKA RAYON below the circle. 

83. American Enka Corp. v. Marzall, 92 USPQ 111, 42 TMR 106 (D.C.D.C. 1952). 
The First Conclusion of Law was “that certain combinations of words, albeit that they 
are also slogans, may properly function as trademarks.” 

84. 97 USPQ 462, 465, 43 TMR 982 (Com’r, 1953). 
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tion of the slogan WHY PAY FOR OVERHEAD WHEN YOU CAN’T WEAR IT. 
Here it was reasoned that “slogans” were specifically mentioned 
as one of the types of marks registrable on the Supplemental 
Register and that the exclusion of the term slogan in section 45 
implied that such marks were not to be registered on the Principal 
Register. 

The doctrine of Robert Hall was short lived, however, for in 
Ex parte Robbins & Myers, the Office allowed principal regis- 
tration of the slogan MOVING AIR IS OUR BUSINESS. The Assistant 
Commissioner noted that section 2 provided: “No trademark .. . 
shall be refused registration ... on account of its nature unless... .” 
Finding nothing in the statute which prohibited principal regis- 
tration of slogans, the conclusion was drawn that the only pertinent 
issue was whether or not the indicia did in fact distinguish appli- 
cant’s goods from those of others. 

It should be noted that Ex parte Robbins & Myers could per- 
haps have been decided on the narrower ground that a slogan is 
“a word” or “a combination thereof” within the meaning of section 
45, and hence the liberal view taken of the statute was not actually 
necessary. On the other hand, the broad language used could lead 
to the conclusion that the decision paved the way for registration 
of distinctive packages and containers on the Principal Register* 


VI. The Haig Case 


Applicant sought to register on the Principal Register its well- 
known PINCH BOTTLE. The examiner refused registration on the 
ground that containers are registrable, if at all, on the Supple- 
mental Register,*’ and not on the Principal Register because they 
are not mentioned in section 45. The Assistant Commissioner, in 
reviewing the case, however, reiterated the rationale of the Robbins 
¢& Myers case that an indicium can be registered if in fact it serves 
as a trademark unless it is specifically excluded from registration 
under section 2. Since the facts showed that the contour of the 
container had come to distinguish applicant’s goods from those of 
others, it was held to be a trademark—a symbol or device—which 
was registrable on the Principal Register. Thus the prediction of 
some articles written immediately following the passage of the 


85. 104 USPQ 403, 45 TMR 477 (Com’r, 1955). 

86. See Lunsford, Distinctive Packages and Slogans Are Registrable on the Prin- 
cipal Register, 45 TMR 1131 (1955). 
- oie Paper No. 1 in file of Trademark Application Serial No. 14,450 filed August 
23, 1956. 
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Lanham Act that distinctive containers and packages would be 
registrable on the Principal Register appears to have been war- 


ranted.* 

Implicit in this decision is the thought that all indicia which 
are actually trademarks may be registered notwithstanding the 
form in which they are embodied. However, the indicia must be 
adapted for and used as a trademark, and may not be a mere 
functional feature which is adopted for utilitarian purposes. But 
the fact that a trademark is a contour of a three dimensional object 
such as a bottle or container does not affect its status as a Principal 
Register trademark. It is important to note, however, that this 
does not mean that any fanciful or arbitrary container or package 
ean be registered on the Principal Register. Rather, only those 
contours of packages and containers that have acquired secondary 
meaning, i.e., become distinctive, may be granted principal regis- 
tration. 

The wording of the decision indicates that the holding is a 
narrow one,* decided upon peculiar facts and circumstances which 
will not immediately open the door for transfer of all Supple- 
mental Register marks comprising contours of containers or pack- 
ages to the Principal Register. It is important, therefore, to look 
briefly at the facts, as found by the Patent Office, to see what 
prognosis can be made. 

The salient facts were that, around the turn of the century, 
applicant had adopted the piNcu BorTLeE as a container for its most 
expensive whiskey for the purpose of identifying and distinguish- 
ing this brand of whiskey, not only from other brands sold by it, 
but from the whiskies of others. It was noted that an Illinois court 
had granted, in 1912, an injunction preventing confusing use by 
others of the bottle after finding that dealers and customers had 
come to identify this brand of whiskey by the pIncHED DECANTER.” 
It was further found that customers of today identified applicant’s 
product as that contained in the PINCHED DECANTER Or PINCHED 
BOTTLE and that since the turn of the century there was no way of 

88. See 4 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS § 98.4(d), at 2137 
(2d ed. 1950). 

89. See Derenberg, The Eleventh Year of Administration of the Lanham Trade- 
Mark Act of 1946, 118 USPQ No. 7, Part II at 4. 48 TMR 1037, 1045 (September, 1958). 

90. Schmitt v. James Watson § Co., General No. 291,095, Term No. 12,320 Sup. Ct. 


of the County of Cook, Ill. (1912). Taken from Brief for Appellant, Paper No. 6, 
pp. 9-11, Trademark Application Serial No. 14,450, filed August 23, 1956. 





28 THE TRADEMARK REPORTER Vol. 49 T. M. R. 


ordering applicant’s whiskey without describing the contour of the 
bottle. Applicant in 1952 adopted p1ncH as a trademark.” 

While emphasis was placed on the length of time that appli- 
cant had used the bottle it seems clear that this factor alone was 
merely one of the “peculiar facts” to be considered and was not 
controlling. Acquisition of distinctiveness for trademark purposes 
is a question of fact, and one mark may acquire distinctiveness in 
a short time® whereas another may fail despite long use.** The 
test, then, appears to be actual acquisition of distinctiveness, not 
mere duration of usage; and owners of peculiarly shaped packages 
and containers must find a way of satisfying this test in order to 
obtain principal registration. Normally, manufacturers or mer- 
chandisers do not sell their products in bare containers or pack- 
ages without other identifying indicia, nor do consumers usually 
see products in containers which do not have some source identifi- 
cation. It is, therefore, difficult for the contour of a package or 
container to acquire trademark status in the minds of consumers.” 

Applicant in this case adopted a distinctive container sus- 
ceptible to a simple word description. The word pincH was descrip- 
tive of the container and was adopted by customers and dealers 
when asking for the particular brand of whiskey within the con- 
tainer. This practice led to the identification of the product 
(whiskey) by the contour of the bottle (prncH) and thus the 
conformation of the bottle itself did in fact become a trademark 
and entitled to trademark registration. 

While not all containers and packages are susceptible of a 
simple word description, many are, and the owners thereof would 
be well advised to incorporate into their advertising and labeling 
words and phrases which will lead consumers to identify the prod- 
uct by the shape of its container. However, this manner of obtain- 
ing distinctiveness would appear to be exemplary and not exclusive, 
since the dominant factor to be considered is not the manner in 
which the contour of the container acquires distinctiveness, but 


91. Applicant registered PINCH in 1955 (Reg. No. 608,451). 

92. Lektro-Shave Corp. v. General Shaver Corp., 19 F. Supp. 843, 35 USPQ 110, 
27 TMR 684 (D.C. Conn.) (secondary meaning acquired in eighteen months), rev’d, 92 
F.2d 435, 36 USPQ 81, 28 TMR 284 (C.C.A, 2, 1937) (insufficient evidence). 

93. Skinner Mfg. Co. v. General Foods Sales Co., 52 F. Supp. 432, 59 USPQ 118, 
33 TMR 494 (D.C. Neb. 1943), aff’d, 143 F.2d 895, 62 USPQ 324, 34 TMR 274 (C.C.A. 
8) (failure to establish secondary meaning for descriptive term in seventeen years), 
cert. denied, 323 U.S. 766 (1944). 

94. In re Hillerich ¢ Bradsby Co., 204 F.2d 287, 97 USPQ 451, 43 TMR 967 
(C.C.P.A. 1953). Applicant failed in an attempt to register a simple oval geometrical 
configuration since he was unable to show such configuration had served as a source 
indicia without other identifying media. 
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whether the contour has in fact come to indicate a singleness of 
origin in the minds of consumers. Thus, extensive advertising 
which associates the shape of the package with the goods, coupled 
with consumer recognition of that association, would satisfy the 
requirement of distinctiveness even though that association is 
achieved in a short time. But contours of packages and containers 
will require a high degree of proof of secondary meaning to be 
registered on the Principal Register, notwithstanding the liberal 
trend of the Patent Office toward permitting registration of such 
marks.*° 

The reasons for requiring a strong showing of secondary 
meaning are sound. Application for trademark registration is an 
ex parte proceeding, wherein issues are determined upon evidence 
submitted solely by the advocate. Therefore, it does not have the 
safeguards to the public of an adversary proceeding in the court 
room. Since the evidence is necessarily self-serving, it should be 
strongly convincing on the issue as to whether the contour of the 
container or package does in fact indicate origin. 

A low standard of distinctiveness would impose a harsh 
burden on merchandisers, especially small businessmen. While 
the Lanham Act provides opposition” and cancellation®’ proceed- 
ings for those who can show injury due to registration of a mark, 
the cost of such procedures is in many instances prohibitive to the 
tyro in the trade. Further, a low standard of secondary meaning 
for registration could lead to incontestability® of common shapes 
of containers and packages, thereby resulting in a depletion of the 
number of such shapes available for unrestricted use. Since com- 
mercial necessity in many instances dictates use of a particular 
container, loss to the public would be great. Notwithstanding the 
foregoing, however, all indicia which serve a trademark function 
and are trademarks in fact, should be registered unless there is 
some overriding consideration. 


VII. Relationship Between Design Patents and Trademarks 


One of the unanswered questions not directly involved in Ex 
parte Haig but arising as a result of the decision is whether princi- 


See generally Derenberg, Trade Regulation 1954, ANN. Survey Am. L. 292 


60 Stat. 433 (1946), 15 U.S.C. § 1063 (1952). 
60 Stat. 433 (1946), 15 U.S.C. § 1064 (1952). 
60 Stat. 433 (1946), 15 U.S.C. § 1065 (1952). 
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pal registration of contours of bottles and containers conflicts in 
any way with design patent protection. 


A. Design Patent Protection 


Design patents have been granted since 1842* on articles 
which are new, original and ornamental for the purpose of en- 
couraging the decorative arts*®® and increasing the saleability of 
goods in competition.’*” 

Design patents are granted for designs as applied to goods and 
not on the design itself.*°? The applied design must show more than 
originality and distinctiveness; it must show invention’** which is 
not predicated upon utilitarian or functional features,*** but on 
the aesthetic appeal it will have on potential purchasers. When 
considering the question of invention, the design patent examiner 
must search the prior art and may combine references’” and also 
consider designs which have been applied to different articles.’ 

The test customarily applied in design patent infringement 
suits is whether an ordinary purchaser would be deceived by the 
resemblance of the articles so that he would purchase one suppos- 
ing it to be the other.’*” Thus, design patent infringement turns 
on confusion of product, and the design need not have acquired 
secondary meaning for relief to be granted. 

Additionally, section 289 of the 1952 Patent Act’** provides 
a distinctive’ remedy for a design patent owner against anyone 
who “applies the patented design, or any colorable imitation there- 
of, tov any article of manufacture for the purpose of sale...” 
(Emphasis added.) A literal reading of this section leads to the 
conclusion that protection is to be afforded a design either as a 
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component of a combination, or against use on an article made of 
different materials. While not many cases have considered these 
issues there is some early authority indicating the possibility of 
infringement where a design for a general purpose braid was 
applied to a hat,’ and infringement has been found where a 
design for sterling silver spoons was applied to plated spoons.™™ 
Moreover, since a design applied to a different type article antici- 
pates'” a design patent application, it is only logical to conclude 
that use of a patent design on an article different from that dis- 
closed in the patent would be infringement. 

Thus protection of a design is given where a confusingly 
similar design is used on any article of commerce. It is at once 
apparent that such protection is much broader than that afforded 
a trademark owner under the confusion of source test traditionally 
applied in trademark infringement cases. 


B. Trademark Infringement 


Section 32 of the Lanham Act provides a remedy against 
“any person who shall, in commerce... use, without consent of the 
registrant ... any registered mark in connection with the sale... 


or advertising of any goods... on or in connection with which such 
use is likely to cause confusion or mistake as to deceive purchasers 
as to source of origin of such goods.” (Emphasis added.)'** It is 
clear that use of a trademark in conjunction with the sale or 
advertising of any goods is not infringement. Rather, trademark 
infringement turns on the question of fact’* as to whether the 
application of plaintiff’s trademark to defendant’s goods is likely 
to cause confusion as to source of origin. While the trademark 
owner’s remedy is not, strictly speaking, limited to the goods 
mentioned on his registration certificate,’ it is limited to that 
general area of goods which are so similar to those mentioned in 
the certificate that use of plaintiff’s trademark thereon would 
likely cause confusion as to source. But use of plaintiff’s identical 
trademark on goods which does not cause consumer confusion as 


110. See Jacob Elishewitz g Sons Co. v. Bronston Bros. & Co., 40 F.2d 434, 5 
USPQ 295 (C.C.A. 2, 1930). 
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114. Pure Foods, Inc. v. Minute Maid Corp., 214 F.2d 792, 102 USPQ 271, 44 
TMR 1408 (C.A. 5), cert. denied, 348 U.S. 888 (1954) (use of mark MINUTE MADE on 
frozen meats likely to cause confusion with use of MINUTE MAID on frozen fruit juice). 

115. Pure Foods, Inc. v. Minute Maid Corp., supra note 114. 
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to source would not be infringement.’** Where the marks are not 
similar, but the goods are identical, the mark as a whole must be 
considered, and if the dominant portion has been copied, infringe- 
ment may be found.'” 


C. Comparison of Protection—Specific Example 


Trademark protection is generally more limited than patent 
protection. In some situations, however, a trademark and not a 
design patent may provide the only effective protection’’® of the 
eontour of a distinctive container. This follows because design 
patents are subject to the same rules as mechanical patents and 
therefore their scope may be limited by the courts in view of the 
prior art.’ Further, trademark usage cannot expand the pro- 
tection accorded a design patent.’*° 

In Coca Cola Co. v. Whistle Co. of America, which involved 
infringement of a design patent for a bottle, the court found that 
there was no product confusion because the bottles were not sub- 
stantially the same, and hence there was no design patent infringe- 
ment. In dictum, the court noted that even were there product 
confusion in the soft drink trade due to use by both parties of 
their respective bottles, design patent infringement would not be 
found because product confusion could not be used to expand the 
patent monopoly beyond the limits set by the prior art. In this 
ease had the contour of the bottle been a Principal Register trade- 
mark, it seems clear that defendant’s use of a similar bottle in 
such manner as to cause confusion of source would have been 
trademark infringement. 

Valuable shapes and forms of containers may not be safe- 
guarded by a design patent grant because of the stringent require- 
ments for design patent infringement. A merchandiser desiring to 
protect a distinctive bottle under the patent statutes must first 
convince the Patent Office that the bottle is an invention. After 
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121. 20 F.2d 955 (D.C. Del. 1927). 
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passing this hurdle, if he is to prevent others from using it, he 
must fend off attacks in the courts on the validity and scope of the 
patent, which is ordinarily a difficult task.’*? Principal registra- 
tion of the contour of the bottle may be one solution to this 
dilemma. 

A design patent grant and a trademark registration are based 
upon different legal theories. The design patent statutes create 
a monopoly power in the hands of the patentee to exclude others 
from using the patent even if the patentee does not practice it, 
whereas the Lanham Act is a legislative recognition of rights 
acquired by the owner of a trademark through actual use of the 
trademark. The patent is a publie service monopoly granted to 
encourage the conception, reduction to practice, disclosure and 
exploitation of “inventions.” The trademark, however, is pro- 
tected because it is an indication of source or origin, and the use 
by another on related goods would create confusion among pur- 
chasers which could divert trade or be potentially destructive of 
good will. The owner of a design patent acquires a right to pre- 
vent others from using his design for any purpose, whereas the 
owner of a Principal Register trademark acquires procedural ad- 


vantages when he sues to prevent a use of his trademark which 
causes confusion of source. Generally speaking, then, inasmuch as 
the purpose, the method of acquisition and the scope of protection 
differ, there is no conflict between a design patent for an orna- 
mental design of a container and a principal trademark registra- 
tion of the shape or form of a container. 


D. Principal Registration of Patented Articles 


The Haig case, because of the nature of the trademark in- 
volved, presents the possibility of problems where principal regis- 
tration is sought of a mark which is the contour of a package or 
container previously protected by a patent. 

The Patent Office, in the past, has taken the position that a 
device embraced by an unexpired patent cannot be registered on 
either the Principal’** or Supplemental’** Register. But, the mere 
fact that a device was the subject of an expired patent has not 
prevented supplemental registration if the mark is otherwise 


122. See 1955 Hearings, supra note 118. 

123. Ez parte Minnesota Mining & Mfg. Co., 92 USPQ 74, 42 TMR 164 (Com’r, 
1952) (alternative holding). 
1981). Ez parte United States Plywood Corp., 103 USPQ 111, 44 TMR 1337 (Com’r, 
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qualified.’ A configuration of goods produced by a machine dis- 
closed in an expired mechanical patent, however, was refused 
supplemental registration.” 

While supplemental registration has been granted to the shape 
of a bottle previously protected by a patent,’*’ the issue of conflict 
with the design patent statute in that case was not too significant 
since supplemental registration does not provide all the important 
advantages accorded Principal Register marks, including incon- 
testability after five years. Care must, therefore, be exercised in 
this area to safeguard the public. 

Where the contour sought to be registered is covered by an 
existing design patent it is arguable that no trademark rights can 
be obtained, for to do otherwise would turn the design patent 
statute into a Supplemental Register allowing source identity to 
be built up free from third party interference during the period 


of the monopoly.’** Further, the consideration given by the pat- 


entee to the public, in exchange for the monopoly grant, is present 
knowledge and deferred use of the invention, and if trademark 
rights were allowed to be established during this period it would 
take from the public a portion of the consideration relating to use. 


Ex parte Haig should result in no departure from these reasons 
for prohibiting the establishment of trademark rights during the 
patent period. 

An area of conflict appears where the proposed trademark is 
the subject of an expired design patent, since upon expiration the 
public is normally entitled to unrestricted use. In support of regis- 
tration of such marks it should be noted that a design patent 
protects against all use whereas a trademark protects only against 
trademark usage. Moreover, a trademark is not a grant, as is a 
patent, but only a recognition of use.’*”? The law of unfair compe- 
tition has long recognized these differences and has provided 
protection for such indicia. Thus in Lucien Lelong v. George W. 
Button Corp. the defendant was enjoined from unfair use of 
plaintiff’s bottle, the shape of which had aequired secondary mean- 
ing after patent expiration, and a similar result was reached in 





125. Ez parte Caron Corp., 100 USPQ 356, 44 TMR 336 (Com’r, 1954). 

126. Ex parte Jongleux and Lundquist, Inc., 101 USPQ 77, 44 TMR 835 (Com’r, 
1954). 

127. Ex parte Caron Corp., supra note 125. 

128. See Ex parte Minnesota Mining & Mfg. Co., supra note 123. 

129. United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 97, 9 TMR 1 (1918). 

130. 50 F. Supp. 708, 58 USPQ 527, 33 TMR 399 (D.C., S.D.N.Y. 1943); but see 
Lucien Lelong v. Lander Co., 164 F.2d 395, 75 USPQ 302, 38 TMR 57 (C.C.A. 2, 1947). 
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the recent Tas-T-Nut'’ case. Since the avowed purpose of the 
Lanham Act was to liberalize trademark registration and since 
the law of unfair competition has long protected the shapes and 
forms of packages and containers, no reason for denying registra- 
tion is immediately apparent. 

However, some containers and packages by their size, shape 
and configuration may have only one practical use upon expiration 
of the patent and such use could infringe trademark rights. This 
possibility appears limited. The user can always, of course, add 
his own trademark or other source identification and thereby 
escape the charge of pirating. However, if the shape of the con- 
tainer continues to be the dominant identifying feature, the second 
user would continue to be an infringer.’** Sinee use of further 
identifying marks on the container might make the product so 
unattractive as to be non-saleable,’* effectively there could be no 


non-infringing use, and trademark registration in this situation 
would provide as broad protection as a patent grant, at least inso- 
far as users are concerned. This latter argument, while also 
applicable to contours of containers which were never patented, 
does not seem to have been applied by the courts as a basis for 


refusing protection under the law of unfair competition. 

The reason must lie in public acquiescence. In the patent cases, 
secondary meaning must be established after the patent period. 
The public, by failing to use the mark after patent expiration, is 
considered to have acquiesced in the exclusive use by the appro- 
priator of the contour. A later user who defends his use on the 
consideration theory is, as a practical matter, merely a commercial 
pirate desirous of capturing the good will of the mark and does not 
represent the interests of the general public. Public acquiescence 
in exclusive trademark usage is present whether the container was 
previously patented or not and the public interest in proper source 
identification would seem to outweigh any loss of use by a pirate. 
This does not, however, lead to the conelusion that in all cireum- 
stances the contour of a previously patented article should be 
registered as a trademark. 

In considering registration of such a mark it is submitted that 
secondary meaning or distinctiveness ought not to be built up dur- 





131. 245 F.2d 3, 47 TMR 1073 (C.A. 6, 1957). 

132. Cf. Frankfort Distilleries v. Kasko Distillers Prod. Corp., 111 F.2d 481, 45 
USPQ 438, 30 TMR 339 (C.C.P.A. 1940). 

133. See Lucien Lelong v. George W. Button Corp., 50 F. Supp. 708, 710, 58 
USPQ 527, 529, 33 TMR 339 (D.C., S.D.N.Y. 1943). 
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ing the patent period, since use during this period may be re- 
stricted by the patentee. But neither does it follow that because a 
bottle or container was once the subject of a design patent, princi- 
pal registration of the contours thereof is forever precluded. A 
balance should be maintained between the public’s interest in the 
use of an expired patent on one hand and the protection of the 
public against confusion on the other. 

The narrow approach in the Haig decision is consonant with 
this view. It is apparent from the tenor of that decision that the 
Patent Office has no intention of allowing the shapes and forms of 
all packages and containers to obtain principal registration. The 
many advantages of principal registration require that such regis- 
tration be granted only when there is clear and positive proof that 
it will not result in an undesirable and unwarranted deprivation of 
the use of an expired patent. 


VIII. Conclusion 


Shapes and forms of packages and containers were neither 
recognized as common law trademarks nor registrable under the 
early trademark statutes. Although early decisions of the courts 
and the Patent Office under the Lanham Act followed the common 
law and early statutory interpretations and refused to grant prin- 
cipal registration to such indicia, there has been a trend towards 
greater liberality in the character of marks granted principal 
registration under the Lanham Act. This trend reached a culmina- 
tion in Fx parte Haig, where principal registration of the contour 
of a bottle—a symbol or device—which in fact identified and dis- 
tinguished applicant’s goods from those of others and which indi- 
cated source of origin was permitted. 

Shapes and forms of packages and containers used in the 
marketing of goods have always been protected against copying 
under the law of unfair competition. Under one theory, protection 
is granted such indicia when they in fact identify source and the 
imitation is likely to deceive prospective purchasers. A more 
liberal approach grants relief against copying if the public is 
deceived by the appearance of the container into thinking the goods 
are those of another, provided that the particular form of the 
container is not necessary to market the goods, but is merely 
adopted to generate consumer confusion in the hope of diverting 
sales. 
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The Haig case then would seem to do no more than bring the 
law of unfair competition in this area within the metes and bounds 
of the Lanham Act. In this respect it is interesting to compare the 
test for trademark registration used in Haig with the confusion 
of source test used in the law of unfair competition. Both recog- 
nize legal rights when the shape or form of a container in fact 
identifies source. The decision carries out the avowed purpose of 
the act to liberalize trademark registration. It does not permit 
promiscuous registration of bottles and containers, but safeguards 
the interest of the public by permitting principal registration of 
those contours of containers which have acquired a strong showing 
of secondary meaning, and are therefore trademarks in fact. 

It should further be noted that the reasoning of this decision 
is not limited to contours embodied in packages and containers, but 
applies equally well to non-functional shapes and forms embodied 
in any three dimensional object, if the shapes and forms are in 
fact trademarks. But the decision does not seem broad enough to 
permit principal registration of functional features, because it 
would be disadvantageous to technical progress were such features 
registered, and because such features are ordinarily commercially 
necessary to market the goods to which they are applied. 

It is not believed that trademark registration of contours will 
lead to any irreconcilable conflict between the trademark and de- 
sign patent laws. Trademark registration is based upon use; 
design patent grants upon invention. Trademarks protect against 
usage causing confusion of source; design patents protect against 
all uses. The owner of a Principal Register contour mark will not 
be able to prohibit the manufacture, sale, or general use of the 
specific embodiment of his contour, but he shall be able to prevent 
specific use of the contour as a trademark for goods similar to his 
own where confusion of source is likely to result. 

Where registration is sought of forms of containers which are 
or were the subject of a patent many complex problems arise. The 
Patent Office and the courts have a responsibility to insure that 
trademarks are not registered when to do so would be to flaunt 
the patent law. When a container is covered by an existing patent, 
it is submitted that no trademark registration can be obtained 
on the configuration of the container, for it would be inequitable to 
permit design patent owners to build up secondary meaning free 
from third party interference during the period of the monopoly. 
But neither does it follow that the contour of a package or con- 
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tainer is precluded from becoming a trademark solely because the 
container was once the subject of a design patent. Building up 
secondary meaning in the shapes of containers through trademark 
usage after the expiration of a design patent should entitle one to 
principal registration of the shape because the public has acqui- 
esced in the appropriation by the user of the mark. 

Principal registration of contours which have in fact become 
trademarks appears sound because notice will thereby be given 
that the registrant has claimed exclusive right to use the contour 
within the United States. Since the right to prevent others from 
using a distinctive contour is recognized under the law of unfair 
competition, such notice is advantageous to the public. Where 
registration would result in an unwarranted or undesirable depri- 
vation of the use of the contour by the public, however, the interest 
of the public in use would appear to outweigh the notice considera- 
tion, and principal registration should therefor not be granted. 
In all cases, a strong showing that the contour is in fact a trade- 
mark must be made before principal registration will be granted. 





Vol. 49 T. M.R. COURT OF CUSTOMS AND PATENT APPEALS 








PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—December 
1958 1957 


Applications filed 22,004 20,885 
Registrations issued 
Principal Register 14,534 16,487 
Supplemental Register 1,002 


Total 15,352 ~=17,489 
Renewals 3,071 3,488 
Sec. 12(c), publications ..........................-- 448 775 
| eee 11,740 12,290 
See. 8, cancellations ...............................2+. 5,091 6,369 


Cancellations, other 173 a 


COURT OF CUSTOMS AND PATENT APPEALS 


NOTICE TO ATTORNEYS 
At the request of the Court we are publishing the following: 


It has been brought to my attention by the court that some of 
the attorneys who practice before this bar, when citing in their 
briefs decisions of this court, published either in the Federal 
Reporter or in the United States Patent Quarterly, fail to cite the 
CCPA volume and page numbers, as required under Rute 9 of the 
rules of the United States Court of Customs and Patent Appeals. 

It is very essential that all attorneys fully comply with Rute 9 
in this matter and their cooperation is solicited. 


CABELL N. PRYOR, 
Clerk, United States Court 
of Customs and Patent Appeals. 


* Not available. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Austria 


Protection of Trade Name under International Convention 


The firm of Robert Baumgartner had been doing business in 
Austria in wines and other alcoholic beverages since 1927 under 
the trademark rosa, a contraction of its firm name. It had this 
mark registered in the German Register in 1942 while Austria 
belonged to Germany. After the war, the mark was placed on the 
Austrian Register with a valid claim to the 1942 priority of the 
German registration. 

Plaintiffs, an Italian firm engaged in a similar business in 
Italy for approximately fifty years under the name RoBBA ROCCO, 
began doing business under this name in Austria in 1955. Plain- 
tiffs and defendants were unaware of each other’s existence until 
that year. The Italian firm then instituted an action to cancel the 
ROBA registration under Article 8 of the International Convention, 
which provides that “A trade name shall be protected in all the 
countries of the Union without the obligation of filing or registra- 
tion, whether or not it forms part of a trademark.” The action 
succeeded before the Cancellation Section of the Austrian Patent 
Office, whose decision was affirmed on appeal by the Patent Court. 

Both the Patent Office and the Court held that, since Rocco 
was a given name and Robba a family name, the distinctive portion 
of RopBA ROCCO was the word Robba, which made the entire name 
confusingly similar with the trademark ropa. They further held 
that Article 8 of the Convention required prior use only in the 
country of domicile of the owner of the original trade name, not 
in the country of infringement, and that the defense of laches 
interposed by the registrant was inapplicable because it was not 
recognized in Austrian Trademark Law. 

The registrants tried to persuade the Patent Court that, while 
the universality principle as applied to the Paris Convention had 
been recognized by the Austrian Courts before the war in accord- 
ance with the then views of the Swiss Courts, the time had come 
to abandon this principle, as the Swiss Supreme Court had done in 
1953, in view of the increase in economic intercourse between vari- 
ous member countries of the Convention and the hardship imposed 
upon an Austrian trader by the requirement that he ascertain, 
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prior to adopting a trademark or trade name, whether it might 
not be anticipated by a registered or unregistered trade name in 
any other member country. The Patent Court, in rejecting this 
argument, sought to distinguish the Swiss and German cases cited 
on the basis that they had not dealt with family names. The argu- 
ment that the decision to deprive the Austrian firm of the house 
mark under which it had been known for over thirty years through- 
out the country was likely seriously to affect its business, if not 
ruin it altogether, was dismissed as being without legal relevance. 


Decision dated September 16, 1958 of the Austrian Patent Court 
(M 5/57), reported at 1958 O. Pbo. 189. 


Germany (East) 
Protection of Internationally Registered Marks 


It has been known for some time that international trademark 
registrations deposited at the Berne Bureau under the Madrid 
Arrangement on the basis of East German home registrations are 
not accorded protection in Belgium, France, West Germany, Italy 
and other member countries of the Madrid Arrangement which 
do not recognize East Germany. According to a recent report in 
a West German Journal, the converse is not true and international 
registrations based on home registrations in any Madrid Arrange- 
ment country are accorded priority in East Germany. The only 
possible exception is international registrations based on West 
German home registrations, as to which the situation is in doubt. 


Transpatent, December 1958. 


Germany (Federal Republic) 


Conceptual Similarity 


An application for the trademark matapor in the furniture 
class was rejected as being confusingly similar to the prior mark 
TORERO, registered in the same class. An appeal to Appeals Senate 
2a was withdrawn when the applicant was notified that the Senate 
considered the appeal unlikely to succeed. 

The same Appeals Senate reversed a decision rejecting an 
application for the trademark orKan (Hurricane) in respect of 
bicyeles and motorcycles on the basis of a prior registration on 
TAIFUN (Typhoon) for similar goods, arguing that most purchasers 
were likely to be unaware of the nature of the conceptual relation- 
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ship between the two marks and that, in addition, such other marks 
as STURM and ToRNaDo already existed for similar goods. 


Decisions reported at 1958 Mitt. 91. 


Descriptiveness 

The Examiner rejected an application for the trademark 
ATEMPO in respect of watches and parts thereof on the ground that 
the mark was descriptive of the goods. The Appeals Senate, re- 
versing the Examiner’s decision, held that, although the term “a 
tempo” had become part of the German language as meaning “at 
the right time,” it had no direct meaning in relation to the goods 
applied for, nor was it used in the watch industry. 
Decision dated April 2, 1958 of Appeals Senate 2a, reported at 
1958 Mitt. 88. 


Validity of Assignment 

Section 8 of the German Trademark Law provides that the 
right to a registration may be transferred only “with the business 
establishment or part of the business establishment pertaining to 
the mark.” In one of the few recent decisions interpreting this 
Section, the Supreme Court decided, on June 6, 1958, that the 
requirement had been met in the case of the assignment of the 
trademark KRONENHUT, covering “men’s hats and caps,” together 
with lists of customers and suppliers and designs of models. The 
Court distinguished the case of a trader’s mark from that of a 
manufacturer’s mark and said that, in the former, the actual busi- 
ness locale was of secondary importance, since lists of customers 
and suppliers and descriptions of the goods were the things pri- 
marily required to carry on the business. 


Reported at 1958 GRUR 606. 
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INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 


The World Health Organization has released a list of 28 names 
selected as recommended international non-proprietary names for 
pharmaceutical preparations. WHO requests that these recom- 
mended names be recognized as the non-proprietary names for 
the substances concerned and that the necessary steps be taken 
by the countries to prevent the acquisition of proprietary rights 
in these names. 

This list will be published in a forthcoming issue of the 
“Chronicle of the World Health Organization.” It is the second 
list of recommended names to be released by WHO. The first list 
was printed in the *“‘Chronicle,” Vol. 9, No. 6, June, 1955. 

WHO has cireulated also a list of seven proposed international 
non-proprietary names for certain pharmaceutical preparations 
that are under consideration for selection as recommended names. 
This list of proposed names will be printed in the February 1959 
issue of the “Chronicle.” 

Comments or objections to these proposed names may be made 
within the period ending four months following the month of 


publication of the list in the “Chronicle” and should be sent to 
the Director-General, World Health Organization, Palais des 
Nations, Geneva, Switzerland. 

Both lists are available for reference in USTA’s library. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 

Aluminum Co. of America. 

Alcoa Aims its Industrial Ads at All Markets to Build a Better Image. ( Printers’ 
Ink, December 12, 1958, pp. 31, 34-35.) 

Ballantine, P., & Sons. _— ; : 

Sports, TV and Ballantine—A Sales Combination that Wins. (Printers’ Ink, Decem- 
ber 19, 1958, pp. 27-28.) 

Brioschi & Co. : ; a 
New Packaging, Expanded Markets, Fair Trade: Brioschi’s Remedy for Ailing 
Sales. (Printers’ Ink, December 26, 1958, pp. 52-53.) 

Dan River Mills, Inc. sak 
Dan River’s Modern American Girls: Pre-Merchandising an Ad Campaign. ( Printers’ 
Ink, December 19, 1958, pp. 35-36.) 

Diamond, Sidney A. 3 _ - 

The Agencies’ Urge to Merge. (Advertising Age, December 15, 1958, pp. 58, 60.) 

E-Z-EST Products Co. 

New Package, New Size, New Price . . . Then Sales Began to Climb. (Sales Man- 
agement, December 19, 1958, pp. 58, 60.) 
Gerber Products Co. 
Sales Booming—Why Change Packages? (Sales Management, December 5, 1958, pp. 
40-42.) 
All items in the Gerber line have gotten a new dress, since new products have been 
added. 

Hall Bros., Ine. 

Hallmark’s TV Spectaculars: How to Get a Brand Name Remembered. (Printers’ 
Ink, December 12, 1958, pp. 45-46.) 

Jersey. 
Trade Marks (Jersey) Law, 1958, effective July 1, 1958. (Patent and Trade Mark 
Review, Vol. 57, No. 2, November, 1958, pp. 23-30.) 

Libby, McNeill & Libby. 
Six-Packs in a Hurry. (Modern Packaging, December, 1958, pp. 80-82.) 
With two machines Libby is able to pack a carton with six cans for easier handling 
and better displays. 

Liquor Binge Bigger than Ever. (Modern Packaging, December, 1958, pp. 102-103.) 
Liquor bottles are acquiring new shapes which are “ultra-fancy” as ceramic barrels 
with tap spigots, Grecian urns and Chinaware. 

Metal Box Co., England. 


Package Testing on the Firing Line. (Modern Packaging, December 1958, pp. 
108-109.) 


Package making firm opened store to test its own packages. 

Peckham, J. O. 
Do’s and Dont’s to Help Advertisers Compete Against Non-Advertised Brands. (Ad- 
vertising Age, January 5, 1959, pp. 41-42.) 

Top Ads Use Dramatic Illustrations for Impact. (Industrial Marketing, December, 1958, 
pp. 155-156, 158-162, 164.) 

United Arab Republic (Egypt and Syria). 


Law No. 115 for 1958, effective December 12, 1958. (Patent and Trade Mark 
Review, Vol. 57, No. 1, October, 1958, pp. 11-12.) 


Compulsory use of Arabic language in correspondence and signboards in both regions 
of the United Arab Republic. 


Wehringer, Cameron K. 


Law—The Profession of the Quill. (The Practical Lawyer, Vol. 4, No. 7, November, 
1958, pp. 8-12.) 
The author proposes a system which would coordinate all legal indices in a master 
electronic index. 


* Copies of these articles are available for reference in the Association’s library. 
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Part Il 


THE GREAT ATLANTIC AND PACIFIC TEA COMPANY v. 
A & P TRUCKING CORPORATION et al. 


No. A-35-57 —N. J. Super. Ct., App. Div. — July 28, 1958 


CoMMON LAW TRADEMARKS—CORPORATE AND TRADE NAMES 

The distinction between a trademark and a trade name is well defined, the 
former identifies a vendible article and the latter relates to a business and its good 
will. 

The fact that a firm has incorporated under a particular name does not confer 
immunity from action if the name is used to compete unfairly or to depreciate 
another’s good will and business reputation. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

The tendency of the law is to widen the ambit of protection to the prior user. 
The test is the likelihood of confusion among actual or prospective customers. The 
court is concerned with the effect of the acts, not the motive behind them, but where 
the enterprises are so radically different or the areas of operation too remote to 
occasion any probable injury, equitable relief would be unwarranted. 

REMEDIES—UNFAIR COMPETITION—EVIDENCE 

Under appropriate circumstances, public opinion surveys are admissible into 
evidence if an authentic foundation is laid, however, the exclusion of survey evidence 
was not deemed to be reversible error because testimony was given by some of the 
persons interviewed and because the court did not feel that the results of the survey 
would affect its conclusion. 

REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 

No likelihood of confusion was found to exist between defendant’s use of 
A & P for a trucking business and plaintiff’s use thereof in connection with a 
grocery business and on its fleet of delivery trucks notwithstanding evidence show- 
ing that the plaintiff had been considered responsible for certain acts of defendant’s 
drivers. Defendant was, however, enjoined from using the letters “a & p” in small- 
case type, separated from the remainder of its corporate name and in a different 
color from that used for the balance of the name. 


Action for unfair competition by The Great Atlantic and Pacific Tea 
Company v. A & P Trucking Corporation, Arthur E. Imperatore, Arnold 
D. Imperatore, George Imperatore, Eugene Imperatore, and Evleen Im- 
peratore. Plaintiff appeals from New Jersey Superior Court, Chancery 
Division from judgment for defendants. Modified. 


John Milton, Jr., Angelo A. Mastrangelo, and Milton, McNulty & Augelli, 
of Jersey City, New Jersey and Munn, Liddy, Daniels & March, Syl- 
vester J. Liddy, and Joe E. Daniels, of New York, N. Y., for appellant. 

Milton T. Lasher, of Hackensack, New Jersey, for defendants. 


Before GOLDMANN, FREUND, and ConrorD, Judges. 
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FREUND, Judge. 

The plaintiff, owner and operator of an extensive chain of retail food 
stores under the designation of A & P, seeks an injunction against the use 
of those letters or symbol by the defendants, who are engaged in the busi- 
ness of a common carrier transporting general merchandise by motor 
vehicles. From the judgment of the Chancery Division denying relief 
except in a minor respect, the plaintiff appeals. 

For the most part, the salient facts are not in dispute. The plaintiff 
has for many years used the letters A & P as a trademark on merchandise 
and as a trade name in the operation of its business. It was first registered 
as a trademark in 1885, although it has been used as a symbol since 1870. 
As a trade name, the symbol has been used in connection with various 
designations, such as A & P FOOD STORES, A & P SUPER MARKETS, and just 
A & P, both with and without the ampersand, enclosed within a circle, on 
store fronts and every form of advertising medium. The distinctive design 
appears in Chinese vermillion coloring with the symbol, in most instances, 
in gold and silver. Plaintiff owns and operates a large fleet of trucks and 
engages contract carriers for the transportation of merchandise to its stores 
and warehouses. The a & P symbol is displayed upon its trucks and upon 
most of the trucks of its contract carriers, which together number about 
9,000 vehicles. Plaintiff's gross annual sales currently are in excess of 
$4 billion. 

In 1945 or 1946, a trucking business was conducted by the partner- 
ship of Amorino and Pangione, in West New York, N. J., under the name 
of A & P TRUCKING COMPANY. In April 1947 the defendant a & P TRUCKING 
CORPORATION was incorporated under the laws of this State by the Amorino 
family. In January 1947 the individual defendants, members of the 
Imperatore family, and a brother, now deceased, were also engaged in the 
trucking business as a partnership under the name of Imperatore Bros. 
Trucking Co., from the same address in West New York. In August 1947 
the Imperatores purchased the stock of the defendant, A & P Trucking 
Corporation, and until December 1948 they engaged in the trucking busi- 
ness under the partnership and corporation, but in December 1948 they 
transferred the partnership assets to the corporation and since then the 
trucking business has been conducted under the corporate name. Begin- 
ning with one or two trucks, the defendant now operates approximately 
75 trucks and trailers, and in 1956 its gross business was in excess of 
$800,000. 

Initially, the action was brought for injunctive relief and for damages 
and loss of profits, but at the beginning of the trial plaintiff abandoned its 
claim for money damages, and sought only to enjoin defendant from using 
the letters and symbol a & Pp on its trucks or otherwise. The basis of the 
complaint was plaintiff’s claim to the exclusive proprietory right to the use 
of the letters and symbol a & Pp, and that defendant’s use thereof infringes 
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upon plaintiff’s rights, constituting unfair competition in that it has caused 
or is likely to cause confusion on the part of the public. 

After a lengthy trial, the trial judge rendered an opinion in which 
for nineteen specific reasons he concluded that plaintiff was not entitled 
to the injunctive relief sought, but held that, 


“in order that complete equity may be accomplished in the instant case, 
defendant corporation will be required to change its existing letter- 
heads and envelopes so that no longer shall the letter ‘a. & p.’ appear- 
ing thereon in small case type and separated by a space from and 
colored differently than the words ‘Trucking Corporation,’ be used in 
that manner on defendant corporation’s letterheads, envelopes or other 
media.” 


The Court held that defendant’s acquisition of the stock of A & P 
Trucking Corporation was accomplished in good faith and that there was 
no proof of any deception or fraud by defendants in their contact with 
the public. Summarizing the court’s findings and determinations, they 
are that (1) the defendant’s use of the letters a & p or “A” and “P” is in 
connection with and an integral part of its entire corporate title and not 
used with a circle around them or in the distinctive design and lettering 
of the plaintiff; (2) at no time has defendant represented that it has any 
connection or affiliation with the plaintiff; (3) the parties are not compet- 
ing in the mercantile market, plaintiff being engaged in the business of 
a retail grocer as it has been for about one hundred years and there being 
no suggestion that it is going to embark in the business of common carrier; 
the defendant sells no goods, but is a commercial shipper of freight by 
motor vehicle; (4) the businesses of the parties and their areas of operation 
are completely dissimilar; there is no identity of any kind between their 
customers, but they are separate groups, plaintiff’s being housewives and 
defendant’s shippers of merchandise; (5) there is no deception nor confu- 
sion nor likelihood thereof; the defendant’s use of the letters a & P as part 
of its corporate name is so foreign to plaintiff’s use of these letters for its 
wares and its stores as to render unlikely confusion of the identity of the 
two companies; (6) the plaintiff did not present proof of loss of a single 
eustomer nor any likelihood thereof, and plaintiff’s trade is not in danger 
of harm due to the use by defendant of its corporate name; and “The near 
decade during which the defendant has used the designation in its business 
as a common carrier, minimizes the likelihood of mistaken association” ; 
(7) the described operations of the parties are so unrelated that the good 
will and reputation of the plaintiff are not subjected to the defendant’s 
business or market reputation. 

To support its claim that defendant’s use of the letters a & Pp upon its 
trucks is calculated to confuse and mislead the public to believe that they 
are vehicles of the plaintiff, the plaintiff presented evidence that on three 
occasions it received complaints of conduct by drivers mistakenly assumed 
to be plaintiff’s employees: one, a telephone call or letter from an unidenti- 
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fied woman in 1949 or 1950, to the effect that while driving she had been 
“cut off” the highway by the driver of an a & p truck; another, that in 1955 
an undisclosed person telephoned to complain that his car had been dam- 
aged; and lastly, that in 1955 a New York attorney mistakenly instituted 
suit for property damage against plaintiff when he should have sued the 
defendant. 

Plaintiff offered in evidence a report based upon an opinion poll con- 
ducted by Advertest Research Incorporated, an opinion research organiza- 
tion, indicating that a good percentage of those interviewed would confuse 
defendant’s trucks with plaintiff’s, but the report was excluded on the 
ground of hearsay and the exclusion is now argued by the plaintiff as 
being erroneous. Although the report itself was excluded, there was testi- 
mony by witnesses interviewed during the poll that they believed that the 
colored photographs of the defendant’s trucks, used by the researchers in 
making the survey, showed plaintiff’s vehicles. It is significant that each 
of these witnesses was a customer of the plaintiff and remained so after 
the interview. None of them testified to a negative reaction toward plaintiff 
when they discovered that the trucks were defendant’s and not plaintiff’s. 
There was testimony by two advertising experts, one of whom did some of 
plaintiff’s advertising, that in their opinion plaintiff’s good will and the 
value of its trademark would be “diluted” by defendant’s use of its corpo- 
rate name. 

While the plaintiff argued that discourtesy or careless driving by 
defendant’s drivers or unclean appearance of defendant’s trucks may reflect 
unfavorably upon it, there was no proof of such behavior or of the dirty 
appearance of its vehicles, but there was proof that plaintiff attempted to 
maintain a certain standard of courtesy of its drivers and of the cleanliness 
of the trucks bearing its emblem. 

The distinction between a trademark and a trade name is well defined, 
the former being applicable to a vendible article and serving to identify it, 
and the latter relating to a business and its good will. American Steel 
Foundries v. Robertson, 269 U.S. 372, 70 L.Ed. 317, 46 S.Ct. 160 (16 TMR 
51) (1926). The plaintiff claims an exclusive proprietory right to the 
letters and symbol 4 & P, both as a registered trademark used on merchan- 
dise which it sells and as a trade name under which its business is known. 

It has become common practice to refer to a corporation, its business 
and products or services, by an abbreviation of its full corporate name, 
as A & P for The Great Atlantic & Pacific Tea Co., as in the instant case, 
or A. T. & T. for American Telephone & Telegraph, or a. E. for General 
Electric, or LACKAWANNA for Delaware, Lackawanna and Western Railroad, 
to mention just a few. These have become valuable trade names and are 
entitled to protection in an appropriate case. Delaware, Lackawanna and 
Western Railroad v. Lackawanna Motor Freight Lines, Inc., 117 N.J. Eq. 
385 (25 TMR 131) (Ch. 1934) ; 1 Nims, Unfair Competition & Trademarks 
(4th ed. 1947), §§ 87-88, p. 259. 
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It is undisputed that the plaintiff has a valuable right in the trade 
name A & P through prior use and that good will has been acquired over 
the years through the expenditure of vast sums for advertisements, its 
selling policy and the quality of its merchandise. Unquestionably, the 
letters A & P as applied to the sale of food products have attained a secon- 
dary meaning. Squeezit Corp. v. Plastic Dispensers, 31 N.J. Super. 217, 
103 USPQ 225 (45 TMR 276) (App. Div. 1954). 

The fact that the defendant has been incorporated under the name 
A & P Trucking Corporation does not afford an immunity from action if 
the name adopted is used to compete unfairly with the plaintiff or to 
depreciate plaintiff’s good will and business reputation. Bear Lithia 
Springs Co. v. Great Bear Spring Co., 71 N.J. Eq. 595 (Ch. 1906), affirmed 
72 N.J. Eq. 871 (E. & A. 1907). 

The basic issue here is whether the defendant’s use of the letters a & P 
as part of its corporate name in the conduct of its business constitutes 
unfair competition, and, if so, whether under the circumstances the plain- 
tiff is entitled to injunctive relief. 

Here, there is no competition between the parties. They operate in 
wholly different spheres. Heretofore, proof of actual competition was an 
indispensable prerequisite for injunctive relief. National Grocery Co. V. 
National Stores Corp., 95 N.J. Eq. 588 (14 TMR 331) (Ch. 1924), affirmed 
97 N.J. Eq. 360 (E. & A. 1924) ; Baltimore v. Clark, 131 N.J. Eq. 290 (Ch. 
1942), affirmed 132 N.J. Eq. 374 (E. & A. 1942); Morgenstern Chemical 
Co. v. G. D. Searle & Co., 150 F.Supp. 726, 113 USPQ 176 (47 TMR 766) 
(D. N.J. 1957). Under the better view, which our courts have approved, 
the tendency is to widen the ambit of protection to the prior user of a trade 
name against non-competitors who engage in unfair competition. The test 
is the likelihood of confusion or deception among actual or prospective 
customers of the plaintiff. Where the necessary and probable tendency of 
the defendant’s simulation or resemblance of plaintiff’s trade name is to 
mislead the public into believing that the defendant’s business is that of or 
connected with plaintiff’s, then neither actual confusion nor actual fraudu- 
lent intent need be shown, for the court is then concerned with the conse- 
quences of defendant’s acts and not the motive for them. Eureka Fire Hose 
Co. v. Eureka Rubber Mfg. Co., 69 N.J. Eq. 159 (Ch. 1905), affirmed 71 
N.J. Eq. 300 (E. & A. 1906) ; Cape May Yacht Club v. Cape May Yacht & 
County Club, 81 N.J. Eq. 454 (Ch. 1913); 51 West 51st Corp. v. Roland, 
139 N.J. Eq. 156, 72 USPQ 206 (37 TMR 56) (Ch. 1946) ; Goldscheider v. 
Schnitzer, 3 N.J. Super. 425, 429 (Ch. Div. 1949) ; American Shops, Inc. v. 
American Fashion Shops of Journal Square, Inc., 13 N.J. Super. 416 (App. 
Div. 1951), certif. denied 7 N.J. 576 (1951); Annot., 148 A. L. R. 12 
(1944) ; 2 Nims, op. cit. supra, § 374, p. 1194. 

The rule is thus stated in Restatement, Torts, § 730, comment a, at 
p. 597 et seq. 
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“Qne’s interest in a trademark or trade name came to be protected 
against simulation, therefore, not only on competing goods, but on 
goods so related in the market to those on which the trademark or 
trade name is used that the good or ill repute of the one type of goods 
is likely to be visited upon the other. Thus one’s interest in a trade- 
mark or trade name is protected against being subjected to the hazards 
of another’s business.” 


The limitations of protection are declared in comment b of the same sec- 
tion, at page 599, as follows: 


“While the class of goods, services or businesses with reference 
to which the interest in a trademark or trade name is protected has 
been greatly expanded, the class is nevertheless limited. The interest 
is not protected against the use of a similar designation for any goods, 
services or business. It is protected only within the limits fixed by 
the likelihood of confusion of prospective customers. The issue in each 
case is whether the goods, services or businesses of the actor and of 
the other are sufficiently related so that the alleged infringement 
would subject the good will and reputation of the other’s trademark 
or trade name to the hazards of the actor’s business. * * * ” 


The enterprises of the parties may be radically different or the areas 
of operation too remote to occasion any probable injury and thus equitable 
intervention against the use of a similar trade name would be unwarranted. 
Englander v. McKesson, 120 N.J. Eq. 480 (Ch. 1936) ; Beech-Nut Packing 
Co. v. P. Lorillard Co., 273 U.S. 629, 71 L.Ed. 810, 47 S.Ct. 481 (17 TMR 
159) (1927); Charles Broadway Rouss v. Winchester Co., 300 F. 706 (14 
TMR 159) (2d Cir. 1924) ; Emerson Electric Mfg. Co. v. Emerson Radio & 
Phonograph Corp., 105 F.2d 908, 42 USPQ 286 (29 TMR 514) (2d Cir. 
1939), cert. denied 308 U.S. 616, 43 USPQ 520. 

In the Emerson ease, supra, at pp. 909-910, 42 USPQ at 288 (29 TMR 
at 516), Judge Learned Hand declared: 


“The doctrine upon which the plaintiff must rely is an outgrowth 
from the general principles of unfair competition. It depends upon 
two supposititious interests which the putative wrongdoer invades. 
One of these is, not in any sales of which he will deprive the plaintiff 
at the time, for the plaintiff is not selling any of the wares in ques- 
tion, but in those sales which the plaintiff will lose in case he chooses 
to extend his business into the market which the wrongdoer has begun 
to exploit. In the case at bar the defendants will not take away any 
customers from the plaintiff, unless the plaintiff begins to sell radios 
and * * * it has no such purpose, for the present at least. The other 
interest is the plaintiff’s general reputation which goes with his name. 
Buyers from the putative wrongdoer may also buy from the plaintiff, 
and may confuse the two; the plaintiff will not wish to expose his 
reputation to the chances of the wrongdoer’s conduct of his business.” 


There the court denied an injunction, although, as the trial judge remarked 
(24 F.Supp. 481, 486, 39 USPQ 253, 257 (28 TMR 525, 534) (D. N.Y. 
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1938)), “* * * it is quite possible, and perhaps likely, that some few 
people might be confused but not enough, in my judgment, to amount to 
anything serious.” And, Judge Hand declared (105 F.2d at p. 910, 42 
USPQ at 288, 29 TMR at 516), “* * * nothing, with the exception of a 
single postcard has as yet come to light to indicate that the plaintiff has 
suffered in public esteem. So far as appears, the defendants carry on their 
business in an entirely respectable way * * *.” Both of these latter observa- 
tions are particularly applicable to the instant case. See also S. C. Johnson 
& Sons, Inc. v. Johnson, 175 F.2d 176, 81 USPQ 509 (39 TMR 557) (2d 
Cir. 1949), cert. den. 338 U.S. 860, 83 USPQ 543 (1949). In Johnson, as 
in the case sub judice, there was no suggestion that defendant had in fact 
tarnished plaintiff’s name in the minds of those who might have thought 
that defendant’s business was connected with that of the plaintiff. 

From our independent study of the record, we find that the conclu- 
sions of the trial judge are entirely consistent with and fully supported 
by the evidence. We are in accord with his determination that the parties 
function in altogether different and remote areas of commerce; there has 
been no deception by the defendant; there is no likelihood of confusion by 
actual or prospective customers of the plaintiff to its prejudice; and even 
conceding that some persons believed the trucks of the defendant had 
some connection with the plaintiff, the incidents have been so few and 
inconsequential as hardly to justify injunctive intervention, particularly 
in view of the evidence that plaintiff has suffered no pecuniary loss nor 
loss in reputation. 

Plaintiff relies particularly on two cases in which it was the plaintiff: 
(1) Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 
F.Supp. 703, 35 USPQ 444 (27 TMR 783) (E.D. Pa. 1937), and (2) Great 
Atlantic & Pacific Tea Co. v. A & P Cleaners & Dryers, Inc., 10 F.Supp. 
450, 22 USPQ 25 (25 TMR 557) (W.D. Pa. 1934). These cases are readily 
distinguishable from the facts here. In the former, the defendant deliber- 
ately imitated plaintiff’s insignia with letters, circular design and adopted 
slogans for its store windows designed to give the public the impression of 
affiliation with the plaintiff, to wit: “{T]he name A & P assures you satis- 
faction,” and “A & P reputation deserves your patronage.” In the latter 
case, the defendant deliberately directed sign painters to make exact copies 
of plaintiff’s insignia; and further, defendant’s employees represented to 
customers that it was in fact a branch of or connected with the plaintiff. 

Plaintiff also stresses Safeway Stores, Inc. v. Safeway Construction 
Co., Inc., 74 F.Supp. 455, 76 USPQ 167 (38 TMR 198) (S.D. Cal. 1947). 
There the plaintiff operated an extensive food chain and an integral and 
substantial part of its business was construction work in connection with 
its stores and warehouses. The defendant, engaged in the business of 
construction, was incorporated on March 13, 1946; on March 26, 1946 
plaintiff forcefully requested defendant not to use its name and upon 
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defendant’s failure to desist, immediately instituted suit. In the latter 
respect, at least, the facts are clearly distinguishable from the instant case. 

Because we, in the exercise of our equitable powers, will slightly modify 
the judgment on appeal as discussed infra, we necessarily treat the issue of 
laches. Generally laches is not a bar to injunctive relief against unfair 
competition. American Shops, Inc. v. American Fashion Shops, supra (13 
N.J. Super. at p. 482); 2 Nims, op. cit. supra, § 409, p. 1289. Allowance 
of this defense might lead to the result that the public would continue to 
suffer the deceit or misapprehension which the law seeks to prevent. How- 
ever, the application of the facts to the merits of the question presented 
shows that the defense would be unavailable to the defendant in any event. 
When the plaintiff first discovered the use of the symbols a & P in connection 
with a trucking business, it was at a time when the defendant’s predecessor 
was using it in an unincorporated business. The evidence discloses that 
upon communication with the then users of the symbols, plaintiff was 
informed by their attorney that the A & P Trucking business was a small 
three-truck operation, expected then to go out of business. This, in fact, 
did happen, but prior to the dissolution and cessation of operations, the 
defendant’s predecessor incorporated under its present name. No further 
correspondence was had between the parties after the assurance given by 
defendant’s predecessor of the impending dissolution. It seems that the 
first time plaintiff was aware of the new and increased activity of the 
defendant was when it acted promptly in starting proceedings resulting 
in this litigation. 

With reference to the report of the survey or poll of the opinion of 
some 1,100 persons allegedly interviewed by the opinion research organiza- 
tion employed by the plaintiff concerning their association of the pictures 
of defendant’s vehicles with the plaintiff corporation, the court declined 
to receive it as evidence on the ground of its being hearsay. Elgin Nat. 
Watch Co. v. Elgin Clock Co., 26 F.2d 376 (18 TMR 357) (D.C. Del. 1928) ; 
John B. Stetson Co. v. Stephen L. Stetson Co., 14 F.Supp. 74, 29 USPQ 586 
(26 TMR 187) (S.D.N.Y. 1936), modified and affirmed 85 F.2d 586, 30 
USPQ 330 (26 TMR 527) (2d Cir. 1936), cert. den. 299 U.S. 605 (1936) ; 
Procter & Gamble Co. v. Sweets Laboratories, Inc., 53 USPQ 67 (32 TMR 
494) (1942), affirmed 137 F.2d 365, 58 USPQ 611 (33 TMR 416) (C.C.P.A. 
1943). Contra, United States v. 88 Cases, More or Less, 187 F.2d 967 (3d 
Cir. 1951), cert. den. 342 U.S. 861 (1951); Procter & Gamble v. J. L. 
Prescott Co., 102 F.2d 773, 40 USPQ 434 (29 TMR 105) (3d Cir. 1939). 
Legal scholars are of the opinion that such a poll, if properly qualified, 
should be admitted into evidence and not excluded on the ground of hear- 
say. Sorensen & Sorenson, “Opinion Research Evidence,” 28 N.Y.U.L. Rev. 
1213, 1231 (1953) ; Note, 66 Harv. L. Rev. 498, 501 (1953). The admissi- 
bility of the evidence is proposed on the theory that it is not hearsay since 
it is not offered for the truth of the facts stated therein, but instead to show 
the state of mind of the declarants and therefore, when statistically accumu- 
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lated, reflects public reaction concerning the substantive problem which is 
itself material to the merits of the case. Hermann v. Newark Morning 
Ledger Co., 48 N.J. Super. 420, 448 (App. Div. 1958) ; 28 N.Y.U.L. Rev., 
supra, at p. 1233; 66 Harv. L. Rev., supra, at p. 503, McCormick, Evidence 
(1954), § 268, p. 567; 6 Wigmore, Evidence (3d ed. 1940) §§ 1725 to 1731, 
pp. 79 to 98. An additional ground which is soundly advanced for admissi- 
bility of public opinion polls is that founded upon simple expediency. 
The necessity for the evidence outweighs the lack of opportunity for cross- 
examination. 66 Harv. L. Rev., supra, at p. 503. Under appropriate cir- 
cumstances, surveys of this nature may be admitted upon an authentic 
foundation being laid for the manner of the formulation of the result of 
the poll as in any other expert evidence. In the instant case, the exclusion 
of the report did not constitute harmful error because testimony of the 
nature indicated was given in court by some of the persons actually inter- 
viewed in the poll, and because the result of the poll would not affect our 
conclusion on the merits. 

The judgment dismissed the complaint, subject to the condition that the 
defendant corporation change its existing letterheads, envelopes and other 
media, so that the letters “a & p” would not appear thereon in small-case 
type and separated by a space from and colored differently than the words 
“Trucking Corporation.” We observe from the exhibits received in evidence 
that the defendant’s trucks in some instances use the symbols a & P not in 
conjunction with the rest of the corporate name. We herewith modify the 
judgment in conformance with the spirit of the trial judge’s determination : 
that in addition to the restraint imposed by him, wherever the letters a & P 
are used by the defendant, whether on trucks or otherwise, they must be 
accompanied with the words “Trucking Corp.” or “Trucking Corporation”’ 


in equal size and style of lettering. In all other respects the judgment is 
affirmed. 


THE NORWICH PHARMACAL CO. v. 
STERLING DRUG, INC. 


No. 6010—D. C., N. D. New York — August 1, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 

In the sale of its antacid PEPSAMAR, defendant’s simulation of the distinctive 
pink color and the labeling features employed by plaintiff in connection with its 
antacid PEPTO-BISMOL constituted unfair competition; the fact that others had used 
the same color for similar products did not detract from the public’s recognition 
of that color as a distinguishing feature of plaintiff’s product. While the color pink 
is in the public domain, it may not be used as a means of persuasion that it repre- 
sents the product of another. Accordingly, the defendant was enjoined from using 
the pink color unless the product is sold in a colored container which conceals the 
product’s color and defendant was also enjoined from using the pink color in its 
advertising. 
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REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
The concept of unfair competition is no longer limited to palming off but is 
applicable to the appropriation of that which equitably belongs to another. Secondary 
meaning is no longer necessary as a basis for unfair competition nor is actual con- 
fusion required since only a likelihood of confusion need be shown. 
tEMEDIES—UNFAIR COMPETITION—EVIDENCE 
Where one has intentionally copied the non-functional features of another’s 
product he must assume the burden of showing that no likelihood of confusion will 
arise and it is neither necessary nor proper to evaluate each non-functional feature 
separately, for unfair competition is based upon the appropriation as a whole rather 
than the sum of its parts appraised individually. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Retaliation for an imaginary or real pre-existing wrong does not excuse an 


independent wrong. 


Action by The Norwich Pharmacal Co. v. Sterling Drug, Inc., for unfair 
competition. Judgment for plaintiff. 


Hancock, Dorr, Ryan & Shove, Lewis C. Ryan, and Philip T. Seymour, 
of Syracuse, New York, and Davis & Gilbert, John D. Hayes, and 
George A. Elbert, of New York, N. Y., for plaintiff. 

Cahill, Gordon, Reindel & Ohl, James A. Fowler, David Rasch, and 
C. Kenneth Clark, of New York, N. Y., and Kernan & Kernan and 
James Kernan, of Utica, New York, for defendant. 


BRENNAN, Chief Judge. 

The overlapping of the requirements of free competition and ethical 
business practices is the problem involved in this litigation. 

The action, originally brought in the state court, seeks an injunction 
and money damages based upon the allegations that the defendant is com- 
peting unfairly in the imitation, manufacture and distribution of its 
product, PEPSAMAR, which is sold in competition with the plaintiff’s product, 
PEPTO-BISMOL. Upon the trial, the claim for damages was waived and the 
problem is reduced to a determination as to whether or not injunctive 
relief is warranted. 

Jurisdiction of this court is based upon diversity of citizenship. The 
New York law of unfair competition applies (Maternally Yours v. Your 
Maternity Shop, 234 F.2d 538, Note 1 page 540, 110 USPQ 462, 463, 46 
TMR 1509) which is expressed by the following quotation taken from 
Santa’s Workshop v. Sterling, 282 App. Div. 328 at 329-330, 98 USPQ 463. 
“* * * “The controlling question in all cases where the equity power of the 
courts is invoked is whether the acts are fair or unfair, according to prin- 
ciples recognized in equity’ (Oneida, Ltd. v. National Silver Co., 25 
N.Y.S.2d 271, 276, 48 USPQ 33, 37, 31 TMR 64. See, also, Avon Periodicals 
v. Ziff-Davis Pub. Co., 113 N.Y.S.2d 737, 93 USPQ 235, 42 TMR 666, affd. 
282 App. Div. 200, 98 USPQ 38, 43 TMR 1157).” The above decision is 
cited in our own Circuit Court of Appeals in Noma Lites, Inc. v. Lawn 
Spray Co., 222 F.2d 716 at 717, 105 USPQ 388 (45 TMR 976). Concisely 
stated, the existence of unfair competition is a question to be decided upon 
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the particular facts of each case with an appreciation of the necessity for 
free competition within the limits of ethical business practices. A thorough 
appraisal of the facts is therefore necessary. 

The Norwich Pharmacal Company, hereinafter referred to as “Nor- 
wich,” is a New York corporation, having its principal place of business at 
Norwich, New York. It has been engaged in the business of manufacturing 
drug and pharmacal products since about 1885. It was incorporated in 
1890. It has conducted a successful and growing business over the inter- 
vening period of years. The total money value of the sales of all of its 
products amounted to about $33,600,000. in 1957. Its product, involved 
in this litigation, is known as PEPTO-BISMOL. 

Defendant, Sterling Drug, Inc., hereinafter referred to as “Sterling,” 
is a Delaware corporation with its principal place of business in New York 
City and is authorized to do business within the State of New York. It has 
likewise been in the business of manufacturing and selling drug and 
pharmacal products for a number of years. That it has enjoyed a progres- 
sive growth is apparent from the fact that its total sales for the year 1956 
were about $177,700,000. and that it operates through some 20 to 40 sub- 
sidiaries. Its product, involved in this litigation, is known as PEPSAMAR. 

The Norwich product, PEPTO-BISMOL, is a liquid pharmaceutical prepa- 
ration intended primarily for the relief of temporary stomach distress. It 
has been producing and selling this product continuously since about 1900 
and the name PEPTO-BISMOL was applied thereto and used continuously 
since early 1919. The active ingredients of the product appear upon the 
label of each bottle and have not at any time been essentially changed. 
Pepsin was eliminated as an ingredient some years ago when it was found 
to have no therapeutic value. Improvements in the matter of obtaining a 
more stable liquid were made over a period of years, but the product has 
undergone no essential change since the time it was first placed on the 
market. A feature much discussed in the evidence and in the briefs is 
that PEPTO-BISMOL has always been marketed as a liquid, opaque pink in 
color. This color is artificial and is obtained by the addition of a minute 
quantity of food coloring. It is apparent that the color or the ingredient 
producing same has no therapeutic or medicinal value in itself. The product 
is flavored with a wintergreen flavor. The ingredient producing same was 
at one time referred to as an active ingredient in the preparation but has 
been eliminated therefrom since it also has no therapeutic value. As a 
result of efforts over a period of time, Norwich succeeded about 1950 in so 
perfecting the manufacture of PEPTO-BISMOL as to attain a practically stable 
suspension therein—that is, the insoluble ingredients would not separate, 
dropping to the bottom of the container and leaving a clear liquid at the 
top. 

PEPTO-BISMOL is marketed in a clear colorless glass bottle, triangular 
in shape. The name “Norwich” is molded into the glass on each of its 
three sides, near the top. This form of container has been used since about 
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1925. Attached to the bottle is a wraparound label with a yellow back- 
ground. The face or front of the label contains the words PEPTO-BISMOL 
in large red letters, the word PEPTO appearing as an upper line and the 
word BISMOL appearing just below. The name, as described above, occupies 
about one-half of that portion of the label intended for customer view. 
Immediately beneath the name are the words “For Upset Stomach,” the 
word “Upset” being emphasized by its size and the irregular position of 
the letters composing same. On another side of the label is contained the 
directions for the use of the product and a statement of its active ingredi- 
ents. The third side recites in ordinary print the purpose or symptoms for 
which the product is to be used. The bottle itself is designed for and con- 
tains eight fluid ounces of the product. 

PEPTO-BISMOL has been advertised on a national scale for ever twenty- 
five years. Magazines of national and sectional circulation, newspapers, 
radio and television have been used. Display cards and even comic strips 
have been also used intermittently. It is fair to say that in the advertising, 
above mentioned, the pink color of the PEPTO-BISMOL has been emphasized. 
Such advertising efforts have been intensified over a period of years so that 
more than $2,000,000. were expended in advertising and promotion of the 
PEPTO-BISMOL product in each of the years 1954 and 1955. The product has 
enjoyed a constantly increasing volume of sales. In 1955, the sales of 
PEPTO-BISMOL amounted to about $7,600,000. which represents about 30% 
of the total of Norwich’s sales for that year. Norwich has achieved a wide 
distribution of its PEPTO-BISMOL product. It is available for customer pur- 
chase in about 99% of the drug stores in the United States. In addition, it 
is distributed in increasing volume in stores and shopping centers where 
proprietary medicines are displayed for consumer purchase. To summarize, 
PEPTO-BISMOL is a nationally known product, enjoying a favorable public 
reception. 

Sterling’s product, PEPSAMAR, is practically a carbon copy of PEPTO- 
BISMOL insofar as its ingredients, color and its intended functions are con- 
cerned. It was first manufactured in a limited amount for the purpose 
of an area marketing test in October 1955. Shortly thereafter, it was placed 
upon the market in direct competition with PEPTO-BISMOL. The product 
was the result of investigation and experimentation commencing in 1953. 
After an investigation into the sales practices of Norwich and the sales 
records of PEPTO-BISMOL and an analysis of the product itself, the laboratory 
department of Sterling was instructed by its president to manufacture a 
products “as near as possible to PEPTO-BISMOL.” This included the copying 
of the pink PEPTO-BISMOL color as closely as possible. Although a consid- 
erable amount of evidence was taken as to the identity of the two products, 
it need not be labored here since Sterling admits, in its brief, “as to the 
product itself, the stuff inside the bottle, Sterling has frankly admitted 
that its product was intended to be very similar to PEPTO-BISMOL, just as 
close as the laboratory could make it.” 
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Sterling’s new product was finally given the name PEPSAMAR. This 
name had been used by Sterling in the marketing of a product apparently 
also designed for the relief of stomach distress and marketed only in South 
America or foreign markets. It is entirely a different product from the 
PEPSAMAR involved in this litigation. It is known as an ethical product, 
dispensed by physicians and not sold over the counter to the public. The 
old PEPSAMAR does not resemble in appearance or composition the Norwich 
product PEPTO-BISMOL. 

New PEPSAMAR is marketed in a clear, flat glass bottle with labels on 
the front and back. Upon the front label, which is composed of a white 
and blue background, the word PEPSA appears in large blue letters upon 
the upper line and the word MarR immediately beneath. These two lines 
occupy over one-half of the front label. Immediately below are the words 
“For Upset Stomach” on a sort of waving pennant background. The back 
label contains the directions for the use of the product, the ingredients 
thereof and the symptoms or conditions which are appropriate for its use. 

Sales promotion of the new PEPSAMAR and the advertising thereof 
commenced in about October 1955. Radio, television, newspaper and dis- 
play pieces were the advertising media principally used. In color adver- 
tising, the pink colored bottle is featured and in black and white advertising, 
the product is referred to as a pink liquid. Up until 1956, the description 
of PEPSAMAR as a gentle pink liquid was used in both radio and television 
advertising. This reference was eliminated after the commencement of this 
action. The phrase “for upset stomach” has also been used in PEPSAMAR 
advertising, substantially in the same manner as in the PEPTO-BISMOL adver- 
tising. Sales of the new PEPSAMAR, like PEPTO-BISMOL, are made through 
drug stores and food stores. It is generally offered in either four or eight 
ounce bottles. Up to the time of the trial, the sales of new PEPSAMAR 
amounted to about $90,000. with about one-half of those sales in the State 
of Ohio. The Sterling company has spent about $512,000. in advertising 
and sales promotion of its new product. 

The contention of Norwich here is not directed to the copying of the 
formula for its product, PEPTO-BISMOL, but that it contends that Sterling 
has so imitated same in its non-functional attributes and advertised and 
marketed its new PEPSAMAR in such a manner as to confuse the buying 
public, to destroy Norwich’s property rights to a degree which would be 
considered unfair in the light of ethical practices required of business 
competitors. Its contention is based principally upon the almost exact 
imitation of the color of PEPTO-BISMOL, the imitation of the emphasis upon 
the pink color which has been stressed in PEPTO-BISMOL advertising and is 
likewise stressed in PEPSAMAR advertising, the emphasis upon the words 
“upset stomach” upon the PEPSAMAR label and in advertising similar to the 
label and advertising previously used over a long period of time by PEPTO- 
BISMOL and the splitting of the name PEPSAMAR into two parts upon the 
label, similar to such an arrangement of the label of PEPTO-BISMOL. 
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Sterling admits imitation of the product but denies unfairness in the 
sale or distribution thereof. It contends that no one has a monopoly upon 
the pink color that has long been used in remedies designed for the allevia- 
tion of stomach distress and that it has a therapeutic value in the sense 
that it is attractive and soothing to those suffering therefrom. Sterling 
contends that the words “upset stomach” have also been used extensively 
over a period of years in the description and advertising of stomach distress 
remedies. It contends that the splitting of the word PEPSAMAR into two 
parts was occasioned for the same reason that PEPTO-BISMOL was placed in 
two lines by Norwich about 1953, to wit: to make same more legible to 
customers who must view the product across a counter or at some little 
distance. 

The resolution of the above contentions must depend upon the deter- 
mination as to whether the appropriation by Sterling of the non-functional 
attributes of PEPTO-BISMOL and the similarities in advertising, in marketing 
the two competing products are such as to trespass upon Norwich’s property 
rights and likewise to result in confusion to the buying public. Any 
approach to such determination involves a resolution of the dispute as to 
whether or not the use of pink color in either of the competing products is 
functional. 

It is not disputed that the pink color and the ingredient producing 
same have no healing value in themselves. It is designed to present a pleas- 
ing appearance to the customer and to the sufferer. It is readily understood 
that a disordered stomach will accept that which is pleasing and reject 
that which is repulsive. It is designed to aid in public acceptance. Sterling 
claims it has a soothing effect upon those suffering from nervous stomach 
disorders. The court is constrained to find that the pink color has no fune- 
tional value as the word is commonly used and understood. Pleasing ap- 
pearance and acceptance is a matter of individual preference. Common 
knowledge of prominent stomach distress remedies contradict the fact that 
the pink color of the competing products is other than a preferred dress 
of the products involved. The action of Sterling in its use of the pink 
eolor is confirmatory of the fact that its object was to imitate PEPTO-BISMOL 
rather than to improve its formula. Sterling made no tests of color ac- 
ceptance. It apparently chose the same shade of pink color found in PEPTo- 
BISMOL as being the ultimate in therapeutic value if its argument is to be 
adopted. It is indeed peculiar that the particular shade of pink found 
in PEPTO-BISMOL is a necessary requirement of free competition where other 
shades and other colors are apparently rejected without reason appearing 
in the evidence. The finding here is that the pink color, used by Sterling 
in its PEPSAMAR product, is non-functional and was adopted by Sterling 
as an intentional imitation of the appearance of the PEPTO-BISMOL product. 
Such finding might rest alone upon the testimony of the Chairman of the 
Board of Directors of Sterling as indicated by the following question and 
answer. 
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“Q. Who made the decision with respect to the color of this 
product? 

A. Dr. Tainter, I guess, although on my instructions that it should 
be similar to PEPTO-BISMOL. He would obviously come up with a pink 
color.” 


To summarize, in addition to any argument which is made as to the 
similarity of the name of the competing products, Sterling has appro- 
priated the non-functioning color and flavor of the Norwich product. 
It features in its advertising the pink color of its product similar to the 
advertising of PEPTO-BISMOL. It uses the slogan “for upset stomach” promi- 
nently upon its label and in its advertising in a manner comparable to that 
used upon the product and in the advertising of PEPTO-BISMOL. The name 
PEPSAMAR is placed upon the label in a manner similar to that of PEPTO- 
BISMOL. It is displayed and advertised as a new remedy for upset stomach 
although its ingredients, its intended use and the directions for its use are 
similar to that of PEPTO-BISMOL. Is such conduct unfair is the ultimate ques- 
tion here. Before reaching that question, a word should be said relative to 
the prior use of the pink color. Such use has already been referred to in 
the advertising of PEPTO-BISMOL and it is readily understood that such 
color is associated with that particular product. The evidence discloses 
convincing proof of its wide acceptance and of the public association of 
a pink colored stomach remedy with PEPTO-BISMOL. It is no answer to say 
that other manufacturers had used the same color in the marketing of 
proprietary medicines intended for similar use. That others have tres- 
passed does not relieve Sterling. The actions of others may not amount 
to noticeable damage to the plaintiff. The extent of the threat is the 
measure of Norwich’s requirement to protect its product. In addition, it 
is not the color alone upon which Norwich relies for injunctive relief. 
Rather it is the intentional misappropriation of the non-functional attri- 
butes which help to make up the identity of its product. It is true that 
the pink color belongs in the public domain but it may not be used by 
a competitor in such a way as to act as a means of persuasion that it rep- 
resents the product of another. The same argument was used in Santa’s 
Workshop v. Sterling, 2 App.Div.2d 262, 111 USPQ 120 (46 TMR 1356), 
aff’'d 3 N.Y.2d 757, 114 USPQ 179, where the court rejected the contention 
that the words st. NICK and the portrayals of Santa Claus, although in the 
public domain, may be used to confuse or misrepresent. 

While the ultimate decision is essentially factual, it must rest upon 
the individual conception of fairness among commercial competitors ac- 
cording to the standard recognized by the trier of the facts. Such decision 
however must be guided and limited by legal precedents, and it may be 
added that the court sees no essential difference in principle between state 
and federal decisions. 

The concept of unfair competition is no longer limited to the “palming 
off” of one’s product as that of another but is equally applicable to situ- 
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ations where there is an appropriation of that which equitably belongs 
to a competitor. The case of International News Service v. Associated Press, 
248 U.S. 215 (9 TMR 15), is most frequently cited as an authority but 
the principle is recognized by a long line of both state and federal de- 
cisions. The origin and evolution of the law of unfair competition is dis- 
cussed at some length in Metropolitan Opera v. Wagner-Nichols R. Corp., 
199 Mise. 786, 87 USPQ 173 (40 TMR 1072), aff’d 279 App.Div. 632, and 
substantially repeated in Dior v. Milton, 9 Mise.2d 425, 110 USPQ 563 
(47 TMR 35), aff’d 2 App.Div.2d 878, 113 USPQ 210. 

That the product involved has acquired a secondary meaning is no 
longer required as a basis for an action in unfair competition under the 
state law. Santa’s Workshop v. Sterling, 282 App.Div. 328, 98 USPQ 463; 
Avon Periodicals v. Ziff-Davis Pub. Co., 282 App. Div. 200, 98 USPQ 38 
(43 TMR 1157). Such a holding by the New York courts seems to have 
been anticipated by our own Circuit Court of Appeals, Artype Inc. v. 
Zappulla, 228 F.2d 695 at 698, 108 USPQ 51, 53 (46 TMR 421). 

Actual deception need not necessarily be shown. The likelihood of 
confusion is sufficient upon which relief may be based. American Chain 
Co. Inc. v. Carr Chain Works, Inc., 141 Mise. 303 at 306 (22 TMR 147); 
Ronson Art Metal Works, Inc. v. Gibson Lighter Co., 3 App.Div.2d 227 
at 231, 112 USPQ 489, 491 (47 TMR 628) ; Mark Realty Corp. v. Hirsch, 
180 App.Div. 549. See also American Chicle Co. v. Topps Chewing Gum, 
208 F.2d 560, 99 USPQ 362 (44 TMR 414), and N.Y. Gen. Business Law, 
See. 368-c3. 

Where one party has intentionally copied the non-functional attributes 
of another’s product, he must assume the burden of showing that no like- 
lihood of confusion will arise. This is especially true where as here the 
copying of such attributes was deliberate and intentional, even to the 
point where Sterling’s president expressed the desire to use the triangular 
bottle of the PEPTO-BISMOL product in the following words—“We wish we 
could use your triangular bottle but we can’t”. Mastercrafters Clock & 
Radio Co. v. Vacheron etc., 221 F.2d 464 at 467, 105 USPQ 160, 162 (45 
TMR 702); My-T Fine Corp. v. Samuels, 69 F.2d 76 at 77, 21 USPQ 94, 
95 (24 TMR 141). 

Applying the above rules, we inevitably come to the finding that 
Sterling is competing unfairly. Its admitted intention is to simulate PEPTO- 
BISMOL as nearly as the law would allow. Free competition, so necessary 
in our economic life (Charles D. Briddell Inc. v. Alglobe Trading Corp., 
194 F.2d 416, 92 USPQ 100, 42 TMR 207) does not countenance the as- 
sumption of a competitor’s identity. Pepsamar’s pink color was not adopted 
because of its alleged therapeutic value, its soothing qualities or its use 
in similar remedies. The undisputed evidence is that it was adopted for 
the sole reason that it was an attribute of PEPTO-BISMOL. This fact alone 
would seem indicative of the intention to trade upon the dress of a com- 
petitor and taken together with the exploiting of the pink color in its 
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advertising would constitute unfair competition. It is neither necessary nor 
proper to evaluate each non-functional appropriation above referred to. 
Unfair competition is based upon the appropriation of the non-functional 
attributes of PEPTO-BISMOL as a whole rather than upon the sum of its parts 
appraised individually. 

Retaliation for an imaginary or real pre-existing wrong does not change 
the character of Sterling’s acts. Ethical business practices and the morals 
of the market place (Germanow v. Standard Unbreakable W. Crystals, 
283 N.Y. 1 at 15) permits no justification upon any such principle. Sterling 
may produce and sell a better or cheaper remedy than PEPTO-BISMOL, based 
upon its formula. The common standards of fair dealing prohibit further 
encroachment. The conclusion that an injunction should issue, follows. 

In considering the form of the relief to be granted, the following 
quotation from Ronson Art Metal Works, Inc. v. Gibson Lighter Co., 3 
App.Div.2d 227 at 231, 112 USPQ 489, 491 (47 TMR 628), is appropriate. 
“The relief granted should be tailored to achieve the nice balance of ade- 
quately redressing the wrong without the imposition of punishment for 
the exercise of a legitimate business function’. It is therefore concluded 
that the plaintiff is entitled to an injunction restraining the defendant 
from simulating the pink color of PEPTO-BISMOL in its product, PEPSAMAR. 
If Sterling, however, desires to continue to use the pink color of its product, 
PEPSAMAR, same shall be distributed in the blue colored glass bottle (or 
other colored container concealing the pink color of its contents), which is 
used by Sterling in the marketing of many of its products. The injunction 
so granted shall restrain the defendant from the use of the descriptive pink 
color in the advertising of its PEPSAMAR product. 

The above will constitute the findings of fact and conclusions of law 
in accordance with Rule 52 F.R.C.P. If the form of the judgment is not 
agreed upon, it may be settled on five days notice, and it is 

So Ordered. 


JOHN ROBERTS MANUFACTURING COMPANY v. 
UNIVERSITY OF NOTRE DAME DU LAC 


No. 12157—C. A. 7— August 15, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL 
NAMES 
The sale of an exact copy of a school ring, including use thereon of the school 
name, constituted unfair competition. Without the defendant’s consent the plaintiff 
had no legal right to copy the university’s name, seal and monogram and proof of 
secondary meaning therefor was not necessary. 


Action by John Roberts Manufacturing Company v. University of 
Notre Dame Du Lac for declaratory judgment; defendant counterclaims 
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for unfair competition. Plaintiff appeals from District Court for Northern 

District of Indiana from judgment for defendant. Affirmed. 
Case below reported at 47 TMR 1251. 

Gerald A. Kamm, of South Bend, Indiana, and W. Houston Kenyon, Ur., 
of New York, N. Y., for appellant. 

Louis C. Chapleau and Eugene C. Knoblock, of South Bend, Indiana, for 
appellee. 


Before Durry, Chief Judge, and Magor and Hastinas, Circuit Judges. 


Magor, Circuit Judge. 

Plaintiff by this action, predicated upon the Declaratory Judgment 
Act (Title 28 U.S.C.A. See. 2201), sought a judgment declaring that the 
sale of its “Notre Dame Class Rings” did not constitute unfair competition 
with or invade any property right of defendant. Defendant answered the 
complaint and interposed four counterclaims. Counts 1 and 2 alleged 
unfair competition on the part of plaintiff; count 3, application of a false 
description of goods in violation of Sec. 43 (a) of the Lanham Act (Title 
15 U.S.C.A. See. 1125 (a)), and count 4, infringement by plaintiff of three 
trademark registrations granted to defendant under The Indiana Trade- 
mark Act (Acts of 1955, Ch. 174). Plaintiff by its answer denied the 
material averments of the counterclaims. 

The case was tried by Honorable W. Lynn Parkinson, then a District 
Judge, who filed an opinion, together with findings of fact and conclusions 
of law. John Roberts Mfg. Co. v. University of Notre Dame Du Lac, 152 
F.Supp. 269, 114 USPQ 111 (47 TMR 1251). Based upon its opinion, 
findings and conclusions, the trial Court, on June 27, 1957, entered its 
judgment and decree, holding in favor of defendant on the issue of unfair 
competition. The Court made no decision on the issues raised by counts 
3 and 4 of defendant’s counterclaims. The judgment and decree provided 
in material part: 


“That the Plaintiff be, and it is hereby perpetually enjoined from 
using the words UNIVERSITY OF NOTRE DAME and the official seal and 
identifying symbols of the defendant in connection therewith, on any 
ring manufactured by the plaintiff and from the sale and disposition 
thereof.” 


It is from this judgment and decree that plaintiff appeals. 

Reference to the opinion, findings and conclusions of the District Court 
obviates the necessity here for a detailed statement of the facts. Of the 
thirty-three findings entered by the District Court, plaintiff challenges 
only 15, 21, 26, 27, 28, 29, 30 and 31. The conclusion which we have 
reached as to the proper disposal of this appeal renders plaintiff’s challenge 
to the findings above enumerated of minor importance. In other words, 
our conclusion may well rest upon the undisputed facts of the case. 

Plaintiff is a Delaware corporation, engaged in the manufacture of 
jewelry, with its office and principal place of business in Norman, Okla- 
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homa. Defendant is a nonprofit charitable, religious and educational insti- 
tution, organized in 1844 by a special Act of the Indiana legislature, with 
power to award degrees in arts, sciences, law and medicine, and do all 
acts necessary for the promotion of the arts and sciences and the prosperity 
of the University (Acts of 1937, Ch. 227, p. 1109). It has a student enroll- 
ment of some six thousand, with a faculty of six hundred and forty. 
Its alumni number between twenty-five and thirty thousand. The Univer- 
sity is dependent upon Foundations and major industries for financial 
help, and also upon income from athletics, the book store and stadium 
concessions, as the student fees represent only about 70% of its opera- 
tional cost. For more than a century it has been recognized as one of the 
outstanding universities of this country, and perhaps of the world. By 
much effort and large expenditures it has attained great prestige. 

The “Dome,” a part of the main building of the University campus, 
is gilded with gold leaf and is well known throughout the United States 
as a symbol of the University. In 1930, the University adopted a seal which 
is used extensively on its publications, diplomas and in connection with 
many other of its activities. The seal is well known and symbolic of defen- 
dant. For more than fifty years, the University has used as a symbol a 
monogram consisting of the letters ““N” and “D” in a superimposed position. 
In 1930, the University caused to be designed an official Notre Dame ring, 
which was approved for manufacture and sale on behalf of the University. 
It bore defendant’s name, UNIVERSITY OF NOTRE DAME, a representation of 
the seal, a view of the “Dome,” and the Notre Dame monogram in a definite 
collocation. Defendant was the sole and exclusive source of supply of the 
Notre Dame ring until plaintiff commenced the manufacture and sale of 
a ring which is almost an exact duplicate. It has been the policy of the 
University for many years to limit the sale of the official Notre Dame ring 
to juniors, seniors and alumni of the University. To persons thus qualified 
it has sold in excess of one thousand rings per year. Defendant has ex- 
pended large sums of money in popularizing its official ring. 

In the fall of 1955, Robert Waugh, an officer of the plaintiff corpora- 
tion, wrote two letters to the University for the purpose of purchasing an 
official ring. The letters were written on plain white stationery and signed 
“Bob Waugh,” with only a post office box number as return address. The 
letters were false and deceitful in that they misrepresented the real pur- 
chaser and indicated that Waugh intended to give the ordered ring as a 
gift, which false representations were made to induce the sale. After 
plaintiff obtained such official ring it made an impression of its design 
and used such impression in the design of the ring which it thereafter 
manufactured and sold. Manufacture and sale of plaintiff’s ring was com- 
menced by it in January, 1956. Its ring bore the name, UNIVERSITY OF 
NOTRE DAME, a representation of the seal, a view of the “Dome,” and the 
monogram of the University in the same collocation as the official Notre 
Dame ring. 





THE TRADEMARK REPORTER Vol. 49 T. M.R. 


Shortly thereafter, plaintiff appointed a partnership, Royal Hawaiian 
Jewelers, as its exclusive sales agent in South Bend, Indiana, one of the 
partners of which was Raymond L. Roy, a graduate of the University and 
a former employee of the University book store where the official Notre 
Dame ring was sold. Through this partnership plaintiff sold, up to Febru- 
ary 1957, 479 of its rings and since then, approximately 200 more. Plaintiff 
in its sales literature recognized the University’s policy of limiting sales 
of the official Notre Dame ring to juniors, seniors and alumni, but violated 
the policy by selling a majority of its rings to sophomores. 

Thus, we have a situation where plaintiff in the manufacture and 
sale of a competing commercial product used not only the principal part 
of defendant’s corporate name but also its seal, view of the “Dome” and 
monogram, all employed in a collocation which made plaintiff’s ring an 
almost exact duplicate of defendant’s. 

The trial Court in its opinion announced a proposition of law which 
constituted the main premise for its decision and which, if sound, is 
dispositive of the issues argued on this appeal. The Court stated (152 
F.Supp. 269, 271, 114 USPQ 111, 112, 47 TMR 1251): 


“The effect of assuming a name by a corporation under the law 
of its creation is to exclusively appropriate it as an element of the 
corporation’s existence and the use of the name of a corporation on 
merchandise manufactured by another for sale in competition with the 
same type of merchandise of the corporation would not only be actual 
deception and create actual confusion but would of itself constitute 
a passing or palming off of its merchandise for that of the corporation, 
the name of which it is wrongfully using, and would be a most flagrant 
violation of the law of unfair competition.” 


In our judgment, the statement embodies a correct principle of law and, 
notwithstanding plaintiff’s argument to the contrary, is supported by au- 
thority. Certainly it is supported by logic and common sense. Plaintiff, 
in our judgment, had no more legal right to appropriate defendant’s corpo- 
rate name and use it in connection with the manufacture and sale of rings 
than it had to purloin cash from defendant’s safety box. As the Court stated 
in Brown Chemical Co. v. Meyer et al., 1389 U.S. 540, 11 S.C. Rep. 625, 627: 


“A man’s name is his own property, and he has the same right to its 
use and enjoyment as he has to that of any other species of property.” 


We shall first cite and discuss some of the cases which support the 
pronouncement of the trial Court. American Steel Foundries v. Robertson, 
Commissioner, et al., 269 U.S. 372 (13 TMR 289), is much to the point. 
While in that case the action was against the Commissioner of Patents to 
enforce registration of a trademark, the reasoning of the Court cannot 
be distinguished on that basis because it (page 379) approached the problem 
“by first considering certain principles of the substantive law of trademarks 
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and unfair competition * * *.”’ In this connection the Court stated (page 
380) : 


“The effect of assuming a corporate name by a corporation under the 
law of its creation is to exclusively appropriate that name. It is an 
element of the corporation’s existence.” 


On the following page the Court stated: 


“The general doctrine is that equity not only will enjoin the 
appropriation and use of a trademark or trade name where it is com- 
pletely identical with the name of the corporation, but will enjoin 
such appropriation and use where the resemblance is so close as to be 
likely to produce confusion as to such identity, to the injury of the 
corporation to which the name belongs. [Citing cases.]|”’ 


In Stork Restaurant, Inc. v. Sahati et al., 166 F.2d 348, 353, 76 USPQ 
374, 377 (38 TMR 431), the Court stated: 


“The property right in a trade name will be recognized perhaps 
even more readily when, as here, it embodies the distinctive part of 
the owner’s corporate name.” 


In Standard Oil Co. of New Mezico, Inc. v. Standard Oil Co. of Cali- 
fornia, 56 F.2d 973, 977, 138 USPQ 76, 80 (22 TMR 363), the Court stated: 


“By the prior lawful entry into a field under a legally adopted 
name, and by prior appropriation and use thereof, a corporation ac- 
quires a right to such name which the law will recognize and protect. 
[Citing the Robertson and many other cases. |” 


Again, the Court on the following page, 13 USPQ at 80, stated: 


“A corporate name or trade name identifies a corporation; it 
also identifies its business and the goods or services which it sells or 
renders. If a junior corporation appropriates such name or a name 
so similar thereto as to lead to confusion, it appropriates the reputa- 
tion that goes with it and removes that reputation beyond the power 
of the owner to protect. Unless the junior’s business is so foreign to 
the senior’s as to insure against the public confusing the two, it is 
unlawful. | Citing cases.]|”’ 


In 8. C. Johnson & Son, Inc. v. Johnson, 116 F.2d 427, 429, 48 USPQ 
82, 84 (31 TMR 82), the Court stated: 


“Therefore it [plaintiff] invokes the doctrine that when a good will is 
established under the owner’s name, given or assumed, he may protect 
it, not only against the competition of those who invade his market, 
but also against those who use the name to sell goods near enough 
alike to confuse his customers. We have often so decided * * *.” 


Jewel Tea Co., Inc. v. Kraus, 187 F.2d 278, 88 USPQ 14 (41 TMR 134), 
and Metropolitan Opera Ass’n., Inc. v. Metropolitan Opera Ass’n. of 
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Chicago, Inc., et al., 81 F.Supp. 127, 79 USPQ 386 (39 TMR 32), are also 
eases where the Court enjoined a defendant from the use of plaintiff’s 
corporate name. 

The only case called to our attention wherein the corporate name was 
that of a university is Cornell University v. Messing Bakeries, Inc., 138 
N.Y.S. 2d 280, 105 USPQ 140 (45 TMR 547), affirmed 309 N.Y. 722, 128 
N.E. 2d 421, 106 USPQ 391. In that case the Court enjoined defendant 
from using the name CORNELL in the marketing of its bread, notwithstanding 
that the parties were engaged in non-competitive fields. The Court stated 
(page 282, 105 USPQ at 141, 45 TMR at 549) : 


“The theory underlying injunctive interference is that an educa- 
tional institution which has won large public prestige by hard effort 
and at high cost ought not, against its will, have that prestige diluted 
by a commercial use of its name, suggesting connection or benefit to 
the institution from the enterprise.” 


Plaintiff, in support of its argument that the principle of law an- 
nounced by the trial Court (heretofore quoted) is erroneous, cites three 
eases: Deister Concentrator Co. v. Deister Mach. Co. et al., 63 Ind. App. 
412, 112 N.E. 906; Steem-Electric Corp. v. Herzfeld-Phillipson Co. et al., 
118 F.2d 122, 48 USPQ 92 (31 TMR 85), and Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 382). These cases, if 
they have any bearing on the issue under discussion, detract from rather 
than support plaintiff’s position. As a prelude to its argument on this 
point, plaintiff suggests that the words, UNIVERSITY OF NOTRE DAME, possess 
an ordinary meaning. Assuming such to be the case, they are not descrip- 
tive words of a product as that phrase is used in the law of unfair competi- 
tion. They constitute defendant’s corporate name which it, as previously 
shown, acquired a proprietary right to use and enjoy. The immaterial 
suggestion is made that NOTRE DAME is the name of a post office located in 
St. Joseph County, Indiana. It is evident, of course, that the University 
did not take its name from the post office but that the latter acquired its 
name from the University, no doubt with its consent and approval. 

We now return to the cases relied upon by plaintiff (heretofore cited). 
In the Deister case, a person by that name had done business under the 
corporate name of Deister Concentrator Company, with which he severed 
his connections and sold his stock. Subsequently, he and other members 
of his family incorporated the Deister Machine Company, and this corpo- 
ration, as well as the individual, was charged with unfair competition. 
Thus, there was a situation where the corporate name of both plaintiff and 
defendant embodied the same family name. The Appellate Court of 
Indiana held that the name DEISTER in the new corporation did not of itself 
confer any right upon plaintiff to injunctive relief. The Court reasoned 
that a man’s name is his own property and he has the right to its use and 
enjoyment the same as any other property right, providing he uses it 
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honestly and in such a manner as not to injure the good will and reputation 
of a rival by palming off his goods or business as that of such rival. In the 
instant case, the shoe is squarely on the other foot. Here, it is the University 
which has acquired a property right in its corporate name. It is the plain- 
tiff which seeks to do business not under its own corporate name, as was 
the situation in Deister, but under that of the University. Deister is one of 
numerous cases where it has been held that a neweomer in the field has 
a right to use its own name, providing it does so in such a manner that 
confusion or palming off will not result. See Standard Oil Co. of New 
Merico, Inc. v. Standard Oil Co. of California, 56 F.2d 973, 13 USPQ 76 
(22 TMR 363), and Stork Restaurant, Inc. v. Sahati et al.. 166 F.2d 348, 
76 USPQ 374 (38 TMR 431). Obviously, such cases are of no aid to plain- 
tiff’s contention in the instant situation. 

In the Steem-Electric Corp. case, the product involved was an electric 
steam iron which, as the name indicates, is heated by electricity and gener- 
ates steam from water contained in a chamber within the iron. This Court’s 
opinion in that case rests on the premise that plaintiff’s corporate name 
was merely descriptive of the product involved. Under such circumstances 
we held that plaintiff was not entitled to the award of an injunction absent 
proof that its descriptive corporate name, when applied to a product, had 
acquired a secondary meaning. The reasoning in that case is without rele- 
vaney here. It borders on the preposterous to claim that the words, 
UNIVERSITY OF NOTRE DAME, are descriptive of the product (ring) manufac- 
tured and sold by plaintiff. 

The decision of the Supreme Court in Kellogg Company v. National 
Biscuit Company is likewise irrelevant, in the main for the same reason. 
In that case, plaintiff sought to enjoin use by defendant of its trade name, 
SHREDDED WHEAT. In short, the Court held that the name was descriptive 
of the product involved and for that reason was not susceptible of monopoli- 
zation, and that plaintiff was entitled to relief only by showing that its 
trade name had acquired primary significance as that of the producer 
rather than of the product. This case furnishes no support to plaintiff’s 
contention in the instant case. 

Plaintiff cites many cases which have held under a variety of circum- 
stances that proof of secondary meaning is a prerequisite to the right to 
enjoin alleged unfair competition. All of such eases, with the possible 
exception of Rader v. Derby, 120 Ind. App. 202, 89 N.E.2d 724, are readily 
distinguishable from the instant situation because in none did the accused 
manufacture or sell its product under the name of the accuser. No good 
purpose could be served in the citation or discussion of these cases other 
than those from this jurisdiction, that is, this Cireuit and the State of 
Indiana. 

Plaintiff in its brief commences the discussion of this phase of the case 
by stating, “In Indiana the law is that ‘secondary meaning’ must be estab- 
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lished before another’s copying of unpatented symbols or physical attributes 
of goods will be enjoined on grounds of unfair competition. The Indiana 
Rader case is cited in support of this statement. This case is a two-edged 
sword so far as plaintiff is concerned. Rader, doing business under the 
name, OLD HICKORY PADDLE COMPANY was engaged in the manufacture and 
sale of a fraternity paddle. Derby later became engaged in the manufacture 
and sale of the same product under the same name as that used by Rader. 
In an action by Rader for unfair competition, the trial Court enjoined 
Derby “from using any advertisement, card or other device, in which the 
words, OLD HICKORY Or OLD HICKORY PADDLE COMPANY, appear.” The trial 
Court refused to enjoin Derby from manufacturing paddles of the same 
dimensions as those manufactured and sold by Rader, and from the use 
of certain Greek letters which appeared on Rader’s paddles, on the theory 
that Rader had no monopoly upon the size of his paddles or upon the Greek 
alphabet, some of the letters of which were stamped thereon. The holding 
of the trial Court was affirmed by the Appellate Court of Indiana and is 
consistent with the general rule that a party is without right, in the absence 
of consent, to take and use the name of another party, corporate or other- 
wise, in connection with the manufacture or sale of a competing product. 

In Sinko et al. v. Snow-Craggs Corp., 105 F.2d 450, 42 USPQ 298 (29 
TMR 524), relied upon by plaintiff, this Court denied injunctive relief for 
failure of proof of necessary elements of secondary meaning in the shape 
and design of a steering wheel knob. The defendant manufactured and 
sold the competing product under its own name. It is hardly open to doubt 
that the decision in that case would have been different if the accused had 
manufactured and sold its product under the name of the accuser, as was 
done in the instant case. Other cases cited and relied upon by plaintiff 
are likewise distinguishable. 

As previously shown, plaintiff, without consent of defendant, was 
without legal right to take and use the latter’s name, seal and monogram 
in the manufacture and sale of its ring. Such use by plaintiff was unlawful 
and constituted unfair competition as a matter of law. Under such circum- 
stances it was not necessary for plaintiff to offer proof of or for the Court 
to find a secondary meaning. Confusion, or at least the likelihood of such, 
and a purpose on the part of plaintiff to palm off its product as that of 
defendant, are self-evident. Such being the case, we find it unnecessary to 
discuss the findings of the trial Court of which plaintiff complains. 

It follows from what we have said that the judgment and decree under 
attack must be affirmed on the basis that plaintiff engaged in unfair compe- 
tition. This leaves undisposed of the issues raised by counts 3 and 4 
of defendant’s counterclaims, together with plaintiff’s answer thereto, based 
on a violation of the Lanham Act and the Indiana Trademark Act. We 
recognize this is not a desirable situation but, at the same time, we do not 
think we should decide those issues when they were not decided by the 
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trial Court. Moreover, there is no necessity for so doing because the judg- 

ment and decree is adequately supported otherwise. We think that a dis- 

posal of the issues raised by counts 3 and 4 is a proper matter for action 

by the District Court, either with or without the consent of the parties. 
The judgment and decree appealed from is affirmed. 


PACKAGE MACHINERY COMPANY v. HAYSSEN 
MANUFACTURING COMPANY et al. 


No. 55-C-15 —D. C., E. D. Wisconsin — August 25, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
In suit for unfair competition based on misuse of trade secrets, plaintiff must 
do more than allege generally the misuse of trade secrets and must specify particu- 
larly the trade secrets misused. Failure to specify when ordered to do so in a pre- 
trial conference, and after numerous extensions of time, is grounds for dismissal of 
the complaint. 


Action for misuse of trade secrets by Package Machinery Company v. 
Hayssen Manufacturing Company, William A. Hayssen, Henry E. 
Knoechel, and Alfred Gausman. Complaint dismissed. 


Howard J. Churchill and Byerly, Townsend, Watson & Churchill, of New 
York, N. Y., and Jra Milton Jones, of Milwaukee, Wisconsin, for 
plaintiff. 

Curtis B. Morsell and Morsell & Morsell. of Milwaukee, Wisconsin, and 
Herbert 8S. Humke and Bassuener, Humke, Poole & Axel, of Sheboygan, 
Wisconsin, for defendants. 


Gruss, District Judge. 

This is an action, commenced January 20, 1955, grounded upon alleged 
unfair competition. 

In April 1954, plaintiff purchased from its predecessor, Transparent- 
Wrap Machine Corporation, hereinafter referred to as Transwrap, its 
assets and business of manufacturing automatic packaging machines which 
operate to form individual, sealed packages, each filled with a measured 
quantity of a product. 

About the time of the sale of Transwrap to plaintiff, Henry Knoechel, 
Alfred Gausman, Ludwig Feurstein and John Nosal gave notice of their 
termination of employment with Transwrap and entered into the employ- 
ment of the Hayssen Manufacturing Company, hereinafter referred to as 
Hayssen Co. 

Plaintiff asserts defendants Hayssen Co. and William Hayssen wrong- 
fully induced Henry Knoechel, Alfred Gausman, Ludwig Feurstein and 
John Nosal to terminate their employment with plaintiff and to disclose 
to defendant Hayssen Co. Transwrap’s trade secrets, and that defendants 
obtained and utilized those secrets, 
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Plaintiff demanded $150,000 damages, and that defendants Hayssen 
Co., William Hayssen, Henry Knoechel and Alfred Gausman be enjoined 
from utilizing the trade secrets and confidential information and that the 
Hayssen Co. be enjoined from using the services of Knoechel and Gausman 
further. 

Hayssen Co., Hayssen, Knoechel and Gausman raise the following 
defenses, among others: 

That Knoechel, Gausman, Feurstein and Nosal were not induced to 
leave plaintiff by the Hayssen Co., but that when Transwrap was sold to 
plaintiff, they found they could not obtain desirable employment condi- 
tions with plaintiff, and thus they sought employment elsewhere; that the 
skills Hayssen Co. received from these men were not trade secrets, but were 
matters of mechanical skill; that any such knowledge retained by these 
men had also been publicly circulated, had been disclosed in previously 
expired patents and in the machines of plaintiff and other manufacturers 
on the market; that Alfred Gausman’s skill in the area was acquired before 
he was employed by Transwrap. 

September 6, 1955, defendants moved for a more definite statement 
asking, among other things, for a more specific statement of what the trade 
secrets were that they were allegedly utilizing. 

February 24, 1956, plaintiff filed a motion for a temporary injunction 
to restrain defendants from utilizing plaintiff’s trade secrets. In support 
of its motion, plaintiff filed an affidavit of Walter Zwoyer, which was some- 
what more specific in naming trade secrets, but in the main was very 
general. It was conceded at the time of the hearing on the motion for a 
temporary injunction that if granted, this injunction would throw a large 
number of men out of employment, as well as cisrupt and close down a very 
large part of the business of Hayssen Co. 

In a hearing on May 28, 1956, the court denied defendants’ motion for 
a more definite statement, but indicated that the alleged trade secrets were 
not sufficiently specific ; that before the case would be tried, the alleged trade 
secrets were to be pin-pointed at the pre-trial conference. (Tr. pp. 161-163.) 

The court having considered plaintiff’s motion for a temporary injunc- 
tion on the same date, and having denied the same, in a letter dated June 
20, 1956, plaintiff’s counsel requested that this case be given priority for 
an early trial date. 

In spite of the fact that immediately before plaintiff’s counsel made 
his request for an early trial date, the court had indicated that plaintiff 
would have to make its allegations of trade secrets more specific at the 
pre-trial conference, nine months later, at the time of the pre-trial confer- 
ence, plaintiff was not prepared to state what the alleged trade secrets 
were. 

Plaintiff, both before and after the pre-trial conference, and prior to 
the various motions requiring plaintiff to specify the trade secrets it claimed 
were pirated, held extensive discovery proceedings. In addition to regular 
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depositions, it examined drawings, blueprints, models and equipment at 
defendant Hayssen Co.’s plant in detail. 

March 6, 1957 the court entered a pre-trial order requiring the plaintiff 
to file a “bill of particulars” on or before April 15, 1957, specifying the 
trade secrets plaintiff claimed were pirated by Hayssen Co. or by any of 
the other defendants or former employees of Transwrap. 

April 15, 1957 plaintiff filed a “bill of particulars” purporting to set 
forth such trade secrets as it claimed were involved. 

July 26, 1957, at a hearing on defendants’ motion to require compliance 
with the court’s pre-trial order, and more particularly to obtain more 
specificity from plaintiff in its claims of alleged trade secrets wrongfully 
pirated, the court considered in detail each paragraph of plaintiff’s “bill 
of particulars.” At this hearing, seventeen months after plaintiff asked the 
court to enjoin the defendants from utilizing its trade secrets, and thirteen 
months after plaintiff asked for an early trial, the court found 22 of 
plaintiff’s 24 statements of claimed trade secrets too general for the court 
or defendants’ counsel to be able to determine what the issues of fact would 
be ; what alleged trade secrets plaintiff claimed were pirated. 

The discussion of paragraphs F and G of plaintiff’s “bill of partic- 
ulars” at the July 1957 hearing, demonstrates the further need for specific- 
ity, even at that late date, two and one-half years after the suit was 
commenced. 

Paragraph F of plaintiff’s “bill of particulars” claimed: “The types 
of feeds and modifications of the same used in packaging the various types 
of products for such Transwrap customers.” At the hearing counsel and 
the court discussed this claim as follows: 


“Mr. Morsell: My suggestion on that—if I may interrupt—is that 
much, for instance, is very general, relating to types of feeds, and 
modifications, used in packaging. Transwrap customers might have 
packaged a thousand different products, and by admissions in this case 
there are innumerable types of feeds and modifications. All we are 
asking for is that they specify specifically the feeds and modifications 
they are complaining about. 

“The Court: Why shouldn’t that be done? 

“Mr. Churchill: If your honor please, the feeds took quite a few 
forms. There were auger feeds, there were scale feeds, there were 
volumetric feeds, and there are modifications of those feeds for handling 
different types of films and for handling different types of products, 
so that one of the fundamental points in this whole case which the 
plaintiff is going to make as proof of theft of trade secrets is that by 
hiring these men, and only by virtue of hiring these men, the defen- 
dant, Hayssen Manufacturing Company, was able to know how this 
basic machine—Transwrap machine—can be modified in a hundred 
different ways by utilizing sometimes an auger feed, other times a 
scale feed, sometimes using cellophane, other times using pliofilm, 
sometimes using electronic sealing. 

“The Court: How many types of feeds are there? 
“Mr. Churchill: There are four basic feeds. 
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“The Court: Do you claim there are four basic feeds where trade 
secrets were taken away and utilized by these men? 

“Mr. Churchill: I say the four basic feeds in combination with 
the various modifications. 

“The Court: How many combinations and modifications? 

“Mr. Churchill: We estimate there are a hundred different modi- 
fications of films, feeds, and sealing devices. (Emphasis supplied.) 

“The Court: You claim these men took a hundred trade secrets— 

“Mr. Churchill: They took the knowledge, which represented the 
cumulative knowledge of how to adapt these machines, feeds, and 
modify the same to handle a full seale of products. 


“The Court: What I want to do is keep this on particular trade 
secrets, not skills or knowledge that these men acquired. It seems to 
me that under F, if you do litigate a hundred different types of feeds 
or wraps, you probably aren’t seriously making any claim that there 
were a hundred of those that were trade secrets. Let’s get it right 
down to what you claim were trade secrets and which were wrongfully 
transmitted to defendant. 

* * * 


“The Court: We are trying to narrow the issues. Let’s forget 
about the shotgun charge that all these trade secrets enabled them 
to do this. Let’s get down to what do you claim they took. (Emphasis 
supplied. ) 

“Mr. Churchill: The knowledge of the various types of feeds. 

“The Court: Let’s specify the types of feeds. You had an oppor- 
tunity to, and if you haven’t had an opportunity you have a right to 
examine these men by discovery procedures of various kinds. But let’s 
specify just what type of feed they took that you claim was a trade 
secret by description by words, by diagram, by something, that we 
are not dealing with a hundred types of feeds. There must be types 
of feeds that aren’t trade secrets. You can go right over to the store 
and buy one, look at it and see what it is. Let’s narrow it to those 
you claim were trade secrets and which were improperly communicated 
to the defendant Hayssen Manufacturing Company. 

“Mr. Churchill: If your honor please, the types of feeds and 
modifications of the same used in packaging the various types of 
products. That will add up to a hundred different machines. 

“The Court: All right. Just specify the hundred different ma- 
chines you claim, and diagram them. Let’s find out what you claim 
was a trade secret that was improperly communicated to and used 
by the defendant. If there are a hundred, let’s have a hundred, but 
let’s have it specific so when this case comes on for trial, or if the defen- 
dant wants to take further discovery on those matters they will know 
what the issues are going to be and the court will know what the issues 
are going to be, and we won’t come in here with a broad shotgun charge 
and be weeks putting in testimony on matters that could be handled 
in very short order. I think they are entitled to have that made very 
definite. (Emphasis supplied.) 


“The Court: You should depict everything that you claim was 
improperly taken as a trade secret, communicated to and used by 
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the defendant. You couldn’t try the case without knowing what you 
are going to claim. Let’s get it prepared and find out what you are 
going to claim. In other words, let’s prepare the case and narrow the 
issues in advance, not after it has come on for trial. I think defendant 
is entitled to have a list and description of these various modifications 
and feeds covered by F that you claim were trade secrets which were 
improperly communicated to the defendant Hayssen.” (Emphasis 
supplied.) (Tr. pp. 19-25.) 


Paragraph G of the “bill of particulars” claims as a usurped trade 
secret: “The types of sealing arrangements and cut-off devices supplied 
to such customers in handling the specific products and films involved.” 
At the hearing counsel and the court discussed the claim as follows: 


“Mr. Morsell: G we have not disposed of, and that relates to the 
types of sealings and cut-off devices supplied to such customers in 
handling the specific products and films involved. 

“That does not charge there was any written list or any written 
information on that and, to explain, I would like to tell the court that 
in these machines they can use any of hundreds of types of film ma- 
terial as supplied by du Pont, or any of the manufacturers of pliofilm, 
cellophane—all those chemical corporations. They all go under differ- 
ent trade names. The objective of the companies that manufacture 
these film materials for wrapping is to sell their material. They come 
out with a new material, and they seek to sell it to users of it. I have 
in my office a stack of material that high (indicating) on written 
instructions sent out by the companies, the manufacturers of the film 
material. They tell users exactly what films are adaptable to what 
products, what degree of heat to use in sealing them, and what their 
characteristics are as to moistureproof or—all of that sort of thing. 

“Now, when he said ‘The types of sealing arrangements and cut-off 
devices supplied to such customers in handling the specific products 
and films involved,’ that is so general it is impossible to meet it. There 
might be dozens of sealing arrangements. You could have a heat seal 
that would operate at a certain degree according to the instructions 
given by the manufacturer of that film, and a cut-off device for cutting 
it clearly. We should know, certainly, the types of sealing arrange- 
ments he is talking about. and the cut-off devices. 

“The Court: Mr. Churchill, why can’t you specify what sealing 
arrangements and cut-off devices that you claim are wrongfully— 

“Mr. Churchill: I will, your honor.” (Tr. pp. 29-31.) 


At the hearing of July 26, 1957, the court again trying to set a date 
when the claimed trade secrets would be listed, Mr. Churchill, plaintiff’s 
counsel, stated he would like to have until after the court ruled on certain 
issues before he submitted his amended statement of trade secrets. (Tr. 
p. 68.) The ruling was handed down September 20, 1957. 

Counsel for defendants consented to even further extensions from time 
to time until March 1, 1958 when plaintiff’s witness, Mr. Zwoyer, died. 
Plaintiff’s counsel requested another lengthy extension. The court extended 
the time to May 15, 1958 and stated to plaintiff’s counsel that this would 
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be the last extension and that if the amended statement of trade secrets 
was not forthcoming on time, the court would entertain a motion by defen- 
dants to strike the plaintiff’s pleadings. 

May 15, 1958, plaintiff filed another request for an extension stating 
it needed time to consider whether it had a prima facie case,* over three 
years after it commenced the action, over two years after it sought a tempo- 
rary injunction to restrain defendants from utilizing its trade secrets, and 
two years after plaintiff asked to have this case given priority for an early 
trial. 

Defendants filed a motion to strike plaintiff’s complaint for failure to 
obey the court order and for failure to prosecute. 

June 4, 1958 the court struck plaintiff’s complaint with leave to apply 
for reinstatement within twenty days from the entry of the order on such 
terms as the court sees fit to impose. The court also instructed defendants’ 
counsel that if plaintiff made a motion to reinstate, defendants’ counsel 
was to present an affidavit-form of proof of the added expense to which 
defendant had been put because of the numerous delays and numerous 
motions. | 

June 20, 1958 plaintiff filed a motion to reinstate the complaint on the 
grounds— 


(a) That under the F.R.C.P. plaintiff could not be compelled to file 
an amended bill of particulars. 


(b) That the court abused its discretion in denying an extension to file 
an amended bill of particulars. 


(ce) That the court cannot dismiss a complaint for failure to file a bill. 


Or, for an order reinstating the complaint on the conditions— 


(a) That plaintiff have 90 days in which to file an amended bill of 
particulars. 


(b) That all proceedings in this case be stayed for 90 days. 





* Plaintiff’s counsel complains of this statement by the court and suggests plain- 
tiff’s request was for time to consider whether it would now be able to prove its prima 
facie case. 

Mr. Churchill’s affidavit of May 13, 1958 reads in part as follows: 

“The death of Mr. Zwoyer places plaintiff and its counsel under an extreme 
handicap. Not only was plaintiff placed in the unhappy position of having to 
evaluate its whole case from the standpoint of whether it will be able now to prove 
its prima facie cause of action, but also to ascertain to what extent the addi- 
tional factual data required to be supplied in an Amended Bill of Particulars 
can now be put together without the aid of Mr. Zwoyer.” (Emphasis added.) 
Counsel’s motion indicates that even on May 13, 1958 plaintiff did not know 

what specific trade secrets it was claiming were pirated. 

It was and is the opinion of this court that if plaintiff did not know what trade 
secrets were involved, it did not know whether it had a prima facie case. 

Further, the court would like to make clear that it was not the death of Mr. Zwoyer 
that caused the dismissal of this case, but the failure of counsel to find out and specify 
the trade secrets upon which he was relying. Three years after the suit was commenced, 
counsel did not know or refused to specify for a pretrial order the basis of his case. 
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(ec) That plaintiff shall not be deemed to have waived its right to 
appeal from the orders— 


(1) Requiring an amended bill of particulars. 
(2) Denying an extension of time to file its amended bill. 


(3) Striking the complaint for failure to file a bill. 


Defendants made a motion to dismiss the action on the ground that 
plaintiff had failed to comply with the pre-trial order and had made no 
motion within twenty days from the order striking the complaint for rein- 
statement on such terms as the court might find just to impose. 

Plaintiff takes the position that the court had no power under the 
F.R.C.P. to order a “bill of particulars.” The term “bill of particulars” 
was first introduced into this case by plaintiff in a memo filed May 2, 1956. 
There plaintiff urged defendants’ motion for a more definite statement was 
in reality a motion for a bill of particulars, whereas, defendants were en- 
titled to only so much as would enable them to plead. 

Although the court erroneously adopted plaintiff’s counsel’s term, it 
did so in a context that clearly indicated plaintiff was required, as a part 
of the pre-trial order, to set forth its claimed trade secrets so that the issues 
could be narrowed for trial. Plaintiff’s counsel could not have been misled 
into believing that it was anything but a pre-trial order requiring the 
plaintiff to specify what trade secrets it claimed were pirated so that the 
issues could be known and the trial confined to those issues. 

Plaintiff’s position entirely overlooks the fact that although called a 
“bill of particulars” this direction was a court order in an effort to narrow 
the issues so that days or weeks would not be consumed going into every 
detail of the operations of the defendant Hayssen Co. in the hope of finding 
something which the complainant could claim was a trade secret. There 
was a sincere effort made in this case to have the discovery complete and 
the issues outlined in the pre-trial order, rather than to use the trial as 
a discovery proceeding or a “fishing expedition” extending to undue 
lengths in a court where the calendar is all too far behind. 

This direction by the court was not only within the court’s power under 
Rule 16 of the F.R.C.P., but it was the duty of the court to narrow the 
issues. 


“The purpose of pre-trial conferences is to simplify the issues and 
eliminate waste of time and money by avoiding unnecessary proof of 
facts at the trial. McDonald v. Bowles, 9 Cir., 152 F.2d 741. * * * 

“A pre-trial conference is more than a mere conference at which 
the court seeks to eliminate groundless allegations or denials and the 
court has the power to compel the parties to agree to all facts con- 
cerning which there can be no real issue. * * * Berger v. Brannan, 10 
Cir., 172 F.2d 241, 243, certiorari denied 337 U.S. 941, 69 S. Ct. 
1519 * * *.” Holcomb v. Aetna Life Insurance Company, 255 F.2d 577 
(C.A. 10, 1958). 
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The court was not required to stand by and permit plaintiff to rest on 
its general statements of claimed trade secrets and await the outcome of 
a long expensive trial to see what the alleged trade secrets were. Cf. Hol- 
comb v. Aetna Life Insurance Co., supra. Nor should the defendants have 
to wait until plaintiff puts in its case to see what it has to defend against. 

Throughout the many motions concerning whether plaintiff has made 
a definite enough statement of its claimed trade secrets, counsel for the 
plaintiff has repeatedly retreated to the position that he need only state 
so much as to enable the defendants to plead. Suffice it to say that counsel 
seems unaware of Rule 16 and the purpose of pre-trial conferences to 
eliminate unnecessary lengthy trials. 

In an address before the American College of Trial Lawyers in April 
1958, given under the title “Changes in Trial Tactics,” Mr. Justice William 
J. Brennan, Jr., stated in part: 


“* * * The public is fed up with systems under which neither side 
of lawsuit knows until the actual day of trial what the other side will 
spring in the way of witnesses or facts. The technique of playing the 
cards close to the vest and hoping by surprise or maneuver at the trial 
to carry the day, whether or not right and justice lies on the side of 
one’s client, won’t be tolerated. It was and is great sport, but hardly 
defensible as a system for determining causes according to truth and 
right. In pretrial procedure, made effective through a precedent broad 
discovery practice, lies the best answer yet devised for destroying 
surprise and maneuver as twin allies of the sporting theory of justice. 

“* * * Pretrial discovery and pretrial conference procedures can 
truly be employed as a scalpel to lay bare the true factual contro- 
versy; * * ® 

“<# * * As valuable as the procedure is to everyone, it will not 
work unless he makes it so by his leadership. The judge must vigor- 
ously lead the bar where they are not used to it or where they oppose 
-_? ”? 


In quotations from the report of the proceedings on a Seminar on 
protracted cases in 1957, covering not only protracted cases in the sense 
of anti-trust cases but also patent cases and all cases which are protracted 
or which would become protracted unless the issues were narrowed and 
pin-pointed at pre-trial conferences and admissions obtained insofar as 
facts are not in dispute, as reprinted in 21 F.R.D. 395, we find the following 
statements: 


“No one can really quarrel with the recommendation of the Judi- 
cial Conference that ‘promptly after the pleadings close, sufficient 
effort should be made by the court and counsel to particularize the 
mo, 79 O° ooo (oS) 

“Tn conclusion, let me say that it is my belief that a medium-size 
case is often made into a big case by the failure of the lawyers and the 
court to focus their early attention on what the case is all about. * * * 
(p. 438) 

“#*#* * Many judges have learned by experience, that they should 
have become ‘iron-hearted’ at any earlier date. * * * (p. 438) 








Vol. 49 T. M. R. PACKAGE MACHINERY CO. v. HAYSSEN MFG. CO. 77 





“* * * Tt is recommended by the Prettyman Report, at page 8: 
‘At some time subsequent to the filing of the pleading, reduction of 
the generality of the complaint to specific disputed propositions must 
be made in the interest of efficient conduct of the trial and of proper 
disposition of the case.’ * * * (p. 456) 

“IT want to summarize some points of agreement we have reached 
thus far. To quote from the Prettyman Report: 

“*The more specific the issue for trial, the less complicated and 
time-consuming the trial can be and the more accurate the re- 
sults.’ * * *” (p. 459) 

Resolutions adopted at Seminar on long cases, 1957. 

“(9) Pre-trial requires methods for preliminary limiting and 
clarifying issues. Early written factual statements of plaintiff’s and 
defendant’s case which may or may not be tentative are essential. The 
issues should be definitely defined, at the latest, by the final pre-trial 
order.” (p. 520) 

“Agenda for Pre-trial Conference No. 1 


“3. Statement of fact issues—no generalities. * * * ” (p. 527) 


Counsel further urges the court was arbitrary in refusing to extend 
plaintiff’s time further. Counsel was told in May 1956 that its claimed 
trade secrets were not specific enough. In the next two years counsel was 
granted extension after extension until finally directed in March 1958 to 


file an amended statement or the court would entertain a motion to strike 
plaintiff’s pleadings. The court is of the opinion that plaintiff’s counsel 
has been given every reasonable and fair opportunity by discovery and 
otherwise to determine what it claimed were trade secrets which were 
pirated so that the issues could be narrowed. Plaintiff’s refusal to do so 
indicates either obstinacy or that it actually does not know or have any 
specific claims but hopes “to go on a fishing trip” in a protracted trial 
covering all of plaintiff’s operations to find something it can claim as a 
trade secret. It indicates a complete lack of appreciation of the purpose and 
spirit of the federal rules and pre-trial procedure. 

Defendants’ motion to dismiss and the recital of facts in the court 
order of June 4, 1958 were based upon Rules 37(b) (iii) and 41(b) of the 
F.R.C.P. However, in the order presented for the court’s signature, signed 
by both counsel, and apparently prepared by counsel for the plaintiff 
inasmuch as it is affixed to Mr. Jones’ backing, Rule 41(b) was not cited. 

It was the intent of the court to strike the pleadings based upon the 
authority of Rule 41(b), Cf. Wisdom v. Texas, 27 F.Supp. 992 (1939). 

Plaintiff’s motion to reinstate the complaint is denied and defendants’ 
motion to dismiss the action is granted. Defendants may prepare an order 
pursuant to this decision, submitting it to plaintiff’s counsel for approval 
as to form only. 
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ALUMINUM FABRICATING COMPANY OF PITTSBURGH 
et al. v. SEASON-ALL WINDOW CORP. 


No. 365—C. A. 2— September 25, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Plaintiff’s prior use of SEASON-ALL as trademark and as part of corporate name 
of subsidiary is superior to rights of its former distributor to use SEASON-ALL as 
a trademark and as part of its corporate name, despite proof of long prior use of 
trademark by third party. While ALL-SEASON would have been descriptive of the 
aluminum storm window combinations, its use in the unusual form of SEASON-ALL 
is sufficiently arbitrary to be registrable. 
REGISTRATION PROCEDURE—EVIDENCE 
Under Lanham Act registration creates strong prima facie evidence of validity, 
which places on one claiming invalidity the burden of proof. 
COMMON LAW TRADEMARKS—EVIDENCE 
Evidence of use of mark by third party in connection with wooden storm 
windows is not clear as to marketing area or trademark use. Proof fails to show 
registration was improper and subject to cancellation. 


Action by Aluminum Fabricating Company of Pittsburgh and Season- 
All Sales Corp. v. Season-All Window Corp. for trademark infringment 
and unfair competition in which defendant counterclaims under 15 U.S.C. 
1119 and 1120. Defendant appeals from District Court for Southern 


District of New York from judgment for plaintiffs. Affirmed. 
Case below reported at 48 TMR 572. 


Edward Halle (Walter J. Derenberg and Halle & Halle on the brief), 
all of New York, N.Y., for appellant. 

Armand E. Lackenbach (Burton Perlman on the brief), of New York, 
N.Y., for appellees. 


Before CLARK, Chief Judge, and LUMBARD and WATERMAN, Circuit Judges. 


LUMBARD, Circuit Judge. 

Season-All Window Corporation appeals from a judgment of Judge 
Cashin holding Aluminum Fabricating Company’s registered trademark 
SEASON-ALL valid and infringed, refusing cancellation, and enjoining de- 
fendant’s use of the trademark in all respects including use in its corporate 
name. Season-All contends that the trademark is invalid as merely descrip- 
tive and that a prior use of the trademark by one not a party to the action 
precludes injunctive relief. 

Aluminum Fabricating Company, the corporate successor to an unin- 
corporated group, is engaged in the manufacture and sale of aluminum 
storm doors and aluminum storm windows. A related company, Season-All 
Sales Corp., is also a plaintiff in this action, but in the interests of clarity, 
both plaintiffs prior and subsequent to incorporation and their distributors 
will be referred to as “Aluminum.” 

It is undisputed that Aluminum first used the trademark SEASON-ALL 
in interstate commerce at least by September 25, 1947 and that displays 
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utilized the mark by October of that year. On April 5, 1951 Aluminum 
applied for registration of the mark under the Lanham Act, 15 U.S.C.A. 
§1051 et seq., and Registration No. 556,390 was issued on March 18, 1952. 

Until October, 1948 Aluminum was active in the New York regional 
market (New York, New Jersey and Connecticut), but it then withdrew 
from that market although continuing operations elsewhere. Bertram L. 
Kantor, who had been an officer of the New York distributor for Aluminum 
before plaintiff withdrew from that area and who had knowledge of Alu- 
minum’s use of the trademark, caused Season-All Window Corp. to be 
incorporated on November 3, 1948, for the purpose of manufacturing and 
selling aluminum storm doors and aluminum storm windows. The defen- 
dant confined its activities to the New York regional market until May, 
1955 when it first began national advertising under the name of SEASON-ALL. 
Prior to that time, in 1950 or 1951, Aluminum had reentered the New York 
market, and, in 1952, in response to Aluminum’s protests, defendant ceased 
to use the term SEASON-ALL as a trademark although it continued the use 
in the corporate name and in advertising. 

At trial, Samuel K. Prentice, a witness for defendant, testified that he 
was president of F. W. Prentice & Company, a sash and door plant in 
Adrian, Michigan, and that that company has used the term SEASON-ALL 
in connection with its wooden door and storm window products for approxi- 
mately 30 years. Evidence was introduced that a SEASON-ALL label was 
ordinarily affixed to a door produced by Prentice and that a combination 
storm and screen window, the sales volume of which went as high as 
$500,000 annually after the Second World War but has since declined to 
approximately $150,000 yearly, was carried on the price list as the SEASON- 
ALL window. Aluminum had no knowledge of this prior use of SEASON-ALL 
by Prentice & Company. The record discloses little of the geographical 
extent of the market in which these products were sold. 

In this action for trademark infringement and unfair competition, 
the district court held that Aluminum’s trademark was valid and infringed 
and that the use of SEASON-ALL in defendant’s corporate name and in ad- 
vertising was likely to cause confusion and constituted unfair competition. 
Accordingly, the court enjoined defendant’s use of the trademark, directed 
it to change its corporate name and dismissed its counterclaim for cancella- 
tion of the registration. 

Season-All first contends that SEASON-ALL as applied to aluminum 
storm windows and doors is “merely descriptive” and hence not entitled 
to registration as a valid trademark. Section 2(e) of the Lanham Act of 
1946, 15 U.S.C.A. §1052(e).? 


1. “§ 1052. Trademarks registrable on the Principal Register; * * * No trademark 
by which the goods of the applicant may be distinguished from the goods of others shall 
be refused registration on the principal register unless it * * * 

(e) Consists of a mark which, (1) when applied to the goods of the applicant 
is merely descriptive or deceptively misdescriptive of them, * * * .” 
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It must be conceded that there is not much to choose between saying 
that SEASON-ALL is descriptive only and that it is fanciful and arbitrary as 
well as descriptive. SEASON and ALL are both common enough words. Had 
they been used in reverse order the result ALL-SEASON would seem to be 
merely descriptive and not registrable. Thus the question is whether when 
placed in the unusual order of sEAsON followed by ALL, the juxtaposition 
adds a quality of fancy or arbitrariness sufficient to justify registration. 
The Patent Office has answered the question by granting registration and 
we are not disposed to say that it was in error. 

In the Lanham Act Congress made it clear that weight should be 
accorded to the actions of the Patent Office. The Act provided that “A 
certificate of registration of a mark * * * shall be prima facie evidence of 
the validity of the registration * * *” 15 U.S.C.A. §1057(b). We are of 
the opinion that this means not only that the burden of going forward is 
upon the contestant of the registration but that there is a strong presump- 
tion of validity so that the party claiming invalidity has the burden of 
proof and in order to prevail it must put something more into the scales 
than the registrant. In a case such as this, where it can be argued with 
equal force that a mark is descriptive and on the contrary that it is arbi- 
trary and fanciful, the courts should not overrule the action of the Patent 
Office to whose care Congress has entrusted the preliminary determination 
as to whether a mark fulfills the requirements of the statute. 

One of the purposes of the Lanham Act was to encourage registration 
of trademarks and other marks. Thus, among other things, that Act goes 
beyond all prior legislation in this field by providing, for the first time, 
that registration is prima facie evidence of validity. 

Even before the Lanham Act, this Court in Planten v. Gedney, 224 F. 
382, 386 (5 TMR 382) (1915), and other courts had given some weight to 
registration. Developments in the Law—Trademarks and Unfair Compe- 
tition, 68 Harv. L. Rev. 814, 828, and cases cited in footnote 114 (1955) ; 
Nims, Unfair Competition and Trademarks, 4th Ed. (1947) p. 1076, and 
cases cited in footnote 9. 

After the Lanham Act this Court reaffirmed this view and said that the 
fact that the Patent Office has allowed registration creates a “strong pre- 
sumption in favor of the validity of the mark.” Pastificio Spiga Societa 
Per Azioni v. De Martini Macaroni Co., 200 F.2d 325, 326, 95 USPQ 305, 
306 (438 TMR 104) (1952). 

The law reports are full of cases which counsel can cite on both sides 
of the question of whether a trademark is descriptive within the meaning 
of the Act. See cases cited in 87 C.J.S. 267-272, and particularly Gold 
Seal Company v. Weeks, 129 F.Supp. 928, 934, 105 USPQ 407, 411 (45 
TMR 1075) (D.C. 1955), aff’d sub nom. Johnson & Sons v. Gold Seal Co., 
230 F.2d 832, 108 USPQ 400 (D.C. Cir. 1956). It may well be that the 
many differing and irreconcilable views of the courts was one of the reasons 
which impelled Congress to write into the 1946 Act the presumption of 
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validity from registration. At any rate nothing could be clearer than the 
fact that prior decisions were of little help, and that there was a need 
to give to the imprimatur of the Patent Office some real value. 

Here the plaintiff’s trademark was registered by the Patent Office on 
its Principal Register, the registration being prima facie evidence of its 
validity, and the registration was upheld by the district court. We give 
full weight to the registration and hold that this prima facie evidence of 
validity has not been overcome by the arguments advanced by the appellant. 

Nor does our affirmance of the Patent Office registration of SEASON-ALL 
render it difficult for others in the business of selling other storm doors 
and storm windows adequately to describe their products. The English 
language has a wealth of synonyms and related words with which to de- 
scribe the qualities which manufacturers may wish to claim for their 
products and the ingenuity of the public relations profession supplies 
new words and slogans as they are needed. 

Defendant contends further that because of Prentice’s prior use, 
Aluminum does not have exclusive rights in the mark and cannot enjoin 
use by Season-All. It asks also that Aluminum’s registration be canceled. 
15 U.S.C.A. §1119. 

Assuming that Prentice acquired rights in a common law trademark 
which are superior to those of Aluminum, it does not follow that Aluminum 
may not register its mark nor obtain an injunction. Even prior to the 
Lanham Act a subsequent user could obtain rights in a trademark if he 
sold his product in markets different from those where the original user 
had sold, Cohn-Goldwater Mfg. Co. v. Wilk Shirt Corp., 147 F.2d 767, 64 
USPQ 498 (35 TMR 79) (2 Cir. 1945); Griesedieck Western Brewery Co. 
v. Peoples Brewing Co., 149 F.2d 1019, 66 USPQ 1 (35 TMR 211) (8 Cir. 
1945), at least if his appropriation was innocent. See Ubeda v. Zialcita, 
226 U.S. 452 (3 TMR 77) (1913). He could not, however, register the 
mark and maintain a statutory action for infringement. See commentary on 
Lanham Trademark Act, 15 U.S.C.A. p. 271 preceding §1051; and Develop- 
ments in the Law—Trademarks and Unfair Competition, 68 Harv. L. Rev. 
814, 857-860 (1955). 

The Lanham Act of 1946 brought the statutory protection more in line 
with common law rights by refusing registration of a mark similar to 
another then in use only if the trademark for which registration is sought 
is “likely, when applied to the goods of the applicant, to cause confusion or 
mistake or to deceive purchasers.” 15 U.S.C.A. §1053(d). Indeed, con- 
current registration of identical marks is allowed if their respective areas 
of use are such that confusion is not likely to result. See Developments, 
supra, at page 860; Commentary, supra, at 271-272. 

The Prentice testimony discloses that Prentice & Company, a Michigan 
firm, sold wooden storm windows under the classification of SEASON-ALL. 
The volume of sales approached $500,000 one year and had slipped back to 
approximately $150,000. Sales were made from time to time and in varying 
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amounts to Sears-Roebuck, Montgomery-Ward and American Hardware in 
Pittsburgh, among others, and at least some of the purchasers resold the 
windows under their own trademarks or tradenames. 

From the record it is unclear in which market Prentice sold, whether 
it acquired any rights in a trademark, and whether, in view of the facts 
that the windows were wooden and were sold for redistribution often under 
different trademarks and tradenames, there was a likelihood of confusion 
even in an overlapping market. Defendant’s proof failed to show that the 
registration was improper and thus subject to cancellation, for it failed 
to introduce evidence that confusion was likely from Aluminum’s use of 
the mark. We think the district court properly enjoined Season-All’s in- 


fringement and the use of SEASON-ALL in its corporate name. 
Affirmed. 


HOWARD INDUSTRIES, INC. v. RAE MOTOR CORP. 
No. 6396 — D. C., E. D. Wisconsin — September 25, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GooDs 
In action for breach of contract based on violation of patent infringement 
settlement in which defendant agreed to change the dress and design of certain 
electrical motor casings in accordance with a design attached to the settlement, 
defendant will not be permitted to adopt a design confusingly similar to plaintiff’s 
casing on the ground that the agreed design did not permit complete inter- 
changeability with other motors. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Testimony of likelihood of confusion by experts based on side-by-side com- 
parison is not persuasive since the test is the impression made on ordinary purchasers 
by recollection when the marks or goods are considered individually. 
REMEDIES—U NFAIR COMPETITION—DEFENSES—LACHES 
Defense of laches not proper where there is no change of position in reliance 
upon acts or omissions of plaintiff. 
ANTITRUST 
Agreement by defendant for valuable consideration to adopt dress of goods 
not confusingly similar to plaintiff’s product is not in restraint of trade. 


Action by Howard Industries, Inc. v. Rae Motor Corporation for breach 
of contract. Judgment for plaintiff. 


Heft & Coates, of Racine, Wisconsin, for plaintiff. 
Foley, Capwell & Foley, of Racine, Wisconsin, for defendant. 


Gruss, District Judge. 

This action is brought for alleged breach of an agreement settling a 
patent infringement case. 

The principal defenses relied upon are: (1) That the settlement 
agreement has not been breached; (2) that if it were breached, plaintiff 
is estopped from prosecuting this action because of laches; and (3) a 
defense which was first asserted on the trial, i.e. that if the contract is 
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interpreted as plaintiff would interpret it, it is void as against public 
policy as creating an unreasonable restraint of trade. 

In August, 1945, plaintiff, Howard Industries, Inc., hereinafter re- 
ferred to as Howard, purchased the assets, including the patents, of the 
Electric Motor Corporation, hereinafter referred to as E-M-C. E-M-C had 
been engaged in the manufacture of fractional horsepower electric motors, 
which business Howard carried on after the sale in August, 1945. 

In the winter of 1945-46, defendant, Rae Motor Corporation, herein- 
after referred to as Rae, was formed and Messrs. A. J. Peterson, I. H. 
Dunham, H. P. Rothering, and E. K. Hansen, all former employees of 
E-M-C, became Rae’s key personnel. By early Spring, 1946, Rae had on the 
market a fractional horsepower motor. 

In May, 1948, Howard commenced a patent infringement action against 
Rae. 

On August 15, 1949, Howard and Rae entered an agreement in settle- 
ment of Howard’s patent infringement suit. The pertinent parts of the 
agreement are as follows: 


“Whereas, there is pending in the United States District Court 
for the Eastern District of Wisconsin, an action in which Howard, 
as plaintiff, charged infringement of its patent #2032084 by Rae and 
Dunham, Defendants, said action being identified as Civil Action No. 
4554, wherein issue has been joined; and 

“Whereas, apart from any cause of action pleaded in said litiga- 
gation, Howard complains that the shells or casings of motors made 


by Rae too closely resemble in appearance those previously made by 
Howard. 


“Now, Therefore, in consideration of the agreement of the parties 
hereinafter set forth, it is agreed as follows: 


“First: Rae and Dunham covenant and agree: 


“1. That the brush holder and the contact slip of the electric 
motor first manufactured and sold by Rae are acknowledged to have 
infringed the patent in suit No. 2,032,084. 

“Second: Rae covenants and agrees: 

“That as soon as its present stock of motor shells or casings is 
used up it will adopt a different shell or casing for its motor either 
like Exhibit A attached hereto or some other casing design which is not 
confusingly similar in appearance to the casing design now embodied 
in the E.M.C. motor. The present stock of Rae’s motor casings being 
not in excess of 3500. 

“Third: Howard covenants and agrees: 

“1. That Howard waives any claim or right it might have or make 
now or in the future based upon infringement by the motor currently 
manufactured by Rae upon Patent No. 2,032,084. 


“2. That it does hereby acknowledge the receipt of Thirty-five 
Hundred ($3500.00) dollars to it paid by Rae. 


“3. That in consideration of the said Thirty-five Hundred 
($3500.00) dollars to it paid by Rae and of the agreement of Rae and 
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Dunham herein set forth it does for itself, its successors and assigns 
hereby remise, release and forever discharge Dunham and Rae of and 
from all claims, controversies and demands accruing to the date 
hereof, jointly or severally against Dunham or Rae or either of them 
and based upon matters set forth in the complaint of this action or 
upon alleged simulation of casing design. 

“4. That a shell or motor casing design, of the type indicated by 
the attached print marked ‘Exhibit A’ is adequately differentiated in 
appearance from the motor shell or casing design of Howard. 


“Fourth: It is mutually covenanted and agreed by and between 
the parties hereto that the aforesaid Civil Action No. 4554 shall be 
dismissed without costs to either party or parties, upon the written 
stipulation of the parties or their counsel being filed in the United 
States District Court of the Eastern District of Wisconsin.” (Empha- 
sis supplied. ) 


At the time this settlement agreement was entered, and prior thereto, 
Rae was using a motor shell or casing which resembled Howard’s casing 
except in the method of attaching the brush holders to the end of the shell. 
Plaintiff’s brushes were attached to the shell by crimping. Those of defen- 
dant Rae were welded. 

Shortly prior to the entry of the settlement agreement, Rae ordered 
for manufacture a casing identical in appearance to its previous shell 
except that each end of the new casting had a groove running around its 
periphery. This casing is marked “Exhibit 6.” 

Although defendant had ordered these casings prior to the settlement 
agreement, this was not known by plaintiff until after the agreement, and 
nothing was disclosed to plaintiff concerning the fact that defendant, 
notwithstanding Exhibit A attached to the contract, had ordered and 
intended to market a easing identical to its old casing excepting for 
the small groove on the ends. 

On August 25, 1954, Howard commenced this suit alleging breach of 
the settlement agreement. 

The first issue before the court is whether the groove or indentation 
running around the ends of Rae’s casing is enough of a distinguishing 
feature to satisfy the terms of the settlement agreement. 

Exhibit A is distinguishable from Howard’s casing in two respects. 
The first and primary distinction is that Exhibit A shows a raised wide 
band located in the middle of the casing and encircling the cylinder. The 
second difference is that Exhibit A has the same groove treatment of its 
end bells that was adopted by defendant Rae and displayed in Exhibit 6. 

There is attached hereto a photostatic copy of Exhibit A which was 
made a part of the contract. Unfortunately this photostat does not show 
as plainly as Exhibit A that the center band is raised, but the photostat 
does show the general appearance. Exhibit 5 was an exhibit made up to 
show the appearance as it would be had Exhibit A been followed by Rae. 
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‘Exhibit A 


The parties agree that a casing designed like Exhibit A would not fit 
many of the applications in which these motors are used. 

Howard contends from this that one of the purposes of the contract 
was to eliminate interchangeability, so that Howard would have a head 
start in the market until manufacturers using this type motor would change 
the design of their applications to fit Rae’s new casings. 

Rae asserts that although a casing designed like Exhibit A would not 
be interchangeable with Howard’s casing, the contract does not require 
Rae to adopt a casing which is not interchangeable, but only one adequately 
differentiated in appearance. 

The terms of the contract refer to a change in appearance. Rae agreed 
to make a shell which would be adequately differentiated in appearance so 
that its casing would not be confusingly similar to Howard’s. These words 
are unambiguous and cannot be extended to require Rae to change its 
easing design in such a way that its motors could not be used by many 
of its present customers. 

Counsel for Rae further contends that Exhibit A was mentioned in the 
agreement as a shell which Rae could adopt, and a design which was ac- 
ceptable to Howard because it was adequately differentiated in appearance 
from Howard’s. 

The court agrees with this interpretation. The parties put significant 
emphasis on the drawing attached to their agreement. Exhibit A was more 
than a design which Rae could adopt. It was an example of a design that 
was sufficiently differentiated in appearance, 
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This drawing, read as a part of the agreement, demonstrates that the 
parties were thinking in terms of a very substantial change in the appear- 
ance of Rae’s casing and must be interpreted as meaning that Rae would 
adopt a shell or casing design substantially different in appearance from 
Howard’s easing. There are numerous other casing designs which could 
have been adopted which would not have been confusingly similar in 
appearance which would, in fact, have been interchangeable in many of the 
applications. 

During the trial, Rae contended its shell was adequately differentiated 
and in support of its position paraded five “expert” witnesses to the stand, 
whose testimony, in brief, was that Howard’s and Rae’s casings are not 
confusingly similar in appearance. 

Rae’s experts gave their testimony while comparing the parties’ cas- 
ings held in juxtaposition. However, similarity is not determined by a 
side-by-side comparison, since the determination of similarity is to be made 
with respect to the impression made on the ordinary purchaser by recol- 
lection, and purchasers do not always see the items in juxtaposition, nor 
do they stop to analyze, but are governed by appearance and general 
impressions. Cf. Square D Co. v. Sorenson, 224 F.2d 61, 106 USPQ 45 
(45 TMR 1102) (C.A. 7, 1955). The court finds that many persons would 
not even observe, and few would be likely to remember these small grooves. 

Although the court has ample testimony to determine that when the 
two casings are held side-by-side, experts in this field could tell them apart, 
this evidence does not establish that the parties’ customers would not be 
confused when viewing such casings individually. The record does disclose 
that Rae’s customers have shipped Rae’s casings back to Howard for 
repair. And even more conclusively, the casings themselves establish a total 
effect of overwhelming similarity. 

These “expert” witnesses all referred to two differences in appearance: 
(1) The method of attachment of the brushes, which was no change what- 
ever; and (2) the crimp at the end of the casing. Defendant’s witness 
Ganzert, when asked to point out the visual differences, replied: “The 
method of fastening brush holders to the end bell is the most prominent 
distinctive feature. Secondarily in the ridge at the end of the end bells.” 
(Tr. p. 307) Therefore, the most prominent distinctive feature of difference 
in his opinion was not anything that was changed after the settlement 
agreement, but was something that existed and that the parties had in 
mind when they entered the settlement agreement and when Exhibit A was 
prepared, signed by both counsel and attached to the contract of settlement. 
It should be noted that one of the recitals of the settlement agreement was 
that Howard complained that the shells or casings made by Rae too closely 
resembled in appearance those made by Howard. 

It is the finding of this court that Rae has neither complied with the 
requirement that it adopt a casing which is not confusingly similar in 
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appearance, nor has it adopted a casing which is adequately differentiated 
in appearance. 

Rae asserts the defense of laches. Prior to the commencement of this 
action there was an action commenced in the Circuit Court of Racine 
County, Wisconsin on this same cause of action. That action was dis- 
missed without prejudice before this action was commenced. The court 
finds that plaintiff acted with reasonable diligence and that at no time was 
the defendant deceived or prejudiced and at no time did the defendant 
change its position in reliance upon any act or omission of the plaintiff. 

On June 26, 1958 the court asked counsel whether a contract which 
prohibits one party from making an object confusingly similar in appear- 
ance is a reasonable restraint of trade. It would appear from counsel’s 
brief following oral argument that Rae would choose to have the court 
decide the question both ways. On pages 17 and 47, Rae’s brief asserts 
that it never contended that this agreement was invalid and it now contends 
it is valid. Apparently counsel was urging this position for the purpose of 
obtaining the interpretation that Rae could make any shell which was not 
confusingly similar to Howard’s. But when asked whether that interpreta- 
tion would be a reasonable restraint of trade, counsel contends such a 
contract would be void and unenforceable. (Br. p. 51) Rae cites in 
support of this proposition American Fork & Hoe Company v. Stampit 
Corporation, 125 F.2d 472, 52 USPQ 210 (32 TMR 149) (C.A. 6, 1942). 
This case and the line of cases in which it stands, are distinguishable from 
the case now before the court. 

This is not a suit based upon the bare complaint of similarity in design, 
but a suit for breach of a contract in which valuable consideration was 
given in exchange for Rae’s agreement that it would adopt a different 
design. 

Rae has not cited a case, nor has the court found a case in which a 
contract prohibiting a party from making a product confusingly similar 
in appearance was held either unenforceable or an unreasonable restraint of 
trade. 

Nor does this court think this contract is an unreasonable restraint of 
trade. Rae can still make fractional horsepower motors to fit the same 
applications it is now selling, as long as the motor casing is not confusingly 
similar in appearance to Howard’s. 

Nor does this contract tend to establish a monopoly, for not only can 
Rae change the design of its shell and compete fairly, but further, the 
record discloses five other manufacturers of this type motor. 

Plaintiff’s counsel is directed to prepare and submit proposed findings 
of fact and conclusions of law in conformity herewith, submitting them to 
defendant’s counsel for approval as to form only. These findings of fact 
and conclusions of law should include an order for the requested injunction. 

Counsel for each party is directed to prepare, serve and submit, 
within twenty days, a proposed order of reference to a Special Master 
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referring the matter of damages to such Special Master, leaving the name 
of the Special Master blank in the proposed order, it to be prepared in 
conformity with Rule 53(b) and (c) of Federal Rules of Civil Procedure, 
and to give the Special Master proper directions as to the determination of 
damages, with citations of authority in support of any claim as to how the 
damages were determined and assessed. 


STEWART PAINT MFG. CO. v. UNITED HARDWARE 
DISTRIBUTING CO. 


No. 15712—C. A. 8— September 29, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
CouRTS—MOTIONS 
Motion for clarification of injunction and extension of injunction to include 
particular color shades of paint is denied since law does not recognize pre-emptive 
rights in general shades of colors where no secondary meaning was claimed. 
CoURTS—PLEADING AND PRACTICE 
CouRTS—MOTIONS 
Defendant may not change its position subsequent to injunction and request the 
dissolving of the injunction on the basis of its change of position. 


Action by Stewart Paint Mfg. Co. v. United Hardware Distributing Co. 


for trademark infringement and unfair competition. Plaintiff appealed 

from District Court for District of Minnesota from judgment for defen- 

dant. Reversed at 48 TMR 879. Appellant moves for interpretation of 

opinion; appellee petitions for rehearing. Motion and petition denied. 
Case below reported at 46 TMR 1121, 47 TMR 213. 


Arthur S. Caine, of Minneapolis, Minnesota, for appellant. 
Wright W. Brooks (Faegre & Benson on the brief), of Minneapolis, Minne- 
sota, for appellee. 


Before SANBORN, WooDROUGH, and JOHNSEN, Circuit Judges. 


JOHNSEN, Circuit Judge. 
) 


Appellant seeks, by purported motion for interpretation or clarification 
of our opinion, 253 F.2d 568, 117 USPQ 6 (48 TMR 879), to have us 
extend the scope of the injunction directed to be issued against appellee 
for unfair competition, to cover also the particular color shades in which its 
paints were sold. 

Our opinion directed only that “appellee should be enjoined from the 
using of appellant’s color names and code numbers on its paints and color 
charts, in the marketing by its dealers of its unrelated products,” 253 F.2d 
at p. 574, 117 USPQ at 11 (48 TMR at 886). The term “color names” 
in this prohibition, as the preceding text, p. 573, 117 USPQ at 11, indicates, 
had reference simply to such “artificial shade names” as appellant could 
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properly claim to have devised or adopted for giving identification to 
particular colors or gradations thereof in its paint products. Designations 
which had a common significance and general use in the industry—such, for 
example, as calling a paint “white,” “off-white,” ete. would, of course, not 
be within the prohibition intended against appellee. 

It was our view that, in relation to the status which had previously 
existed between the parties, the prohibition which the majority opinion 
directed against the use by appellee of appellant’s color names and code 
numbers was sufficient to prevent any improper confusion, unfair trade 
benefit, or palming-off attempt, to which the situation could reasonably 
give rise, and that this was all the relief which the facts soundly required, 
as well as all the relief to which appellant was legally entitled. 

As a matter of fact, we expressed doubt, p. 573, 117 USPQ at 11, 
whether in the broad field of paint manufacture, where color is such a part 
of its essential domain and so much an incident of its service to the public, 
the law would recognize any preemptive right generally as to shades and 
colors of paint. But since the situation here did not in any event present 
a basis for claiming such secondary meaning as to call for consideration of 
that question, we did not decide it. 


II. 


Appellee, in turn, has filed a petition for rehearing, seeking to escape 
the injunction which we directed, by in part shifting the battle line from 
that previously drawn in the litigation. Thus, among other things, the 
assertion is made that both parties “have now so completely revised the 
colors in which their respective lines of paint are offered, and their respec- 
tive color charts, that there is not the slightest possibility of confusion 
between the two lines.” 

There is no right at this late date to attempt to have the issues changed 
in order to escape the injunction which has been granted. The course 
against which we directed the injunction was one which appellee had in- 
sisted throughout the litigation that it had the right to tread. Although 
it may now be willing to travel a different path, its previous conduct and its 
insistence upon the legality thereof still entitle appellant to have it pro- 
hibited from making any return thereto. Besides, appellant does not con- 
cede that the controversy between the parties has ceased. In fact, such 
charges and countercharges have been made in the respective motions and 
showings filed that we have deliberately withheld the present ruling, until 
there had been an opportunity for the parties to cool off a bit. 


III. 


The motion of appellant and the petition of appellee are hereby in all 
respects severally denied. Mandate is directed to be issued forthwith. 
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AMERICAN HOME PRODUCTS CORPORATION v. 
NEO-CHEMICAL CORPORATION OF AMERICA 


No. 35,754 — Commissioner of Patents — August 5, 1958 













REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
It is common knowledge that non-prescription vitamin preparations are ordi- 
narily purchased by spoken word; sound of marks is therefore of greater importance 






than appearance. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NEOVITAL for a dietary supplement medicinal preparation is likely to be con- 
fused with MEOVITE for vitamin preparation; marks are ,not so similar in sound 









as to avoid confusion. 










Opposition proceeding by American Home Products Corporation v. 
Neo-Chemical Corporation of America, application Serial No. 688,493 
filed June 13, 1955. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Reversed. 






Louis Baer and Mortimer Altin, of New York, N. Y., for opposer-appellant. 
Joseph J. Juhass, of New York, N. Y., for applicant-appellee. 







LeEeEps, Assistant Commissioner. 

An application has been filed by Neo-Chemical Corporation to register 
NEOVITAL for a dietary supplement medicinal preparation in capsule form, 
use since April 16, 1953 being asserted. 

7 Registration has been opposed by American Home Products Corpora- 
tion, registrant of MEOVITE for methionine and B-complex vitamins com- 
bined in dosage form.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that the products of the parties are specifically 
different in chemical content, but both are over-the-counter vitamin prepa- 
rations sold to the general public. Opposer’s use of its mark MEOVITE 
antedates applicant’s use of its mark NEOVITAL by several years. It is 
common knowledge that nonprescription vitamin preparations are ordi- 
narily purchased by spoken word and the sound of the marks is therefore 
of greater importance than their appearance. Although MEOVITE and 
NEOVITAL are capable of dissimilar pronunciations, there is a likelihood 
that many purchasers would pronounce them as ME-0-VITE and NE-0-VITE-AL. 
Under such circumstances of pronunciation, it is believed that the marks 
are not so dissimilar in sound as to avoid probable confusion and mistake 























of purchasers. 
The decision of the Examiner of Interferences is reversed, and the 






opposition is sustained. 






1. Reg. No. 521,039, issued to a predecessor on Feb. 14, 1950. 
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FLORIDA CITRUS EXCHANGE v. 


BROCK CANDY COMPANY 
No. 34,790 — Commissioner of Patents — August 5, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
SEALDSWEET for candy is not confusingly similar to SEALDSWEET for citrus 
fruits under particular facts of case where it appears that applicant made extensive 
use of mark for fifteen years with no evidence of confusion. 


Opposition proceeding by Florida Citrus Exchange v. Brock Candy 
Company, application Serial No. 676,036 filed November 4, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for opposer-appellant. 
Lamont Johnston, of Chattanooga, Tennessee, for applicant-appellee. 


LEeEps, Assistant Commissioner. 

An application has been filed by Brock Candy Company to register 
SEALDSWEET for candy, use since March 2, 1949 being asserted. 

Registration has been opposed by Florida Citrus Exchange, registrant 
of SEALDSWEET, diagonally disposed across an irregular disk, for citrus 
fruits, and SEALDSWEET for canned citrus fruits.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The marks are, for purposes of this proceeding, the same, and opposer 
used the mark for many years before it was adopted and used by applicant. 
There is left only the question of whether the nature of the products of the 
parties is such that use of the same mark on them would be likely to lead 
purchasers to assume that they are products of a single producer, or that 
the producers of the products are in some way related to, or associated or 
connected with, each other. 

The record shows that opposer’s mark is well known in the fresh and 
canned citrus fruit field. Advertising under the mark in consumer media 
has been very substantial, and sales have been very extensive. 

The record also shows that fresh and canned citrus fruits and candy 
are sold in food stores, in drug stores and by some gift mail order houses; 
and it is not unusual for the latter to sell them under the same mark. The 


average purchasers of the goods are therefore likely to be the same. 
It further appears that citrus fruits are used in the manufacture of 


some candies. 


1. Reg. No. 106,590, issued Oct. 26, 1915, renewed twice, and published in accord- 
ance with Sec. 12(c) on May 31, 1949. 
2. Reg. No. 175,912, issued Nov. 13, 1923, renewed. 


“- 
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Applicant, according to the record, first used SEALDSWEET as a trade- 
mark for candy in 1940. In 1944, opposer protested applicant’s use of 
the mark and requested discontinuance of such use. Applicant responded 
to the protest by stating that since opposer had not used the mark on 
candy, it was of the opinion that its own use of SEALDSWEET on candy did 
not encroach upon opposer’s rights. According to opposer’s answers to 
applicant’s interrogatories, opposer “did not receive any evidence of fur- 
ther use of the mark” by applicant until 1955—presumably when appli- 
cant’s mark was published for opposition purposes. 

The record shows that applicant made inquiry in 1953 of a grower 
of citrus fruits and producer of marmalade, jellies and preserves concern- 
ing availability of marmalade and chopped orange peel for use in candy. 
Applicant uses citrus flavoring in some of its candies, and some of its 
citrus flavored candies have been sold under the trademark SEALDSWEET. 

During the period 1948-1955 applicant sold more than twenty-six 
million bags of candy marked SEALDSWEET, and the value of such candy 
amounted to more than two million dollars. 

Except for certain facts unique to this case, the record here would 
lead to a conclusion that there is a reasonable likelihood that applicant’s 
mark will cause confusion. Where it clearly appears, however, that 
applicant’s extensive use of the mark has continued over a period of some 
fifteen years with no confusion having manifested itself, and where appli- 
cant’s sales have been substantial and geographically extensive (even into 
the area where opposer is located) and opposer had no evidence of use 
of the mark by applicant after the correspondence between the parties 
in 1944 concerning applicant’s discontinuance of its use of the mark, a 
presumption is created that there is no likelihood of confusion. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is sustained. 


E. J. BRACH & SONS v. BROCK CANDY COMPANY 
No. 35,919 — Commissioner of Patents — August 7, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TASTE TREATS for candy is not likely to result in confusion or mistake with 
CHOCOLATE TREATS for candy notwithstanding the use by one party of the house 
mark BRACH’S and use by the other of the house mark Brock. If use of a house mark 
may not be relied upon to support a finding of no probable confusion, such use may 
not be the basis for a finding of a likelihood of confusion. 


Opposition proceeding by EZ. J. Brach & Sons v. Brock Candy Com- 
pany, application Serial No. 692,898, filed August 12, 1955. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


3. The application recites first use as “on or before March 2, 1949.” The Examiner 
of Interferences held that in the event applicant finally prevails, registration will be 
withheld pending receipt of an amendment setting forth the correct date of first use 
as established in this proceeding. The holding is undisturbed and such amendment 
should be filed within fifteen days after final termination thereof. 
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Cromwell, Greist & Warden, of Chicago, Illinois, for opposer-appellant. 
Lamont Johnston, of Chattanooga, Tennessee, for applicant-appellee. 


LEeEps, Assistant Commissioner. 

An application has been filed by Brock Candy Company to register 
TASTE TREATS for candy, use since January 2, 1955 being asserted. 

Registration has been opposed by E. J. Brach & Sons, on the ground 
that applicant’s mark so resembles CHOCOLATE TREATS previously used by 
opposer on candy as to be likely to cause confusion, mistake and deception 
of purchasers, and that such likelihood is intensified by the fact that 
opposer uses in connection with its product the identifying portion of its 
commercial name BRACH, and applicant uses the identifying portion of its 
commercial name BROCK. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer has used CHOCOLATE TREATS as a trade- 
mark for candy since 1948 and more than a million pounds are sold under 
the mark annually. 

The parties admit that the word TREATs is commonly used in connec- 
tion with food products, especially candy; and in support of the admission 
opposer placed in the record copies of a dozen existing third party regis- 
trations of marks embodying TREAT for candy.’ 

It also appears from the record that the parties use the respective 
names BRACH and BROCK in connection with their candies, but applicant 
does not seek to register BROCK’S TASTE TREATS. Since use of house marks 
or primary marks in conjunction or association with secondary marks 
presented for registration may not be relied upon to support a finding of 
absence of probable confusion,’ it would seem that the converse would 
necessarily follow, i.e., use of such marks may not be relied upon to support 
a finding of probable confusion. Consideration is not given, therefore, to 
the “intensification” of likelihood of confusion by reason of the commercial 
use by the parties of BRACH’s CHOCOLATE TREATS and BROCK’S TASTE TREATS, 
respectively. 

Considering the nature of the marks of the parties when applied to 
the goods, it is concluded that the resemblance of applicant’s mark is not 
so close to opposer’s previously used mark as to be likely to cause purchaser 
confusion, mistake or deception. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


1. The marks shown include PEANUT TREAT, DUTCH TREAT, PECAN TREAT, TRIX OR 
TREATS, KENTUCKY TREAT, GOLDEN TREAT, TOP TREAT, TRIPLE TREAT, TREATS ’N SWEETS, 
COCONUT TREAT and RING ‘N’ TREAT. 

2. Hat Corporation of America v. John B. Stetson Co., 106 USPQ 200 (45 TMR 
1343) (CCPA, 1955) ; Burton-Dixie Corporation vy. Restonic Corporation, 110 USPQ 272 
(46 TMR 1367) (CCPA, 1956). 
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MALLEABLE IRON RANGE COMPANY v. CENTRAL 
RUBBER AND STEEL CORPORATION 


No. 35,035 — Commissioner of Patents — August 8, 1958 





REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

Confusion is likely to result from use of the mark MONARCH in connection 
with washing machines in view of opposer’s prior use of the same mark on ranges, 
ovens, hot plates, stoves, heaters and refrigerators. 





Opposition proceeding by Malleable Iron Range Company v. Central 
Rubber and Steel Corporation, application Serial No. 680,363, filed January 
24, 1955. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


Zabel, Baker, York, Jones & Dithmar, of Chicago, Illinois, for applicant- 
appellant. 
Woodling & Krost, of Cleveland, Ohio, for opposer-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed by Central Rubber and Steel Corporation 
to register MONARCH for washing machines, use since June 12, 1953 being 
asserted. 

Registration has been opposed by Malleable Iron Range Company, 
registrant of MONARCH for electric ranges, ovens, hot plates, grill stoves, 
room heaters and water heaters ;' for electric refrigerators ;? and for ranges 
other than gas stoves, oil stoves, gasoline or vapor stoves, and vapor burners 
and ovens.® 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer has used its mark on electric household 
appliances—ranges, water heaters, hot plates, room heaters and the like— 
since long before applicant adopted the same mark for an electric household 
appliance, a semi-automatic washing machine. 

It is common knowledge that producers of electric household appli- 
ances often include in their line ranges, hot plates, water heaters and 
washing machines. It seems necessarily to follow that purchasers familiar 
with opposer’s MONARCH electric household appliances will, upon seeing 
applicant’s MONARCH washing machine, assume that they emanate from 
the same source. 

The conclusion reached makes it unnecessary to pass upon the matters 
concerning res judicata, “weakness” of MONARCH as a mark, and lack of 
evidence of actual confusion. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 





1. Reg. No. 285,700, issued Aug. 4, 1931, renewed. 
2. Reg. No. 297,152, issued Sept. 6, 1932, renewed. 
3. Reg. No. 63,856, issued July 9, 1907, renewed twice. 
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NEBRASKA CONSOLIDATED MILLS COMPANY v. 
THE QUAKER OATS COMPANY 


No. 167 — Commissioner of Patents — August 8, 1958 


REGISTRABILITY—DISCLAIMERS 
Since the mark MOTHER’S BEST is a unitary term which, as a unit had acquired 
a secondary meaning, the word BEST should not have been disclaimed. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—CONCURRENT MARKS 
Where it appeared that the applicant had used the mark MOTHER’S BEST for 
wheat flour since 1911 in a limited number of states pursuant to an informal ar- 
rangement with opposer who had previously used MOTHER’S for oats cereal, Graham 
flour, pearl barley cornmeal, hominy grits, corn flakes and wheat hearts and no 
proof of confusion having been offered despite concurrent use in some areas, an 
unlimited registration was found to be appropriate. The applicant had acquired 
a valuable good will in the mark and was entitled to registration. 


Concurrent use proceeding between Nebraska Consolidated Mills Com- 
pany, application Serial No. 608,013, filed December 22, 1950 and The 
Quaker Oats Company, Registration No. 143,143, issued May 24, 1921 and 
Registration No. 539,986, issued March 27, 1951. Applicant appeals from 
decision of Examiner of Interferences for applicant in part and registrant 
in part. Modified. 

See also 48 TMR 236. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for Nebraska Consoli- 
dated Mills Company. 

William T. Woodson, Beverly W. Pattishall, and Lewis S. Garner, of 
Chicago, Illinois, and Thomas L. Mead, Jr., and Francis C. Browne, 
of Washington, D. C., for The Quaker Oats Company. 


LEEpDs, Assistant Commissioner. 

Nebraska Consolidated Mills Company seeks concurrent registration 
of MOTHER’s BEST for wheat flour, asserting concurrent use since June 12, 
1911, with The Quaker Oats Company, registrant of MOTHER’s for crushed 
oats, wheat hearts, wheat flakes, oatmeal, hominy, cornmeal, Graham flour, 
and wheat flour,’ and for oatmeal, cornmeal, and wheat flour.? The area 
for which registration is sought comprises the States of Alabama, Arizona, 
Arkansas, California, Colorado, Florida, Georgia, Idaho, Illinois, Iowa, 
Kansas, Kentucky, Louisiana, Michigan, Minnesota, Mississippi, Missouri, 
Montana, Nebraska, Nevada, New Mexico, North Carolina, North Dakota, 
Oklahoma, Oregon, South Carolina, South Dakota, Tennessee, Texas, Utah, 
Washington, Wisconsin and Wyoming. 

The Examiner of Interferences, after finding that applicant had never 
used its mark in the States of Arizona, California, Colorado, Idaho, Kansas, 
Washington, Wyoming, Texas, Utah, Louisiana, Michigan, Montana, 





1. Reg. No. 143,143, issued May 24, 1921, renewed. 
2. Reg. No. 539,986, issued Mar. 27, 1951. 
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Nevada, New Mexico, North Dakota, Oklahoma and Oregon, and that its 
use of its mark in the States of Alabama, Arkansas, Florida, Georgia, Ken- 
tucky, Mississippi, Missouri, North Carolina, South Carolina, South Dakota 
and Tennessee postdates the filing date of registrant’s earlier registration, 
held that applicant was entitled to registration for the States of Illinois, 
Iowa, Minnesota, Nebraska and Wisconsin and that Registrations Nos. 
143,143 and 539,986 should be appropriately restricted with respect to 
the item “wheat flour.” Applicant states that it has appealed only the 
matter of its right of registration as to certain midwestern and southern 
States. 

The record here provides a unique story of business practices indulged 
in by the parties to this proceeding over a period from 1921 to 1944. The 
story, including certain preliminaries, will be set forth herein. 

It appears that in 1902 The Great Western Cereal Company was offer- 
ing for sale oats cereal, wheat flakes, blended patent flour, Graham flour 
and pearl barley under the trademark MOTHER’s. On August 21, 1907, The 
Great Western Cereal Company filed an application which matured into 
a registration® of MOTHER’s for cornmeal, pearled hominy and hominy grits. 
In 1909, 1910 and 1911 it engaged in a sales promotion campaign involving 
the use of coupons in its MOTHER’s brand of crushed oats, oatmeal, hominy 
grits, corn flakes, pearl hominy, Graham flour, yellow cornmeal, white corn- 
meal and wheat hearts being sold during those years. 

On June 22, 1911, The Quaker Oats Company, registrant here, suc- 
ceeded to The Great Western Cereal Company’s rights in the trademark 
MOTHER’s and to the business symbolized thereby. The record indicates 
clearly that the products last enumerated above were being sold under 
the mark at the time of the transfer. 

The record clearly shows also sales by registrant of MOTHER’s brand 
wheat hearts in most of the States during the period 1911-1924, with sales 
in 1924 diminishing to a total of only 872 cases. Continued use of MOTHER’S 
on oats cereal products is conceded. 

In 1911 Henry Glade & Co., a flour mill in Grand Island, Nebraska, 
commenced using MOTHER’s BEST as a trademark for wheat flour, and on 
September 19, 1911, it filed an application to register MOTHER’s BEST, and 
design, for such goods. Registration was refused on the ground of probable 
confusion resulting from the resemblance of the mark to the previously 
registered mark MOTHER’S. The word portion of the mark was then removed, 
and registration of the design issued.* Use of the mark with the words 
MOTHER’S BEST continued, however. 

In 1919, this applicant was organized, and its original operations 
comprised a combination of independent flour mills in Nebraska. On 
October 9, 1919, The Henry Glade Milling Company, a corporation which 


3. Reg. No. 75,622, issued Oct. 26, 1909. 


4. Reg. No. 89,457, issued Dec. 17, 1912, renewed in 1932 and expired on Dec. 17, 
1952. 
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apparently had succeeded to the interests of Henry Glade & Co., a firm, 
transferred to this applicant all of its business, including its trademarks. 
The record shows that from March 15, 1920, to the end of that calendar 
year, applicant sold more than a half million dollars’ worth of MOTHER’S 
BEST flour. Sales continued through the years and volume increased steadily 
to an annual sales volume of more than twelve million dollars in value in 
1948 ; and sales in 1949, the year preceding the filing of the present applica- 
tion, exceeded ten million dollars in value. 

Registrant’s record shows that it sold flour under the trademark 
MOTHER’s during the years 1922 through 1936, and various exhibits indicate 
that some flour was being sold under the mark until the fall of 1944. The 
witness who identified the sales data did not know why there were no 
records of sales prior to 1922. 

On July 8, 1922, applicant wrote a letter to registrant stating that 
it had been recently advised that registrant had sold a shipment of 
MOTHER’s brand flour to one of applicant’s customers in Sheboygan, Wis- 
consin, and to another in Belleville, Illinois, where applicant’s MOTHER’sS 
BEST brand had long been established, and that if registrant could not give 
assurance that it would discontinue selling a conflicting brand to appli- 
cant’s accounts, applicant would be obligated to apply for an injunction 
covering all territory where it was using MOTHER’s BEST brand. Registrant 
replied on July 14, 1922 stating that the matter had been referred to its 
legal department, and as soon as that department had investigated and 
reported, registrant would write “definitely regarding what we propose 
to do.” 

The same law firm represented both applicant and registrant in their 
trademark matters, and in August of 1922 a member of the firm advised 
applicant that the final attitude of registrant concerning the MOTHER’s— 
MOTHER’S BEST matter would be conveyed after return of registrant’s gen- 
eral counsel about August 15. On August 16, registrant’s general counsel 
advised applicant that he had been unable to arrange a meeting to discuss 
the matter about which applicant was concerned, but he expected to be 
able to reach a conclusion late in the month. Attempts were made to 
arrange a meeting during late August and early September between the 
president of applicant, the general counsel of registrant, registrant’s flour 
manager, and a member of the law firm which represented both parties. 
The meeting apparently was held on September 12, 1922, but the conclu- 
sions reached do not clearly appear. 

The subsequent correspondence between the parties indicates that 
there was some kind of agreement between them to the effect that they 
would not use their respective brand names in competition with each other 
in the same territory, but the terms are far from clear. In any event, the 
importance which the matter of the respective rights of the parties assumed 
in 1922 suggests that perhaps registrant’s use of MOTHER’s on wheat flour 
might have been resumed after a considerable period of nonuse. 
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In March of 1923, registrant complained to applicant about sales of 
MOTHER’s BEST in Baltimore; and in April of the same year, applicant com- 
plained to registrant about sales of MOTHER’s flour in Philadelphia. 

In November of 1923, the attorney representing both parties advised 
applicant that he would take up with registrant applicant’s proposed solu- 
tion of “the Ohio situation.” 

In January of 1924, registrant’s general counsel wrote to applicant 
concerning sales in Scranton, and stated, 


“Tt seems to us that this is not in accordance with the understand- 
ing at which we arrived when you were in our offices April 12 and 13 
last. The memorandum which I made at the time is to the effect that 
we would not sell our Mother’s Family Flour in Wisconsin and that 
you would not sell your brand in Ohio, Pennsylvania and West Vir- 
ginia, except to your trade near Toledo and Cleveland, and in the 
territory adjacent to Philadelphia.” ° 


Applicant’s president responded, stating that he understood his company 
was to withdraw MOTHER’s Best brand from Ohio, West Virginia and the 
Pittsburgh district and from there south; that the Toledo and Cleveland 
accounts had been changed to MooDY’s BEST, and that the brand had been 
withdrawn from Ohio. 

For a number of years from the summer of 1924, registrant and 
applicant corresponded freely about stopping uses by others of the word 
MOTHER’S as, or as a part of, a brand name for flour, and it appears that 
applicant carried the major burden of policing such uses and reporting 
results to registrant. 

The correspondence between the parties concerning use of their respec- 
tive marks in various territories continued to the fall of 1944. The record 
does not show why all correspondence concerning market competition in 
the same areas ceased at that time, but it may be that registrant’s sales 
under its mark had diminished to the extent that there was no further 
problem. It is observed that registrant’s sales under its mark in 1936 were 
considerably smaller in volume than in the middle 1920’s and the early 
1930’s, and there is no indication of the extent of sales after 1936. It is 
also observed that the witnesses who testified for registrant were unable 
to furnish any information concerning amounts or areas of sales under the 
MOTHER’s mark after 1936, their testimony being limited to the bare state- 
ments that the mark was presently being used on flour. 

In November of 1925, applicant had its counsel file an application to 
register MOTHER’s BEST in the Patent Office. Registration was refused on 
the ground of probable confusion with MOTHER’s. Counsel, who repre- 
sented both parties, prepared a form of consent to be signed by registrant, 





5. It is observed that the sales data put in the record by registrant indicates that 
registrant was selling MOTHER’s brand flour in both Wisconsin and West Virginia in 1923, 


»9 


and thereafter to 1932 in West Virginia and to 1936 in Wisconsin. 
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but registrant refused to sign and took the position that while it felt very 
kindly toward applicant, it could not consent to registration, but it would 
file no objection to registration of MOTHER’s BEST. The application was 
abandoned. 

The present application was filed on December 22, 1950. 

The marks involved here are not the same, and registrant’s record 
raises some question as to whether it is actually using its mark on goods 
which are the same as applicant’s. In any event, applicant’s use of its 
mark with full knowledge of registrant has extended over such a long 
period of time and sales have been so substantial, that it would appear 
that were there any likelihood of confusion, it would have developed and 
evidence of such confusion would have been offered. 

Applicant obviously enjoys a substantial business good will symbolized 
by its mark, and it is entitled to have the mark registered. Since the marks 
are not the same, and since no likelihood of confusion is found, and since, 
if registrant is in fact using its mark on wheat flour, the parties appear 
to have used their respective marks on the same goods in some of the same 
States, the situation is not one proper for issuing to applicant a registra- 
tion limited as to territory. Applicant is therefore given leave to submit, 
within fifteen days after final termination of this proceeding, an amend- 
ment placing the application in condition for publication without reference 
to concurrent use of MOTHER’s by registrant. It is noted that applicant has 
disclaimed the word Best. Since MOTHER’s BEST is a unitary term which 
has, as a unit, acquired a secondary meaning, the disclaimer should be 
canceled by amendment. Upon receipt of these amendments, the mark 
should be published in accordance with Section 12(a). 

The decision of the Examiner of Interferences is modified in accord- 
ance herewith. 


JOLLY KIDS TOGS v. SICELOFF 
MANUFACTURING COMPANY, INC. 


No. 6,558 — Commissioner of Patents — August 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JOLLY JEANS, displayed on a diamond design, for ladies’ denim jeans, is likely 
to cause confusion with opposer’s JOLLY KIDS TOGS for infants’ and children’s play 
suits, pajamas, suits, coats, snow suits, bathrobes, kimonos, slips, gowns, creepers 
and buntings; applicant advertised its goods for little girls and although it had 
discontinued use of the mark on jeans for girls prior to the taking of testimony, 
it is common knowledge that makers of jeans sell all sizes under the same mark. 


Cancellation proceeding by Jolly Kids Togs v. Siceloff Manufacturing 
Company, Inc., Registration No. 599,381, issued December 14, 1954. Regis- 
trant appeals from decision of Examiner of Interferences granting petition. 


Affirmed. 
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Maurice S. Cayne, of Chicago, Illinois, for petitioner-appellee. 
Eaton, Bell, Hunt & Seltzer, of Charlotte, North Carolina, for respondent- 
appellant. 


LEEpDs, Assistant Commissioner. 

Jolly Kids Togs has petitioned to cancel the registration of JOLLY 
JEANS, displayed on a diamond design, for ladies’ denim jeans, owned by 
Siceloff Manufacturing Company, Ine. 

Petitioner is registrant of soLLy Kips TOoGs for infants’ and children’s 
play suits, pajamas, suits, coats, snow suits, bathrobes, kimonos, slips, gowns, 
creepers, and baby buntings.? 

The Examiner of Interferences granted the petition and recommended 
cancellation of respondent’s registration. Respondent has appealed. 

The record shows that petitioner and its predecessor have for over 
a quarter of a century used JOLLY KIDs TOGs as a mark identifying and dis- 
tinguishing its children’s apparel or “kids’ togs,” including overalls, cover- 
alls and denim pants, or jeans. 

Respondent has long been engaged in the manufacture and sale of 
work and play clothes for men, women and children, and in April of 1952 
it commenced using JOLLY JEANS, displayed on a diamond design, for denim 
jeans for, according to the specimens filed in support of the application to 
register, “all the girls in the family—for ladies—girls--little girls.” * The 
record shows that use of JOLLY JEANS on little girls’ jeans had been discon- 
tinued before testimony was taken in November of 1956. It is common 
knowledge, however, that makers of jeans often sell all sizes under the same 
mark. 

KIDS TOGS in petitioner’s mark is the name of the goods and JEANS in 
respondent’s mark is the name of the goods, leaving the word JOLLY in each 
ease as the only word to serve a distinguishing function. The facts here 
lead to a conclusion that confusion of source is most likely, especially since 
JOLLY is also an identifying portion of petitioner’s commercial name. 

The decision of the Examiner of Interferences granting the petition is 
affirmed. 


1. Reg. No. 599,381, issued Dec. 14, 1954. 

2. Reg. No. 348,881, issued to a predecessor on Aug. 17, 1937, renewed by 
petitioner. 

3. The application which matured into the registration sought here to be canceled 
originally recited children’s and ladies’ jeans as the goods on which the mark was used. 
The Examiner of Trademarks refused registration on the ground of such resemblance of 
upplicant’s mark to petitioner’s registered mark as to be likely to cause purchaser 
confusion. The applicant (respondent here) then deleted reference to “children’s jeans”, 
and the Examiner of Trademarks authorized publication of the mark. 
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LOUIS MARX & COMPANY, INC. et al. v. 
J. KOHNSTAM, LTD. 


No. 35,944 — Commissioner of Patents — August 12, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
MATCHBOX SERIES for toy model vehicles and toy model machines packaged in 
small boxes looking like matchboxes refused as descriptive; opposer and another 
had previously sold toys in boxes simulating matchboxes and had used the term 
MATCHBOX in connection therewith. The mark therefore did not serve to indicate 
origin. 


Opposition proceeding by Louis Marx & Company, Inc. and Linemar 
Co., Inc. v. J. Kohnstam, Ltd., application Serial No. 685,985, filed April 
21, 1955. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


James & Franklin, of New York, N. Y., for opposer-appellee. 
Emanuel R. Posnack, of New York, N. Y., for applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by J. Kohnstam, Ltd., to register 
MATCHBOX SERIES for toy model vehicles and toy model machines, use since 
April 1, 1954 being asserted. 

Registration has been opposed by Louis Marx & Company, Inc., (here- 


after called Marx) and Linemar Co., Inc., (hereafter called Linemar) on 
the ground that MATCHBOX is a merely descriptive word when used on 
miniature toys packaged in small boxes having the appearance of match- 
boxes; that opposers have described as MATCHBOX CONSTRUCTION SET minia- 
ture construction sets sold by them; and that MATCHBOX is commonly used 
in the miniature toy industry to describe the packages containing such toys. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Each of the parties filed a stipulation of facts with attached exhibits 
in lieu of testimony. From these stipulations it appears that Marx is a toy 
manufacturer which commenced using in 1938 MATCHBOX CONSTRUCTION SET 
on miniature construction sets packaged in a slide-drawer metal box simu- 
lating a matchbox. Due to an applicable War Production Order issued 
after the outbreak of World War II, Marx was prohibited, after about the 
beginning of 1943, from further manufacture of toys utilizing metal. 

In 1952, a concern located in Los Angeles commenced selling toys com- 
promising miniature model buildings packaged in boxes simulating kitchen- 
size matchboxes, and the toys were described and advertised in a nationally 
circulated periodical as MATCHBOX VILLAGE, the advertisements stating in 
part that the structures were “Packed in [a] sturdy, colorful ‘kitchen size’ 
match box.” An exhibit in the record indicates that this concern continued 
to describe its model buildings as MATCHBOX VILLAGE MODEL BUILDINGS in 
1954. 
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Following the end of World War II Marx contemplated resumption of 
manufacture of its MATCHBOX CONSTRUCTION SETS, but found that increased 
costs would be likely to require a prohibitive retail price on the items. In 
1952, Marx considered the possibility of manufacturing miniature buildings 
knocked down and packaged in a kitchen-size matchbox; and in 1953, Marx 
contemplated manufacture of a toy vehicle packaged in a box simulating a 
matchbox. 

In 1954, Marx undertook to finance the manufacture of miniature toy 
items in Japan with a view to importing them and selling them in the 
United States, and in line with this plan, Linemar Co., Inec., was organized 
to merchandise such toys. Negotiations for making miniature construction 
sets in Japan were completed late in 1954; tooling started in February of 
1955; tooling was completed in September of 1955; and first shipments of 
miniature construction sets packaged in slide-drawer boxes simulating 
matchboxes were sent from Japan in January of 1956. The contents were 
described on the top and bottom of the boxes as a MATCH BOX CONSTRUCTION 
SET. Sales in the United States were commenced by Linemar shortly after 
the begining of the year 1956. Use of the word MaTcHBOX by Marx was 
resumed prior to publication of applicant’s mark in the Official Gazette on 
March 20, 1956. 

Applicant’s stipulation of facts shows that from October 31, 1954 to 
October 31, 1956, applicant sold in the United States almost two and one- 
half million packages marked MATCHBOX SERIES, each containing a miniature 
toy vehicle or machine. The “series” presently includes 24 different types of 
vehicles or machines. The vehicles themselves are not marked with the term, 
but a double decker bus bears the phrase “Buy MATCHBOX SERIES,” and a 
moving van bears the phrase MATCHBOX REMOVALS SERVICE. Applicant has 
advertised its products in various hobby publications and periodicals. Its 
advertisements in 1954, 1955 and 1956 include such statements as “Indi- 
vidually packed in small multi color Matchboxes (2'14” long)”; “Matchbox 
Display” ; and “Best of all, they’re packed in these small 244” matchboxes.” 
Almost all of the advertisements feature a picture of applicant’s package. 

Applicant’s packages simulate matchboxes, but they do not have sliding 
drawers. The term presented for registration appears in the following 
context on the boxes: 


MATCHBOX SERIES 

No. —— (Illustration of toy inside) No. 
A MOKO KESNEY 

Product 





There is no question but that opposer Marx used MATCHBOX in con- 
nection with its miniature construction sets packaged in boxes simulating 
matchboxes prior to applicant’s entry into commerce in this country; and 
there is likewise no question but that the discontinuance of use during the 
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war years and the years thereafter is satisfactorily explained by commercial 
facts. Resumption of use of the word in the same manner as before the war 
took place as soon as practicable, that is, upon concluding arrangements for 
the manufacture of the products so that they could be marketed profitably. 
There also is no question but that a manufacturer of miniature buildings 
which were packaged in boxes simulating matchboxes used the term MATCH- 
BOX VILLAGE to describe such miniatures prior to applicant’s entry into 
commerce in this country. 

The record leads to a conclusion that MATCHBOX SERIES, as used by 
applicant, is not a trademark indicating origin. Rather, it is an apt term 
used to describe a series of miniature toy vehicles and machines made by 
applicant and packaged in boxes simulating matchboxes. Opposers and at 
least one other toy merchant have used MATCHBOX in the same way and for 
the same purpose. A presumption of the right to exclusive use of MATCHBOX 
SERIES flowing from registration of the term would be inconsistent with the 
facts, and would be damaging to opposers. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


PHILLIPS PETROLEUM COMPANY v. 
KNOX INDUSTRIES CORP. 


No. 35,549 — Commissioner of Patents — August 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SUGGESTIVE MARKS 
No likelihood of confusion exists between FRIG-TROPIC for lubricating oils and 
greases and TROP-ARTIC for motor oils; although the marks suggest similar things, 
they are so suggestive when applied to the goods that the differences in sound and 
appearance would be sufficient to avoid all reasonable probability of confusion 
especially since one of the marks was used as a grade mark. 


Opposition proceeding by Phillips Petroleum Company v. Knox In- 
dustries Corp., application Serial No. 684,847, filed April 4, 1955. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 


Hudson & Young, of Washington, D.C., for opposer-appellant. 
Herbert J. Jacobi, of Washington, D.C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Knox Industries Corp. to register 
FRIG-TROPIC for lubricating oils and greases, use since February 5, 1955 
being asserted. 

Registration has been opposed by Phillips Petroleum Company, regis- 
trant of TROP-ARTIc for motor oils.’ 


1. Reg. No. 603,209, issued Mar. 15, 1955. 
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The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer’s sales under its TROP-ARTIC mark have 
been substantial, sales volume having exceeded nine million gallons during 
the period April, 1954-June, 1956. Opposer spent in excess of four million 
dollars in advertising its products in all kinds of consumer media during 
the same period. 

During the period February, 1955-January, 1957, applicant’s sales 
volume exceeded eleven thousand dollars in value, and it spent some seven 
thousand dollars in advertising by television, radio, bus cards and direct 
mail. 

Both parties sell all-weather motor oils. Both marks are highly sugges- 
tive when applied to such motor oils. The marks are: 


TROP-ARTIC 
FRIG-TROPIC 


They neither look alike nor sound alike; and although they suggest 
similar things they are so highly suggestive when applied to all-weather 
motor oils that the differences in sound and appearance are believed to be 
sufficient to avoid all reasonable probability of confusion, especially where, 
as here, opposer’s mark, as used, is in the nature of a grade or type mark. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed. 





PROXITE PRODUCTS, INC. v. BALL BROTHERS 
COMPANY, INCORPORATED 


No. 35,421 — Commissioner of Patents — August 21, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS oF GOODS 
Confusion found to be likely between BONNIE JONNIE for a toilet bowl cleaner 
and BONNIE for laundry bluing, disinfectants, silver dip polish and furniture and 
floor polish; the products are such as might be made by one firm and would be sold 
through the same retail outlets to the same purchasers. 


Opposition proceeding by Prozite Products, Inc. v. Ball Brothers Com- 
pany, Incorporated, application Serial No. 677,382, filed November 29, 1954. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Morton Amster, of New York, N.Y., for opposer-appellee. 
Green, McCallister & Miller, of Pittsburgh, Pennsylvania, for applicant- 
appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by Ball Brothers Company, Incorporated, 
to register BONNIE JONNIE for a liquid toilet bowl cleaner, use since October 
of 1954 being asserted. 
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Registration has been opposed by Proxite Products, Inc., registrant of 
BONNIE for laundry bluing,' and user of BONNIE on disinfectants, silver dip 
polish, and furniture and floor polish. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer has continuously used BONNIE as its 
trademark for bluing, disinfectant, and metal, furniture and floor polish 
since long before applicant commenced using BONNIE JONNIE for a toilet 
bowl cleaner. Since 1955, opposer’s line has been expanded to include 
ammonia, bleach, synthetic starch and fabric softener. 

Applicant’s product is a household cleaning preparation which might 
well be included in opposer’s line of products—and the products of the 
parties are likely to be sold at the same retail outlets to the same average 
purchasers under the same conditions and circumstances. 

The marks are somewhat different, opposer’s being BONNIE and appli- 
cant’s being BONNIE JONNIE; but when applied to a toilet bowl cleaner, the 
word JONNIE has little trademark significance. 

It is believed that applicant’s mark so resembles opposer’s mark as to 
be most likely to cause purchasers to attribute the products bearing the 
marks to a common source. 

The decision of the Examiner of Interferences is affirmed. 


COLOURPICTURE PUBLISHERS, INC. v. 
TICHNOR BROTHERS, INC. 


No. 6,757 — Commissioner of Patents — August 26, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion exists between LUSTERCHROME and PLASTICHROME, 
both for picture post cards; the only similarity is in the suffix CHROME which means 
“color” or “colored.” 


Cancellation proceeding by Colourpicture Publishers, Inc. v. Tichnor 
Brothers, Inc., Registration No. 606,195, issued May 17, 1955. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Affirmed. 


Gerald Altman, of Boston, Massachusetts, for petitioner-appellant. 
Herman Snyder, of Boston, Massachusetts, for respondent-appellee. 


LEEpDs, Assistant Commissioner. 

Colourpicture Publishers, Inc., has filed a petition to cancel a Supple- 
mental Registration of LUSTERCHROME for picture postal cards issued to 
Tichnor Brothers, Inc., on May 17, 1955 (Reg. No. 606,195). 


1. Reg. No. 562,280, issued July 29, 1952. 
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Petitioner is registrant of PLASTICHROME for postcards and pictorial 
reproductions in color.’ 

The Examiner of Interferences dismissed the petition and petitioner 
has appealed. 

The record shows that the respondent’s postcard business is the older 
by about forty years. 

The businesses of both parties are located in Boston, Massachusetts. 

The treasurer-general manager of petitioner and the president-general 
manager of respondent are cousins having the samé surname, Tichnor, and 
respondent’s corporate name is Tichnor Brothers, Inc. 

Both parties publish postcards in four-color process from transparen- 
cies. 

KODACHROME* and EKTACHROME* transparencies are widely used in 
making color posteards by these parties and others. 

Both parties use CHROME as the suffix of their respective marks, PLASTI- 
CHROME and LUSTERCHROME; and H. 8. Crocker Company, Inc., of San 
Francisco uses MIRROKROME for its color postcards, and Metropolitan Litho- 
graph Company of Everett, Massachusetts, uses METROCHROME for its color 
posteards. 

CHROME, when used as a suffix, means color or colored. 

LUSTERCHROME and PLASTICHROME neither look alike nor sound alike, 
except that both embody cHROME, and they do not have the same sugges- 
tiveness or meaning. There are no facts in this record which lead to a 
conclusion that there is any reasonable likelihood of confusion. In so far as 
the letters introduced by petitioner in an effort to show actual confusion 
may be competent, they indicate that such confusion as may have arisen 
results from the fact that the moving spirit of each party has Tichnor as his 
surname rather than from any resemblance of trademarks. 

The decision of the Examiner of Interferences dismissing the petition 
is affirmed. 


EX PARTE A. S. BECK SHOE CORPORATION 


Commissioner of Patents — August 27, 1958 





REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
CAMEO ROOM for women’s shoes and slippers is likely to result in confusion 
with CAMEO for hosiery; the products are such as would be purchased at the same 
time, at the same place and by the same purchaser and while it might not be thought 
that both emanate from the same source, the product relationship is such that some 
kind of connection might be assumed to exist between the producers. 


Application for trademark registration by A. S. Beck Shoe Corpora- 
tion, Serial No. 22,870, filed January 22, 1957. Applicant appeals from 
Examiner of Trademarks refusing registration. Affirmed. 


Henry Ruhl, of New York, N.Y., for applicant. 


1. Reg. No. 532,499, issued Oct. 24, 1950. 
* Trademark of Eastman Kodak Company. 
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LEEDs, Assistant Commissioner. 

An application has been filed by A. S. Beck Shoe Corporation to 
register CAMEO ROOM with an illustration of a cameo, for women’s shoes and 
slippers, use since September 14, 1956 being asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles the mark cAMEO, previously registered for hosiery,’ as to be likely 
to cause confusion of purchasers. 

Applicant has appealed. 

Paraphrasing the language in Ex parte Jay Shoe Manufacturing Co., 
Inc., 111 USPQ 282 (47 TMR 255) (Com’r, 1956), shoes and hosiery are 
commonly purchased in the same stores, usually shoe stores, by the same 
purchasers at the same time, and the products are frequently advertised 
together. They are associated in the consumer mind. It may well be that 
a purchaser of CAMEO ROOM shoes who goes to the hosiery counter and is 
offered CAMEO hosiery will not think that both products are made by the 
same producer ; but the product relationship is such that it seems most likely 
that the purchaser will think that there is some kind of connection between 
the producers and assume that the quality of one product carries over to 
the other. This represents a kind of probable purchaser confusion which 
the statute is aimed at preventing. 

The Examiner of Trademarks properly refused registration, and his 
refusal is affirmed. 


EX PARTE KOTZIN, doing business as 
A-| MANUFACTURING CO. 


Commissioner of Patents — August 27, 1958 


REGISTRABILITY—IN GENERAL 
REGISTRABILITY—SY MBOLS 
Registration refused for the placement of a label on trousers. Distinctive 
location of a label cannot be trademark under statutory definition. 


Application for trademark registration by Tobias Kotzin, doing busi- 
ness as A-1 Manufacturing Co., Serial No. 21,381, filed December 20, 1956. 
Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Affirmed. 


Flam & Flam, of Los Angeles, California, for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register as a trademark for trousers 
what is described as “a woven rectangular tag distinctively located by being 
vertically disposed and having one longitudinal edge inserted beneath and 





1. Reg. No. 174,273 registered to Stamper & Kaiser, on Oct. 9, 1923, renewed by 
May McEwen Kaiser Co. and published in accordance with Sec. 12(c) by the renewant 
on Oct. 26, 1948; and Reg. No. 326,136, registered to May Hosiery Mills, Inc. on July 
16, 1935, published in accordance with Sec. 12(c) on Oct. 19, 1948, and renewed by 
May McEwen Kaiser Co. 
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permanently attached by a seam or pleat across the waistband of the 
trousers, the label extending laterally of the seam or pleat.” 

Registration has been refused on the ground that it was held in two 
previous applications filed by this applicant that the “distinctive location 
of a label” is not and cannot be a trademark under the statutory definition. 

Applicant has appealed. 

In 1953 this applicant filed two applications: to register what was 
described as “the distinctive location of a woven rectangular label on 
trousers’—in one of which it was stated that the label was “disposed 
horizontally and having one longitudinal edge inserted beneath and per- 
manently attached to the waistband of the trousers, jeans and dungarees, 
said label extending below the lower edge of the waistband,” and in the 
other of which it was stated that the label was “vertically disposed and 
having one longitudinal edge inserted beneath and permanently attached by 
a seam or pleat across the waistband of the trousers, the label extending 
laterally of the seam or pleat.” The specimens in those applications were 
“euttings from jeans or overalls having in one case a fabric label sewn in 
a seam and showing ANGELES SPIRALOCK on the top side and AMERICA’S 
FINEST, A-l1 MFG. LOS ANGELES on the under side; and in the other case a 
fabric label sewn in the waistband seam and showing AMERICA’s FINEST 
JEANS on the top side and CALIFORNIA GOLD RIVETs on the under side.” 

In the present case the specimens are cuttings from jeans or trousers 
having a fabric label sewn in a side seam and showing a-l MFG. co.— 
ANGELES PEGGER—CALIFORNIA SLACKS on the top side and FIRST AND FINEST— 
A-]1 MFG. CO. LOS ANGELES on the under side. 

In refusing registration on the previous applications, it was stated in 
Ex parte Kotzin, doing business as A-1 Manufacturing Co., 111 USPQ 161 
(47 TMR 110) (Com’r, Oct. 16, 1956) : 


“The ‘distinctive location’ of a label is not a word, name, symbol 
or device adopted and used by one manufacturer or merchant to 
identify his goods and distinguish them from those of others. The 
location of a label is not and cannot be a trademark under the statutory 
definition. People do not purchase trousers, overalls and jeans by the 
location of the label. Furthermore, it is nothing short of preposterous 
for a manufacturer or merchant to claim that it has an exclusive right 
to a location of a label upon which its trademark is displayed. Manu- 
facturers of trousers, overalls, jeans and dungarees may place their 
labels on the garments wherever they wish without fear of encroach- 
ment on anybody’s rights. 

“The subject matter of the respective applications does not and 
cannot perform the function of indicating origin, and it is therefore 
unregistrable.” 


The holding is equally applicable here. 
The Examiner of Trademarks properly refused registration, and his 
action is affirmed. 





1. S.N. 657,143 and S.N. 657,144. 
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C. M. McCLUNG & CO. v. CAHIL, doing business as 
CAHIL MANUFACTURING CO. 


No. 35,397 — Commissioner of Patents — August 27, 1958 


REGISTRABILITY—ABANDONMENT 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
No likelihood of confusion found between KEEN-EDGE, for knife sharpeners and 

KEENEREDGE, registered for grass hooks, pocket cutlery, hammers, shovels, lawn 
mowers, hatchets, scythes, chisels, planes, axes, adzes, mattocks and picks. With the 
exception of pocket knives, the goods of the registrant were not similar to those of 
the applicant and were not likely to be confused. Registrant’s use of the mark on 
knives was discontinued during the war in 1942 and not resumed until after the 
applicant commenced use of its mark of knife sharpeners. Testimony of opposer’s 
president that use of the mark on cutlery had been resumed prior to that time was 
disregarded in the absence of corroboration. 


Opposition proceeding by C. M. McClung & Co., Inc. v. Joseph A. 
Cahil, doing business as Cahil Manufacturing Company, application Serial 
No. 681,409, filed February 10, 1955. Opposer appeals from decision of 
Examiner of Interferences dismissing opposition. Affirmed. 


Swecker & Mathis, of Washington, D.C., for opposer-appellant. 
Brumbaugh, Free, Graves & Donohue, of New York, N.Y., for applicant- 
appellee. 


LEEps, Assistant Commissioner. 

An application has been filed by Joseph A. Cahil, doing business as 
Cahil Manufacturing Company, to register KEEN-EDGE for knife sharpeners, 
use since September 25, 1948 being asserted. 

Registration has been opposed by C. M. McClung & Co., Inc., registrant 
of KEENEREDGE for grass hooks and pocket cutlery; and for grass hooks, 
pocket knives, nail hammers, dirt shovels, lawn mowers, hatchets, scythes, 
chisels, planes, axes, adzes, mattocks and picks.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The differences in marks, coupled with the differences in goods, lead 
to a conclusion that purchasers are not likely to be confused or mistaken 
into the belief that applicant’s KEEN-EDGE knife sharpeners and opposer’s 
grass hooks, hammers, shovels, lawn mowers, hatchets, scythes, chisels, 
planes, axes, adzes, mattocks and picks emanate from a single source. 

This leaves for consideration only the matter of probable confusion 
resulting from applicant’s use of KEEN-EDGE for knife sharpeners in the 
light of opposer’s registration of KEENEREDGE for pocket knives. In the 
abstract, it might appear that applicart’s mark, when applied to its goods, 
so resembles opposer’s mark KEENEREDGE as to be likely to cause confusion, 
mistake or deception of purchasers. Cases such as this are not considered 


1. Reg. No. 398.568, issued Nov. 3, 1942, under the Act of 1920. 
2. Reg. No. 558,992, issued May 20, 1952, for a secondary meaning mark. 
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in the abstract, however. As the late Judge Cole observed in his dissenting 
opinion in Burton-Dizie Corporation v. Restonic Corporation, 110 USPQ 
272, 275 (46 TMR 1367, 13872) (CCPA, 1956), “Trademarks exist in a 
practical world, not in a world of lexicographers.” It becomes necessary, 
therefore to direct our attention to the facts of commercial life of the 
parties here and determine whether opposer enjoys superior rights which 
will be adversely affected by registration to applicant of KEEN-EDGE for 
knife sharpeners. In other words, we must examine the record. 

Opposer’s earlier registration which issued under the 1920 Act is 
evidence only of the fact that it issued. Its 1952 registration on the 
Principal Register issued on an application filed May 2, 1950—a year and 
eight months after applicant commenced using its mark. 

The record shows clearly that opposer used its mark on pocket knives 
in 1941, and that sales under the mark were discontinued, probably in 1942, 
because of restrictions imposed during World War II. There is no question 
but that opposer used KEENEREDGE on pocket knives before applicant used 
KEEN-EDGE on knife sharpeners; and since the Court of Customs and Patent 
Appeals has held that a registration is evidence of present use of the mark 
on the goods set forth therein,* it must be determined whether or not such 
evidence has been rebutted. 

Opposer’s president testified that opposer resumed the sale of KEENER- 
EDGE cutlery in “about 1950.” There is neither corroborating testimony nor 
evidence substantiating this indefinite statement nor is there any testimony 
or evidence that use on pocket knives was ever resumed.* There is in the 
record a page from a 1954 catalog which shows pictures, descriptions, stock 
numbers, weights and prices of butcher knives, steak knives, boning knives, 
skinning knives, utility kitchen knives, and paring knives offered for sale 
under the trademark KEENEREDGE, but this does not support the registration 
which issued in 1952. 

Presuming, as we must, that opposer made the best record possible,°® 
it must be held that opposer’s record not only rebuts any prima facie 
evidence of use of the mark KEENEREDGE on pocket knives to which the 
registration might entitle opposer, but by reason of opposer’s failure to 
prove use of the mark on pocket knives from 1942 to the date when testi- 
mony was taken in 1956 the record clearly establishes a statutory presump- 
tion of prima facie abandonment of the mark on those goods. 


3. See: American Throwing Co., Inc. v. Famous Bathrobe Co., 116 USPQ 156 
(48 TMR 750), and cases therein cited. 

4. The record indicates that the mark was not in use on pocket knives at the time 

the application to register KEENEREDGE was filed by opposer in 1950, and a substantial 
question as to validity of the registration is raised. It is not necessary, however, to pass 
upon that question. 
5. Opposer argues that if the record does not satisfactorily show use of its mark 
on pocket knives, applicant’s counsel might have elicited further facts by cross-examining 
opposer’s witnesses. It is observed, however, that the burden in these cases is on the 
opposer, and it is not incumbent upon the applicant to complete an opposer’s record by 
cross-examination. 
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Since it appears that opposer has long since abandoned its mark for 
pocket knives, and since it appears that applicant’s use of its mark on knife 
sharpeners antedates opposer’s use of its mark on kitchen cutlery, there are 
no proved facts from which damage to opposer from the registration can 
be inferred. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed. 


EX PARTE MOSSE 


Commissioner of Patents — August 27, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application for SLIM N TRIM for slenderizing and weight reducing services 
rejected as descriptive in the absence of evidence of use showing that the mark 
identifies the applicant. 


Application for registration of service mark by Daniel T. Mosse, Serial 
No. 10,442, filed June 18, 1956. Applicant appeals from decision of Ex- 
aminer of Trademarks refusing registration. Affirmed. 


William J. Ruano, of Pittsburgh, Pennsylvania, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed by Daniel T. Mosse to register SLIM N 
TRIM as a service mark for slenderizing and weight reducing services by use 
of exercising machines. Use since August 28, 1955 is asserted. 

Registration has been refused on the ground that so far as the record 
shows, the mark sLIM N TRIM, being the equivalent of slim and trim, merely 
describes the results of applicant’s services. 

Applicant has appealed. 

Applicant argues that the common descriptive term for applicant’s 
services is “slenderizing services” although it is conceded that the main 
purpose of applicant’s services is to reduce weight (“trim”) and slenderize 
(“slim’’). 

The record is a meager one, indeed. The specimens consist of letter- 
heads. It is obvious that the words “slim” and “trim” describe the “pur- 
pose” or the “intended result” of applicant’s services. It should have been 
relatively simple for applicant to have shown the extent of advertising and 
promotion of the term and the method of promoting the term so as to 
identify it with applicant, but there was no attempt to do so. 

The examiner properly refused registration on the present record, and 
his refusal is affirmed. 

Applicant is given leave, however, to submit, within thirty days of this 
date, evidence to support applicant’s claim that the term in fact identifies 
and distinguishes its services. 
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EX PARTE WILKINSON, doing business as 
THE SLIDING FISH HOOK CO. 


Commissioner of Patents — August 27, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application for SLIDING FISH HOOK for fishhooks with two or more hooks, one 
being adjustably mounted, rejected as descriptive. 


Application for trademark registration by George W. Wilkinson, doing 
business as The Sliding Fish Hook Co., Serial No. 5,261, filed March 26, 
1956. Applicant appeals from decision of Examiner of Trademarks refus- 
ing registration. Affirmed. 


Richard Von K. Bruns, of Syracuse, New York, for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed by George W. Wilkinson for Supple- 
mental Registration of SLIDING FisH HOOK for fishhooks and fishing rigs 
employing two or more fishhooks, at least one of which is adjustably 
mounted. Use since March 10, 1956 is asserted. 

Registration has been refused on the ground that the term serves 
merely to identify a particular type of rig and is not capable of distinguish- - 
ing applicant’s fishhooks and rigs from like articles of others. 

Applicant has appealed. 

The record consists of the application, the specimens and some argu- 
ments of applicant’s attorney. The only evidence supporting applicant’s 
use of the term is the specimen which is a heavy orange paper card about 
seven and one-half inches long and one and one-half inches wide showing 
at the top, 

SLIDING 
FISH 
HOOK 


and at the bottom, 
SLIDING FISH HOOK 
co. 
DETROIT 


Vertical lettering on the left side shows CRIPPLE MINNOW and on the right 
side SPINNING RIGS. In the center is an illustration of a double-hook fishing 
line with a minnow attached to the two hooks. 


There is nothing in the record which indicates that the matter pre- 
sented for registration is other than a merely descriptive term used to 
describe the adjustably mounted fishhooks. The record fails to show that 
the term is capable of distinguishing applicant’s goods from those of others. 

The action of the Examiner of Trademarks refusing registration is 
affirmed. 
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THE GILLETTE COMPANY v. STERN, doing business as 
MRS. FIELDS SHOPPING SERVICE et al. 


No. 35,523 — Commissioner of Patents — September 2, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found between JULIETTE for ladies’ electric razors 
and GILLETTE for safety razors; the former mark is a familiar female name and not 
likely to be mispronounced. 
Similarity in sound between two marks is of less importance in determining 
confusion where the impressions stimulated by the marks are quite different. 


Opposition proceeding by The Gillette Company v. Charles Stern, 
doing business as Mrs. Fields Shopping Service and Del-Mel Co., applica- 
tion Serial No. 683,818, filed March 18, 1955. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Reversed. 


Rowland VY. Patrick, of Boston, Massachusetts, for opposer-appellee. 
Aaron R. Townsend, of Washington, D. C., for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed by Charles Stern, doing business as Mrs. 
Fields Shopping Service and Del-Mel Co., to register JULIETTE for ladies’ 
electric razors, use since February 1, 1955 being asserted. 

Registration has been opposed by The Gillette Company, registrant 


of the well-known GILLETTE’ marks for razors, safety razors, razor blades 
and electric shavers. Opposer also owns a registration of JILET which it 
obtained in 1944 for safety razors and blades.” 

The Examiner of Interferences sustained the opposition, and applicant 


has appealed. 

The record shows that opposer is a large and well-known manufacturer 
of razors, razor blades and shaving creams which it sells under the trade- 
marks GILLETTE and a likeness and facsimile signature of King C. Gillette. 
The products are sold to the general public through drug stores, super- 
markets, men’s shops, variety stores, and some jewelry stores. Opposer 
spends about eight million dollars annually in advertising its razors, 
blades and creams, utilizing radio and television extensively. During the 
period 1938-1941 opposer manufactured electric shavers which it sold under 
the GILLETTE mark, but electric shavers have not been manufactured or 
sold by opposer since that time. Opposer continues to service the GILLETTE 
electric shavers, however, and during 1955 a total of fourteen of such 
shavers were received for repairs. 


1. Reg. No. 56,921, showing a likeness and facsimile signature of King C. Gillette, 
issued Oct. 23, 1906, renewed twice; Reg. No. 70,856, showing GILLETTE and design, 
issued Oct. 13, 1908, renewed twice; Reg. No. 134,317, showing GILLETTE alone, issued 
Aug. 24, 1920 under the Act of 1920 and renewed; and Reg. No. 371,424, showing 
GILLETTE and design, for electric shavers, issued Sept. 26, 1939. 

2. Reg. No. 409,066, issued Sept. 12, 1944, 
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The record shows that safety razors directed to the buying attention 
of women have been sold by opposer under the model names of MILADY, LADY 
GILLETTE, PARISIENNE and MILADY DECOLLETE. 

Opposer has registered in some foreign countries, notably Germany and 
France where “defensive” registrations of words considered by a trademark 
owner to sound like its own mark are commonplace, the word JULIETTE as a 
trademark for razors, but the record leads to a conclusion that such name 
has never been used by opposer. 

There is no evidence that opposer has ever sold razors under the mark 
JILET, and the record leads to a conclusion that if it was ever used, the use 
was made merely for the purpose of obtaining a “defensive” registration 
in the United States. 

Opposer’s record establishes prima facie abandonment of GILLETTE for 
electric shavers, as set forth in Reg. No. 371,424, and of JILET as shown by 
Reg. No. 409,066. 

Opposer introduced specimens of applicant’s electric razor and adver- 
tisements thereof. Applicant’s product is advertised in nationally circu- 
lated magazines, and the advertisements are directed primarily to the 
attention of women. 

The sole question presented is whether or not applicant’s mark JULI- 
ETTE, when used on ladies’ electric razors, so resembles opposer’s GILLETTE 
marks as to be likely to cause confusion, mistake or deception. 

The Examiner of Interferences correctly found that safety razors and 
electric shavers are goods of such nature that, if sold under the same or 
similar marks, they would be assumed by the purchasing public to originate 
with a single producer. He then found the marks to be “strikingly similar 
in sound,” though obviously different in appearance and significance. 

In order for the marks to be similar in sound, it is necessary to mis- 
pronounce JULIETTE by eliminating a syllable; and in view of the fact that 
JULIETTE, and its equivalent JULIET, are girls’ or ladies’ names familiar to 
the general public, it does not seem likely that JULIETTE would be so mis- 
pronounced. Moreover, similarity in sound is of less importance in deter- 
mining probable confusion where, as here, the impressions—the associations 
and psychological reactions—stimulated by the two marks are so different. 
On balanced evaluation of the facts and the commercial impressions created 
by the two marks, it is concluded that applicant’s mark is not likely to 
cause purchaser confusion, or mistake. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed.* 








3. In the event applicant finally prevails in this proceeding, the Examiner of Trade- 
marks should, as stated by the Examiner of Interferences, act upon applicant’s explana- 
tion of its use of the registration legend in connection with its mark. 
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EX PARTE THE GRAND CHAPTER OF PHI SIGMA KAPPA 


Commissioner of Patents — September 2, 1958 


REGISTRABILITY—COLLECTIVE MARKS 
Application for registration of PHI SIG as a collective mark indicating member- 
ship in a fraternal organization refused in the absence of proof showing use of 
this contraction of applicant’s mark PHI SIGMA KAPPA. Evidence of use by members 
was held inadequate for the purpose. 


Application for registration of collective marks by The Grand Chapter 
of Phi Sigma Kappa, Serial No. 1,158, filed January 20, 1956. Applicant 
appeals from decision of Examiner of Trademarks refusing application. 
Affirmed. 


Theodore H. Lassagne, of Glendale, California, and E. F. Wenderoth, of 
Washington, D.C., for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register PHI sia as a collective mark 
indicating membership in a fraternal society. Use since 1912 is alleged. 
Applicant owns a registration of PHI SIGMA KAPPA as a collective mark’ 


indicating membership in it, a fraternal society, and asserts that PHI SIG 
is a recognized contraction or abbreviation of PHI SIGMA KAPPA, 

Registration has been refused on the ground that the record fails to 
show that PHI sia is used, or serves to indicate membership in applicant’s 
organization. 

The specimens, and the only evidence in support of any use of PHI SIG 
is a snapshot picture of five young men wearing basketball uniforms on the 
front of the jerseys of which appear PHI sic and a number. The application 
recites that the mark “is used by being applied to apparel worn by members 
of the organization.” 

It is characteristic of the American to abbreviate long names and to 
give nicknames to things and people. Abbreviations of the names of, and 
nicknames for, Greek letter societies are not exceptions. These abbreviations 
and nicknames do not become collective marks indicating membership in 
such societies, however, merely because some people apply them to athletic 
jerseys or other apparel. 

Applicant’s name is THE GRAND CHAPTER OF PHI SIGMA KAPPA. So far as 
the record shows, applicant uses the name PHI SIGMA KAPPA and the Greek 
letters therefor in carrying on its functions as a fraternal society. So far as 
the record shows, applicant uses no abbreviations or nicknames in function- 
ing as a fraternal society. 

It may well be that some of the chapters of applicant’s society and 
some of its individual members abbreviate the name of Phi Sigma Kappa 
in referring to applicant; but there is nothing in the record to show that 


1. Reg. No, 568,118, issued Dec. 16, 1952, 
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applicant uses PHI sia to indicate membership in a fraternal society. The 
record shows only that PHI sia is used on jerseys to identify a basketball 
team—not membership in applicant. 

The Examiner of Trademarks properly refused registration, and the 
action is affirmed. 





HELI-COIL CORPORATION v. SONNET TOOL 
AND MANUFACTURING COMPANY 


No. 34,833 — Commissioner of Patents — September 2, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No reasonable likelihood of confusion exists between HELICARB for helical-shaped 
cutting tools and HELI-COIL, for helically coiled bushings; the prefix HELI is suggestive 
and the purchasers of the goods would be well enough informed to recognize the 
differences between the marks. 


Opposition proceeding by Heli-Coil Corporation v. Sonnet Tool and 
Manufacturing Company, application Serial No. 664,260, filed April 9, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

See also 46 TMR 486. 


Watson, Leavenworth, Kelton & Taggart, of New York, N.Y., for opposer- 
appellant. 

Mitchell, Silberberg & Knupp, of Los Angeles, California, and Harry 
Kotlar, of Beverly Hills, California, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by Sonnet Tool and Manufacturing 
Company to register HELICARB displayed on a rectangle, for drills, reamers, 
end mills, milling cutters, planer cutters, slab mills and similar cutting 
tools, use since February 11, 1954 being asserted. 

Registration has been opposed by Heli-Coil Corporation, registrant of 
HELI-COIL for spark plug bushings ;? for tools, apparatus and machines for 
use in connection with screw connections and their parts;? for screw con- 
nections and parts;*® screw connections and parts;* and for screw thread 
gages and flush gages.® 

The Examiner of Interferences dismissed the opposition and opposer 
has appealed. 


1. Reg. No. 399,390, issued to a predecessor on Jan. 5, 1943, and published in 
accordance with Sec. 12(¢) by opposer on Oct. 5, 1948. 

2. Reg. No. 419,109, issued to a predecessor on Feb. 5, 1946, and published in 
accordance with Sec. 12(c) by opposer on Oct. 5, 1948. 

3. Reg. No. 419,476, issued to a predecessor on Feb. 19, 1946, and published in 
accordance with Sec. 12(¢) on Oct. 5, 1948. 

4. Reg. No. 422,228, issued to a predecessor on July 9, 1946, and published in 
accordance with See. 12(c) on April 27, 1948. This registration shows a representation 
of the goods with the mark, both on a geometric design background. 

5. Reg. No. 514,560, issued Aug. 30, 1949. 
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The record shows that opposer uses its trademark in connection with 
helically coiled bushings which are inserted into metal, plastics or wood 
providing the threads with greater strength, and with reamers, taps, gages, 
tool attachments for inserting screw thread inserts, and tools for extracting 
screw thread inserts. Opposer sells its products under its mark to various 
branches of the Armed Forces, to manufacturers of machine tools, aircraft, 
automotive vehicles, agricultural implements, road-building equipment, sew- 
ing machines, telephones, radio and television equipment, and to manu- 
facturers of end products used in these industries. The products are sold 
for both original equipment and repairs. Opposer’s tools were designed for 
use in connection with its screw thread inserts. 

Applicant uses its trademark in connection with a line of helical- 
shaped tungsten carbide-tipped cutting tools which it sells through its 
sales subsidiary to the aircraft, automotive, guided missile, electronic and 
appliance manufacturing industries—through manufacturers’ representa- 
tives and through distributors of industrial cutting tools. 

It is apparent from the foregoing that opposer’s mark stems from the 
descriptive phrase “helically coiled” and applicant’s stems from the descrip- 
tive term “helical-shaped tungsten carbide-tipped,” the words “helically” 
and “helical” obviously being derived from “helix” meaning having a 
spiral form. To some extent, then, the prefix portion HELI of the two 
marks has a highly suggestive significance when applied to the parties’ 
respective products, and this significance would be likely to be recognized 
especially by purchasers of such products. 

It is true that the products of the parties are sold to the same general 
categories of purchasers; but when it is considered that the products are 
specifically designed for quite different industrial uses and are likely to be 
purchased on requisition of technically trained and well-informed users who 
are quite aware of the differences in goods and of the suggestive significance 
of the marks, it is concluded that there is no reasonable likelihood of any 
kind of confusion contemplated by the statutory provisions. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


PYROFAX GAS CORPORATION v. PYROTHERM 
GAS COMPANY 


No. 33,840 — Commissioner of Patents — September 2, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PYROFAX and PYROTHERM for liquefied petroleum gas are likely to result in 
confusion; the common prefix PYRO may mean heat but it is doubtful that the 
public is likely to recognize such meaning. 

Opposition proceeding by Pyrofax Gas Corporation v. Pyrotherm Gas 
Company, application Serial No. 654,351, filed October 7, 1953. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 
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Victor D. Broman, of New York, N.Y., and Harold T. Stowell, of Washing- 
ton, D.C., for opposer-appellee. 


Walter G. Finch, of Baltimore, Maryland, for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Pyrotherm Gas Company to register 
PYROTHERM for liquefied petroleum gases for domestic and commercial uses. 
Use since January 22, 1952 is asserted. 

Registration has been opposed by Pyrofax Gas Corporation, registrant 
of pyrorax for compressed gas for heating, lighting, and power purposes,’ 
and for self-contained units for storing and supplying gas for heating, 
lighting and power purposes.’ 

The Examiner of Interferences sustained the opposition and applicant 
has appealed. 

The record shows that opposer has used the trademark PYROFAX on 
liquefied petroleum gases for domestic, commercial and industrial uses for 
many years before applicant entered the field with PyRoTHERM for a com- 
petitive product. Since 1935, opposer’s sales of PYROFAX gases have exceeded 
ninety-three million dollars in value, and more than two million dollars 
were spent in the nine-year period 1946-1955 in advertising PYROFAX gas 
to potential purchasers, in consumer, commercial and industrial media. 

Opposer’s mark was well-known, and its product sold under the mark 
had wide consumer acceptance before applicant entered the field—and it is 
reasonable to assume that applicant knew of opposer’s use of the PYROFAX 
mark on liquefied petroleum gases at the time it adopted PYROTHERM for 
use on the same product. 

Applicant complains that “nowhere in the examiner’s decision is there 
a finding that the trademark of the Appellant and the trademark of the 
Appellee are confusing similar.” There is no necessity for making such a 
finding, since the question is: Does applicant’s mark so resemble opposer’s 
mark as to be likely, when applied to its goods, to cause confusion, mistake 
or deception of purchasers? The Examiner of Interferences answered the 
question in the affirmative. 

Applicant argues that “pyro,” the first syllable of each mark, is “sug- 
gestive and means fire or heat’—that “pyro” is descriptive—that the 
syllable is “a very common syllable in marks which are used in association 
with heat, and the public is well aware of this fact—and that the public is 
accustomed to distinguishing various words having ‘pyro’ as an initial 
syllable.” These are naked arguments without support in the record. The 
copies of registrations which applicant attached to its brief on appeal not 
only are not in the record, but they would not, in and of themselves, support 
applicant’s if they were. 


1. Reg. No. 180,530, issued to a predecessor on March 4, 1924, renewed. 
2. Reg. No. 180,791, issued to a predecessor on March 4, 1924, renewed. 
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It is true that “pyro” is a combining prefix meaning heat, but it is 
doubtful that the consuming public rationalizes to reach that conclusion 
when buying liquefied petroleum gas in the ordinary course of trade. 

It is observed that if “pyro” has a descriptive meaning of “heat,” 
then so does “therm.”’ PYROFAX and PYROTHERM probably have little, if any, 
descriptive significance to the consuming public. 

Considering the fact that the products of the parties are the same and 
are sold to the general public, as well as to commercial and industrial 
users, and resolving in opposer’s favor such doubt as may exist, it is con- 
cluded that PYROTHERM so resembles PYROFAX as to be likely, when applied 
to liquefied petroleum gas, to cause confusion, mistake or deception of at 
least one segment of purchasers. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


WARNER-HUDNUT, INC. (WARNER-LAMBERT 
PHARMACEUTICAL COMPANY, substituted ) 
v. THE WANDER COMPANY 


No. 6,138 — Commissioner of Patents — September 2, 1958 


CANCELLATION PROCEDURE—EVIDENCE 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found to exist between WANDER for a drug useful in 
the treatment of tuberculosis and WARNER for a line of pharmaceuticals; the former 
mark is likely to be thought of as meaning “rambling” or “roaming,” whereas the 
latter would be taken as a surname. 


b 


Cancellation proceeding by Warner-Hudnut, Inc. (Warner-Lambert 
Pharmaceutical Company, substituted) v. The Wander Company, Registra- 
tion No. 566,573, issued November 11, 1952. Petitioner appeals from deci- 
sion of Examiner of Interferences dismissing petition. Affirmed. 


Robert B. Clark, of New York, N.Y., and Arnold B. Christen, of Washing- 
ton, D.C., for petitioner-appellant. 

Davis, Lindsay, Hibben & Noyes, of Chicago, Illinois, for respondent- 
appellee. 


LEEDS, Assistant Commissioner. 

Warner-Hudnut, Inc., has petitioned to cancel registration of WANDER,’ 
issued November 11, 1952, to The Wander Company for “sodium para- 
aminosalicylate for oral administration chiefly in the treatment of tubercu- 
losis.” 

Petitioner is registrant of WILLIAM R. WARNER & CO., INC., for a line of 
pharmaceuticals ;? of OMNIS ORBIS WARNER, with an illustration of a globe, 





. Reg. No. 566,573. 
. Reg. No. 415,891, issued to a predecessor on Aug. 21, 1945; and Reg. No. 
432,361, issued to a predecessor on Sept. 2, 1947. 


1 
2 
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for a line of pharmaceuticals ;* and of WARNER for a line of pharmaceuti- 
cals.* 

The Examiner of Interferences dismissed the petition and petitioner 
has appealed. 

The record shows that petitioner had long and extensive use of WILLIAM 
R. WARNER & CO., INC., for many years prior to 1950, but it appears that 
such use was only as a tradename rather than as a trademark. Since 1950, 
petitioner has been a division of Warner-Hudnut, Inec., and has used 
WILLIAM R. WARNER in a tradename sense to identify the manufacturer as a 
division of petitioner. 

Since prior to 1920, petitioner has used WARNER and OMNIS ORBIS 
WARNER and design, as trademarks identifying a variety of pharmaceutics, 
and such use has been extensive. There is no question but that petitioner 
enjoys a valuable good will symbolized by its WARNER trademarks. 

The record shows that respondent has used THE WANDER COMPANY 4S 
its tradename since about 1917, and its original product was a food supple- 
ment identified by the trademark OVALTINE. Respondent first used WANDER 
as a trademark for a food supplement in 1918, but such use was discon- 
tinued in 1930. In 1951 it commenced using WANDER as a trademark for the 
product identified in its registration, the product being commonly known as 
7 An 

It is apparent from the foregoing that petitioner has, for many years 
prior to 1951, used WARNER as a trademark for a variety of pharmaceuticals, 
and respondent has, since 1951, used WANDER as a trademark for a specific 
pharmaceutical. The only question is whether or not respondent’s mark so 
resembles petitioner’s as to be likely, when applied to a pharmaceutical, to 
cause confusion of purchasers. 

It is true that the marks are somewhat alike in spelling in that they 
have five of their six letters in common, but the result is not necessarily 
one which is likely to cause purchaser confusion. Petitioner’s mark is a 
well-known surname which has acquired a secondary meaning in the 
pharmaceutical field, but which nevertheless creates an impression of being 
a surname. Respondent’s mark is in fact the surname of applicant’s 
founder, but it has other meanings which are so familiar that it is not 
likely to create any surname impression. Instead, it is likely to be asso- 
ciated with “rambling” or “roaming.” The differences in sound, appearance 
and commercial impression are sufficient to obviate all reasonable likelihood 
of confusion. 

The decision of the Examiner of Interferences dismissing the petition 
is affirmed. 





3. Reg. No. 415,644, issued to a predecessor on Aug. 14, 1945. 
4. Reg. No. 414,083, issued to a predecessor on May 22, 1945. 
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TIME, INCORPORATED v. BAUER ALPHABETS INC. 
No. 35,602 — Commissioner of Patents — September 3, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR TERMS—CLASS OF GOODS 
FORTUNE for a type used in printing publications is confusingly similar to 
FORTUNE for magazine, in view of the trade practice of naming the type for the 
publication in connection with which it is used. 


Opposition proceeding by Time, Incorporated v. Bauer Alphabets 
Inc., application Serial No. 690,058, filed June 23, 1955. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Re- 
versed. 


Hugh R. H. Smith, of Washington, D.C., and Harold R. Medina, Jr., of New 
York, N.Y., for opposer-appellant. 
William R. Liberman, of New York, N.Y., for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed by Bauer Alphabets Inc. to register 
FORTUNE for printing type, use since June 14, 1955 being asserted. 

Registration has been opposed by Time, Incorporated, registrant of 
FORTUNE for a magazine.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer publishes the widely circulated and well-known industrial or 
business magazine FORTUNE. 

The record shows that applicant knew of opposer’s use of the trade- 
mark FORTUNE to identify its industrial or business magazine at the time 
it adopted rorTUNE for use on its foundry type, opposer having been a 
customer of applicant at one time. It may be presumed that applicant 
also knew of the trade practice, shown by the record to exist in the foundry 
type trade, of using as trademarks for type faces the title of a publication, 
or the name of a publisher of a periodical, for which the type face was 
designed, such as TIMES ROMAN designed for The London Times, post for 
The Saturday Evening Post, coLurer’s for Collier’s Magazine, COMPANION 
for the Woman’s Home Companion, HEARST for Hearst publications, and 
MCCORMACK for The Chicago Tribune. 

The Examiner of Interferences seems to have based his decision pri- 
marily on the ground that since magazines and foundry type are not sold 
on a competitive basis, and since the parties deal with different classes of 
people, and since the appiicant’s type is purchased by discriminating pur- 
chasers, use of the identical mark by the parties is not likely to cause 
confusion. This, however, overlooks the existence of the above-mentioned 
trade practices and the fact that purchasers of foundry type are likely 
to be aware not only of such practices but of opposer’s magazine as well. 


1. Reg. No. 272,878, issued July 15, 1930, renewed; and Reg. No. 565,088, issued 
Oct. 7, 1952. 
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It seems to me that purchasers of foundry type bearing the word FORTUNE 
would inevitably associate it with opposer’s FORTUNE magazine and mis- 
takenly assume that the type face was specifically designed for opposer’s 
magazine and that opposer had consented to the use of its well-known mark 
in connection with such type. This is a kind of confusion against which the 
statute is directed. 

Applicant gave notice of reliance under Rule 282 upon a number of 
registrations of FORTUNE for a number of different products, but the notice 
failed to state the relevance of such registrations, and their relevance does 
not appear since the products identified in such registrations are in no wise 
related to the products of either party. Applicant’s printing type is obvi- 
ously related to opposer’s publication printed with type. 

The decision of the Examiner of Interference is reversed, and the 
opposition is sustained. 





MORRIS, WHEELER & CO., INC. v. MORRELL 
No. 35,352 — Commissioner of Patents — September 4, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR TERMS—CLASS OF GOODS 
MORLIFT in particular design for lift trucks is confusingly similar to MORLIFT 


in slightly different design for overhead track systems, hangers, trolleys and cranes, 
the class of goods being so related that confusion would be inevitable. 


Opposition proceeding by Morris, Wheeler & Co., Inc. v. John P. 
Morrell, application Serial No. 669,279, filed July 1, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Synnestvedt & Lechner, of Philadelphia, Pennsylvania, for opposer- 
appellee. 
Harry H. Hitzeman, of Chicago, Illinois, for applicant-appellant. 
LeeEps, Assistant Commissioner. 
An application has been filed by John Morrell Manufacturing Company 
to register as a trademark for industrial lift trucks and parts therefor the 


following: 
mor/lift 


Use since about December 1, 1953 is asserted. 
Registration has been opposed by Morris, Wheeler & Co., Inc., regis- 
trant of: 


macrnift 
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for overhead materials handling systems and parts thereof including track, 
track hangers, trolleys, and various types of overhead cranes.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s earlier use is undisputed and it is readily apparent that 
the marks are substantially identical and the products are materials han- 
dling equipment which would be likely to be sold to the same average 
purchasers. 

This leaves for determination only the question of whether or not 
purchasers familiar with MORLIFT overhead materials handling systems 
(track, hangers, trolleys and cranes) sold under the trademark MORLIFT 
would be likely upon seeing moruirt fork trucks, to attribute them to the 
same source. 

The answer seems self-evident. The materials handling items of the 
parties, while specifically different, are nevertheless so related in use that 
they are apt to be associated in the minds of industrial purchasers; and 
when such products are sold to the same purchasers under the same mark, 
confusion will be inevitable. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


CENTRAL FIBRE PRODUCTS COMPANY v. KEYES FIBRE CO. 
No. 34,996 — Commissioner of Patents — September 8, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register FILLER-FLATS for packaging trays used principally 
for packing eggs, and registration is opposed by a manufacturer of fillers and flats 
and molded pulp trays for packing eggs, on the basis that the term is the descrip- 
tive name of applicant’s goods. While substantial testimony was taken from the 
trade, the result indicates that both “filler-flats’” and “egg trays” are the common 
descriptive terms of the goods. It also appears that applicant was owner of a 
patent covering the design of “filler-flats’” and had therefore encouraged the public 
for years to use the term as the name of its molded pulp trays. 
REGISTRABILITY—NAMES—EXPIRED PATENTS 
Applicant having encouraged the public to use the term as the name of the 
product under its patent may not now attempt to extend the life of the patent by 


claiming exclusive right to the term. 


Opposition proceeding by Central Fibre Products Company v. Keyes 
Fibre Company, application Serial No. 649,002, filed June 18, 1953. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Affirmed. 


Olson, Mecklenburger, von Holst, Pendleton & Neuman, of Chicago, Illinois, 
and Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for 
opposer-appellee. 

Connolly & Hutz, of Wilmington, Delaware, for applicant-appellant. 





1. Reg. No. 595,884, issued Sept. 28, 1954. 
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Leeps, Assistant Commissioner. 

An application has been filed to register FILLER-FLATs for “packaging 
trays for fragile articles,’ use since November 1, 1932 being asserted. 

Registration has been opposed by Central Fibre Products, a competitor 
which manufactures fillers and flats and molded pulp trays for use in lieu 
of fillers and flats for packing eggs. The opposition is based upon the 
ground that FILLER-FLATs is merely the common descriptive name of appli- 
cant’s goods. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that the parties are competitors in the manufacture 
and sale of paper products, including molded pulp trays used for packing 
eggs for shipment in standard crates. There are two well-recognized 
methods of packing eggs in such crates, the first of which utilizes the 
“honeycomb fillers” and the flats which separate the layers of eggs, and 
the other of which utilizes molded pulp trays which, when filled with eggs 
and placed one upon another, form individual cells for the eggs. The 
fillers and flats represent a very old method of packing eggs, whereas the 
molded trays were not developed until 1932. 

On August 18, 1932, one Ferdinand Kronenberger filed an application 
for patent on a molded pulp tray identical with or similar to that involved 
here. The item was described as a “combination flat and filler,” and each 
of the claims in the patent? which issued refers to a combination flat and 
filler. During the term of the patent the present applicant was the ex- 
clusive manufacturer under the patent in the United States. The patent 
expired in 1952.? 

For many years opposer and its predecessor have manufactured and 
sold fillers and flats, and early in 1955 opposer commenced the manufacture 
and sale of molded pulp trays—combination filler and flats—which are 
similar to the molded tray made by applicant. 

The record is replete with documentary evidence showing common 
usage of the term “filler-flats” to refer to combination fillers and flats used 
in packing eggs.® 





1. Pat. No. 1,956,955, issued May 1, 1934. 

2. Pat. No. 1,970,436, issued Aug. 14, 1934, discloses a combination flat and filler, 
and each claim refers to this term; Pat. No. 2,191,061, issued Feb. 20, 1940, on a device 
and method for handling eggs, refers to “filler-flats” such as applicant’s in the specifi- 
cation; Pat. No. 2,378,627, issued June 19, 1945, on egg packing material refers through- 
out the specification to “filler flats,” and each claim is for a “filler flat”; and Pat. No. 
2,691,456, issued Oct. 12, 1954, refers to “filler flat trays” in the specification. 

3. The Interstate Commerce Commission recognized and used the term as early 
as 1934 as meaning a composite article which combines the functions of fillers and flats. 
The official Consolidated Freight Classification has included the term as an item for 
classification purposes since at least 1943. The National Motor Freight Classification 
includes the term in the same manner. The U. S. Department of Agriculture has used 
the term in stating that “a regular filler-flat for chicken eggs is a tray having 30 indi- 
vidual cells arranged in 5 rows of 6 cells each, formed by the posts or prongs.” Egg 
trade periodicals have used the term as the common descriptive name of the molded 
combination of fillers and flats. The Chicago Mercantile Exchange and the New York 
Mercantile Exchange use the term in the same way. 
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Applicant contends that “egg tray” is the common descriptive name 
of the goods, but the witnesses which it called to testify did not support 
the contention. Thirty-three trade witnesses were examined. Five of them 
testified that they were familiar with “filler-flats,” but they were not very 
familiar with “egg trays.” The testimony of six others, who were com- 
pletely familiar with “filler-flats,” suggests that the term “egg tray” is 
not in common trade usage. The record leads to the conclusion that both 
the terms “egg tray” and “filler-flats” are common descriptive names of 
molded pulp trays for packing eggs, and that “filler-flats” is probably more 
commonly used in the trade than is “egg tray.” 

Applicant also contends that for some twenty years it was the only 
user of the term “filler-flats” in connection with the product. This rather 
naturally follows, since no one else could lawfully make the product for 
some nineteen of those years by reason of the pendency of the patent appli- 
cation and the patent which issued thereon. 

Applicant further contends that as a result of its long exclusive use of 
“filler-flats,” the term has acquired a secondary meaning. The record, 
however, fails to support the contention. Such use as was made by appli- 
cant during the term of the patent appears clearly to have been as the 
common descriptive name of the product. It is true that applicant’s wit- 
nesses testified that they associated the term with applicant, but the effect 
of this testimony is to show that due to the long period of time during 
which applicant was the only manufacturer of the product, the trade 
necessarily associated the term with applicant. See: Cellular Clothing Co. 
v. Maxton & Murray, App. Cas. 236 {Lord Davey, 1899]; and Kellogg Co. 
v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 [1938]. When this 
testimony is considered in context and the entire record is placed in prospec- 
tive, it is clearly apparent that for years applicant used the term and 
encouraged others to use it as the name of its molded pulp trays; and it 
was not until after expiration of the patent that applicant attempted to 
use the term as a trademark. 

In 1951, when the Kronenberger patent expired, its teachings became 
free for public use. A necessary corollary to employment of the teachings 
of the patent is the use of the name of the product made in accordance 
with the patent. Applicant, having given the name “filler-flats” to the 
combination fillers and flats made in accordance with the patent and 
having “educated” the trade to utilize the term as the name of the item, 
may not now, under the guise of claiming trademark rights, assert that no 
other person, firm, corporation or association has a right to use the term. 

The record shows that FILLER-FLATs is an apt name and the most 
commonly used name of the item in connection with which it is used. It is 
therefore not a trademark for such item. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 
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DORMIN, INC. v. DE LEON LABORATORIES, INC. 


No. 36,096 — Commissioner of Patents — September 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CANCELLATION PROCEDURE—EVIDENCE 
Application for registration of NoRMIN for an anti-depressant is opposed by 
registrant of DORMIN, a medicinal preparation for the relief of insomnia, headaches, 
and neuralgia. Resemblance of marks, both used on pharmaceuticals and sold in 
same trade channels is considerable and consumer confusion is likely. Therefore, 
registration should be refused. 
Applicant’s counterclaim to cancel opposer’s mark DORMIN, holding that it is 
merely descriptive, is dismissed since no evidence in support of counterclaim was 
offered. 





Opposition proceeding by Dormin, Inc. v. De Leon Laboratories, Inc., 
application Serial No. 692,509, filed August 5, 1955; applicant counter- 
claims to cancel Registration No. 558,820, issued May 13, 1952. Both parties 
appeal from decision of Examiner of Interferences dismissing opposition 
and counterclaim. Affirmed as to counterclaim; reversed as to opposition. 


Albert Viault, of New York, N.Y., for Dormin, Inc. 
I. Walton Bader, of New York, N.Y., for De Leon Laboratories, Inc. 


LEEps, Assistant Commissioner. 

An application has been filed by De Leon Laboratories, Inc., to register 
NORMIN for an anti-depressant, use since May 16, 1955 being asserted. 

Registration has been opposed by Dormin, Inc., registrant of DORMIN 
for medicinal preparations intended as aids for the relief of insomnia, 
headaches, and neuralgia.’ 

Applicant counterclaimed for cancellation of opposer’s registration 
on somewhat elusive grounds. Applicant apparently contends that opposer 
uses its mark on a sedative preparation, and the registration is therefore 
invalid because the identification of goods in the registration is “incorrect” ; 
that DORMIN is “incapable of registration” as a trademark for a sedative 
because it “merely sets forth the fact that the goods produce a dormant 
state and the said term is merely descriptive of the goods”; and that 
applicant is damaged because opposer has based the opposition on an “in- 
valid trademark.” 

No evidence or briefs having been filed by the parties, the Examiner of 
Interferences took the matter up on his motion and held: 


“In the above identified proceeding neither party has filed testi- 
mony or a brief or a request for oral hearing. 

“Tt is the opinion of the examiner upon the record presented that 
neither party is entitled to the relief sought in this case. 

“Accordingly, the notice of opposition and the request for affirma- 
tive relief contained in the applicant’s answer are dismissed.” 


1. Reg. No. 558,820, issued May 13, 1952. 
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Opposer moved for reconsideration, and the Examiner of Interferences 
held: 

“In a motion supported by affidavit filed August 28, 1957 the 
opposer requests (a) a reconsideration of the examiner’s decision of 
August 21, 1957 on final hearing or (b) that the case be reopened 
and set down for oral argument. The applicant has filed an affidavit 
in opposition thereto. 

“Referring to (a), the examiner remains of the opinion that upon 
the record presented the decision in question was properly entered. 
As to (b), it fails to appear that the omission of opposer to file a 
request for oral hearing or otherwise to proceed herein in accordance 
with the provisions of Trademark Rule 2.128 was occasioned by any- 
thing other than lack of diligence; and the case therefore may not be 
reopened over the applicant’s objections thereto. 

“The motion is accordingly denied.” 


Opposer has appealed from dismissal of the opposition; and applicant 
has appealed from dismissal of the counterclaim. 

No evidence in support of the counterclaim having been offered, the 
Examiner of Interferences properly dismissed it, and his decision is affirmed 
in this regard. 

The record in the opposition proceedings consists of the pleadings, 
a copy of opposer’s registration and applicant’s application. Evidence con- 
cerning the nature of the products, their trade channels, etc., might have 
been helpful in arriving at a conclusion, but under the circumstances here, 
the determination must be in the nature of an ex parte one although the 
proceeding is inter partes. 

It is apparent that the products of the parties are pharmaceuticals, 
and it is assumed that they are sold through the same trade channels 
under the same circumstances and conditions to the same average pur- 
chasers. The resemblance of NORMIN to DORMIN is considerable, and it is 
doubtful if the marks can be used competitively without causing confusion. 

Resolving such doubt as exists against the later user, registration 
should be refused. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is reversed, and the opposition is sustained. 


STA-NU CORPORATION et al. v. ADCO, INC. 
No. 37,341 — Commissioner of Patents — September 17, 1958 


REGISTRATION PROCEDURE—-OPPOSITION—PLEADING AND PRACTICE 

An acknowledgment before a notary public, while not in the usual form of a 
verification statement, is sufficient compliance with the requirements for an opposi- 
tion pleading. 

An opposition pleading which sufficiently states a claim for relief and gives 
the applicant notice of what it must defend against will not be dismissed because 
of certain deficiencies; nor will the opposition be dismissed because it joins two 
parties as opposers in a single proceeding. 





1 
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Opposition proceeding by Sta-Nu Corporation and Wells Chemical 
Corporation v. Adco, Inc., application Serial No. 21,408 filed December 21, 
1956. Opposers appeal from decision of Examiner of Interferences dis- 
missing opposition. Reversed. 

Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for opposers- 
appellants. 
Chauncey P. Carter, of Washington, D.C., for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Adco, Inc., to register ADCO’s STA-DRI 
for a moisture repellent preparation, use since November 1, 1956 being 
asserted. 

An opposition has been filed by Sta-Nu Corporation and Wells Chemi- 
eal Corporation in which opposers allege prior use of sTA-Nu for a textile- 
treating chemical, prior registration of the mark sta-Nu for such a prepara- 
tion, and such resemblance of applicant’s mark to the mark sTA-Nu as to be 
likely, when applied to the goods, to cause purchaser confusion or mistake. 

Applicant moved to dismiss on several grounds, summarized as follows: 


1. The pleading fails to identify Wells Chemical Corporation as a 
person. 


2. The pleading refers throughout to Sta-Nu Corporation and 
Wells Chemical Corporation “individually and collectively as opposer,” 
thereby making it difficult, if not impossible, to answer ; 


3. The registration of sTA-NU is a Supplemental Registration, and 
the mark therefore admittedly is descriptive, and secondary meaning 
is not alleged ; 


4. The pleading fails to assert probable damage from registration 
of the whole mark, but refers only to STA-DRI which is disclaimed ; 


5. The pleading is fatally defective because it has not been 
properly executed and verified ; and 


6. Two entities may not file a single opposition for a single fee. 


The Examiner of Interferences granted the motion to dismiss on the 
ground that the pleading had not been properly verified. 

Opposers have appealed. 

The pleading contains certain statements of fact and certain conclu- 
sions followed by a prayer for relief. There then follows a paragraph 
appointing attorneys in the case, and this paragraph is followed by: 


“H. J. Nelson, Treasurer of Wells Chemical Corporation, and 
Treasurer of Sta-Nu Corporation, Opposers, being duly sworn, deposes 
and says that he is an officer of the Opposers hereof, that he has read 
and signed the same and knows the contents thereof, and that the 
same is true of his own knowledge, except as to the matters therein 
stated to be alleged upon information and belief, and as to those 
matters, he believes them to be true. 
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STA-NU CORPORATION 
WELLS CHEMICAL 
CORPORATION 


By (sgd.) H. J. Nelson 
H. J. Nelson 


“STATE OF ILLINOIS ) 
COUNTY OF COOK ) 


On this 20th day of August, 1957, before me, a Notary Public in 
and for the County and State aforesaid, appeared H. J. NELSON, to 
me personally known to be the same person whose name is subscribed in 
the foregoing instrument, and acknowledged that he executed the said 
instrument as his free and voluntary act and for the uses and purposes 
therein expressed. 


“WITNESS my hand and seal the day and year last above given. 


(Sg¢d.) Erna S. Angel 
Notary Public 


My Commission Expires Feb. 5, 1959” 
(Notary Seal) 


Admittedly, this is not the usual “subscribed and sworn to” statement 
ordinarily signed by a Notary Public in verifying a pleading, but to hold 
that the pleading in this case was not properly verified is to rely on hyper- 
technicality and to disregard substance in favor of form. The Examiner 
of Interferences erroneously dismissed the opposition on this ground, and 
his action is reversed. 

The other grounds set forth in applicant’s motion to dismiss and 
summarized herein are without merit. Opposer’s pleading is deficient in 
some respects, but it is sufficient to state a claim upon which relief can be 
granted, and it is sufficient to put applicant on notice as to what it must 
defend against. 

The case is remanded for answer and trial, and applicant’s answer is 
due thirty days from this date. 


NATIONAL CRANBERRY ASSOCIATION v. WISCONSIN 
ALUMNI RESEARCH FOUNDATION 


No. 36,316— Commissioner of Patents — September 23, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
CRAN when applied to cranberry products is highly suggestive. 
REGISTRABILITY—SECONDARY MEANING MARKS 
When highly suggestive mark such as CRAN is used as trademark for cranberry 
juice, strong showing of secondary meaning is necessary before it can be found 
that use of term as part of a trademark for a different product is likely to cause 
confusion of purchasers. 





A NN tS 
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REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CRANSWEETS when used on candied cranberries is not likely to cause public 
to associate such products with CRAN or CAPTAIN CRAN cranberry juices. 


Opposition proceeding by National Cranberry Association v. Wisconsin 
Alumni Research Foundation, application Serial No. 677,469 filed November 
29, 1954. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 


Beekman Aitken, of New York, N.Y., for opposer-appellee. 
Adams, Forward & McLean, of New York, N.Y., for applicant-appellant. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Wisconsin Alumni Research Founda- 
tion to register CRANSWEETs for preserved cranberries,’ use since August 
18, 1954 being asserted. 

Registration has been opposed by National Cranberry Association, 
registrant of CRAN, CRAN with a map of the Cape Cod area, a picture of a 
fictitious sea captain named CAPTAIN CRAN, and the phrase MIX IT WITH CRAN 
and a picture of a fictitious sea captain named CAPTAIN CRAN, for cranberry 
juice.” 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

There is no question but that opposer used CRAN and CAPTAIN CRAN on 
eranberry juice before applicant adopted CRANSWEETs for preserved cran- 
berries. Over the ten year period 1947-1956, opposer sold about 7500 cases 
of cranberry juice marked CRAN or CAPTAIN CRAN, or both, each case con- 
taining either four one-gallon jugs, or 24 pint bottles, or 12 pint bottles, 
or 12 bottles holding four-fifths of a pint. 

When applied to cranberry products craAN is highly suggestive. It 
is likely immediately to tell the consumer that the product is a cranberry 
product. When such a highly suggestive term is used as a trademark, a 
strong showing of secondary meaning is necessary before it can be found 
that use of the term as a part of a trademark for a different product is 
likely to cause confusion of purchasers. There is no such showing here. 

In view of the foregoing, it is concluded that applicant’s mark cRAN- 
SWEETS when used on candied cranberries is not likely to cause the con- 


1. The specimens show the product to be “candied cranberries” rather than “pre- 
served cranberries”; and in the event applicant finally prevails herein, registration will 
be withheld pending submission, within twenty days after final termination, of an 
amendment correcting the identification of goods. 

2. Reg. No. 379,901, issued to a predecessor on July 30, 1940, and published by 
opposer in accordance with Sec. 12(c) on May 18, 1948; Reg. No. 381,245, issued to a 
predecessor on Sept. 17, 1940, and published by opposer in accordance with Sec. 12(c) 
on Mar. 23, 1948; Reg. No. 381,246, issued to a predecessor on Sept. 17, 1940, and 
published by opposer in accordance with Sec. 12(c) on April 13, 1948; and Reg. No. 
381,247, issued to a predecessor on Sept. 17, 1940, and published by opposer in accord- 
ance with Sec. 12(c) on May 18, 1948. 
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suming public to associate such products with opposer’s CRAN cranberry 
juice or CAPTAIN CRAN cranberry juice or with opposer as the producer. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


THE PENNSYLVANIA SALT MANUFACTURING COMPANY 
(by change of name PENNSALT CHEMICALS 
CORPORATION) v. L. R. KERNS COMPANY 


No. 6,672 — Commissioner of Patents — September 23, 1958 


CANCELLATION PROCEDURE—CONFUSINGLY SIMILAR MARKS 
Giving due consideration to nature of marks FOSCOAT and PHOS FILM when 
applied to goods, phosphatizing chemicals, method of selling products to industrial 
users, instructions given in use of products by each party, and awareness of pur- 
chasing agents, confusion is unlikely. 


Cancellation proceeding by The Pennsylvania Salt Manufacturing 
Company (by change of name Pennsalt Chemicals Corporation) v. L. R. 
Kerns Company, Registration No. 609, 203, issued June 14, 1955. Regis- 
trant appeals from decision of Examiner of Interferences granting peti- 
tion. Reversed. 


Arvid E. Lyden and Robert G. Danehower, of Philadelphia, Pennsylvania, 


for petitioner-appellee. 
Cromwell, Greist & Warden, of Chicago, Illinois, for respondent-appellant. 


LEEpDs, Assistant Commissioner. 

Pennsalt Chemicals Corporation (formerly The Pennsylvania Salt 
Manufacturing Company) has petitioned to cancel registration of PHOS 
FILM for a phosphatizing compound,’ issued to L. R. Kerns Company. 

Petitioner is registrant of Foscoat and design for chemical baths for 
coating metal, replenishing agents for such baths, and component ingre- 
dients for both.’ 

The Examiner of Interferences granted the petition and recommended 
cancelation. Respondent has appealed. 

The record shows that the parties sell phosphatizing chemicals and 
lubricants designed for use in preparing metals for the phosphatizing 
process. Opposer uses FOSCOAT and FOSLUBE on its two products; and 
respondent uses PHOS FILM and DRY FILM on its two products. 

Both parties sell their phosphatizing compounds in large and small 
drums through their own field sales engineers who instruct purchasers in 
the use of the products. The purchasers are industrial users who fall 
generally in the same categories. 


1. Reg. No. 607,203, issued June 14, 1955 for a “phosphatizing compound used for 
preparing metal surfaces prior to painting or enameling and also for preparing steel 
prior to drawing and extruding operations.” 

2. Reg. No. 538,949, issued Mar. 6, 1951. 
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It is readily apparent that the first syllables of the two marks FOSCOAT 
and PHOS FILM are derived from the word “phosphate,” though opposer has 
misspelled the syllable PHos by the pu to F. It is also apparent that the 
products are coatings or films which prepare metal surfaces for finishing, 

Giving due consideration to the nature of the marks when applied to 
the goods, the method of selling the products to industrial users, the in- 
structions given in the use of such products by each party, and the aware- 
ness of the average purchasing agents who buy the products, it is concluded 
that there is no likelihood of confusion within the meaning of the trademark 
statute. 

The decision of the Examiner of Interferences is reversed, and the 
petition is dismissed. 





CORO, INC. v. DELSA MFG. CO. OF R.I., INC. 
No. 34,738 — Commissioner of Patents — September 24, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Trapezoidal figure on which appears word DELSA and representation of leaping 
animal is not likely to be confused with trapezoidal outline with design of flying 
horse and word coro, goods being costume jewelry. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Ruling by Examiner of Interferences that applicant is not entitled to registra- 
tion is vacated and matter is left for consideration ex parte by Examiner of Trade- 
marks when application comes back to his jurisdiction. 





Opposition proceeding by Coro, Inc. v. Delsa Mfg. Co. of R. I., Inc., 
application Serial No. 666,003 filed May 10, 1954. Both parties appeal 
from decision of Examiner of Interferences dismissing opposition but 
refusing registration. Affirmed as to opposition; refusal of registration 
vacated. 


Philip G. Hilbert, of New York, N.Y., for Coro, Ine. 
Robert Van Sickler, of Washington, D.C., and Ted Jaffe, of Providence, 
Rhode Island, for Delsa Mfg. Co. of R.I., Ine. 


FEDERICO, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Interferences 
dismissing an opposition to the registration of a trademark. 

The applicant, Delsa Mfg. Co., seeks to register a mark for various 
items of costume jewelry. The mark, which will be described in greater 
detail later, comprises a trapezoidal figure in blue on which appears the 
word DELSA in white, and also on which and partially projecting outside 
the figure is the representation of an animal in leaping position. Use of the 
mark since only a few months before the filing date of May 10, 1954, is 
alleged. 

Opposer, Coro, Inc., bases its opposition upon its prior use and regis- 
tration of a particular mark for costume jewelry. Opposer has shown that 
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it has used the mark since as early as 1945, and has the following regis- 
trations: 375,063, registered Feb. 6, 1940; 427,417, registered Feb. 11, 
1947 ; 428,993, registered April 15, 1947; and 516,216, registered Oct. 11, 
1949. The mark used by opposer consists essentially of a trapezoidal out- 
line or frame to the left of which is a figure of a flying horse in leaping 
position with the front knees bent; within the outline appears the word 
CORO. 

The goods of the parties are substantially the same and there is no 
question of priority. The only issue involved is that of likelihood of con- 
fusion—whether the use of the mark by the applicant upon its goods 
would be likely to cause confusion or mistake or to deceive purchasers. 
The Examiner of Interferences held that there would not be a reasonable 
likelihood of confusion and dismissed the opposition. 

Coro urges that the respective marks are similar in that both consist 
of the particular geometrical figure and an associated quadruped in leaping 
position overlapping the figure (it may be said that the marks consist of 
quadrilaterals with overlapping quadrupeds). However, the fact that some 
generic language can be found which would in a broad sense properly 
describe both marks is not the criterion by which the confusing similarity 
of the marks is to be determined. The respective marks more specifically 
than have been described above are as follows. Opposer Coro’s mark 
contains a four-sided outline or frame with the two parallel sides disposed 
vertically and the other two sides converging toward each other toward the 
right. Within this outline and substantially filling it is written the word 
coro in script sloping upwardly. In some of the specimens the word 
INC. in similar letters appears below coro and in other specimens there 
may be some other word in smaller letters below the name. The animal 
appearing on the left of the quadrilateral is the mythical flying horse with 
large upraised wings, in prancing or leaping position with the front legs 
bent at the knees. The animal is practically completely outside of the 
frame with only part of the front legs overlapping and projecting into the 
outline. The flying horse has quite a distinctive appearance. Registration 
427,417 shows the panel with the word coro and the flying horse as has 
been described; registration 428,993 shows the same thing with the word 
CRAFT in smaller letters appearing beneath the coro; registration 516,216 
is similar to the preceding registrations with the omission of all wording 
from the drawing of the registration; registration 375,063 shows only 
a flying horse in a slightly different position from the flying horses of the 
other registrations and in itself is not particularly relevant here. 

Applicant’s mark consists of a four-sided figure with two sides parallel 
and vertical, the lower side is horizontal and the upper side tapers toward 
the right. The panel is used and shown as solid blue. Within the panel 
appears the word DELSA in white. The animal appearing with this geometric 
figure is referred to by the applicant as an antelope and has been referred 





34 THE TRADEMARK REPORTER Vol. 49 T.M.R. 
to by the examiner as an antelope or deer. The animal appears in leaping 
position with the front legs bent at the knees. Practically the entire 
animal is within the border of the figure, with only the rear legs projecting 
outside of the figure. The animal is in white. 

The examiner held that the geometrical figure and representation of 
the antelope or deer in the applicant’s mark were readily distinguishable in 
appearance from the geometrical figure and flying horse of opposer’s mark. 
The examiner also stated that the literal features of the respective marks, 
namely DELSA and coRO are quite dissimilar in every material respect. 
Considering the marks in their entireties the examiner stated that they 
differ sufficiently to enable their contemporaneous use without a reasonable 
likelihood of confusion. 

Opposer in its arguments stresses the common language which can be 
used to characterize each of the marks, and emphasizes the similarities of 
the marks. However, I am in agreement with the examiner that consider- 
ing the marks as a whole there is not apt to be any likelihood of confusion. 
Opposer’s mark is quite distinctive in the winged horse and I do not believe 
that applicant’s rather obscure antelope would be apt to be confused with 
it. Opposer insists that the geometrical figure used is unique in trademark 
usage. However, it is quite apparent from looking at opposer’s mark and 
from some of the advertisements that the quadrilateral or trapezoid is 
nothing but a rectangle standing on one of its longer sides drawn in per- 
spective, forming a rectangular panel on which the name coro appears. 
With this view it cannot be conceded that the geometrical figure is unique 
in any respect. Opposer also points to the fact that one of its registrations 
shows the geometric outline and the flying horse without the word coro 
appearing thereon, the examiner having apparently given some weight to 
the complete dissimilarity of the words coro and DELSA. While I do not 
believe that this point is conclusive, still not much weight can be given here 
to the absence of wording on the drawing of the registration. The speci- 
mens filed in the registration all show the appearance of the word coro 
within the rectangle, and the specimens of the use of the mark on the 
goods and the advertisements of the mark in the record all show the pres- 
ence of the word coro within the panel, sometimes with an additional word 
as has been mentioned. 

While dismissing the opposition, the Examiner of Interferences con- 
sidered ex parte the question of applicant’s right to registration on a 
ground which had not been raised by the opposition, and held that the 
mark was not owned by the applicant but by a company related to the 
applicant. Applicant has made some explanation of the situation and the 
relationship between the two companies but in view of the fact that the 
question was not raised by the opposition it is considered more expedient 
here not to treat it in the same decision as the opposition. The examiner’s 
ruling that applicant is not entitled to the registration is vacated and this 





Vol. 49 T. M. R. EL CHICO CAFE v. DOLLY FRUIT PRODUCTS 135 


matter is left for the consideration ex parte by the Examiner of Trademarks 
when the application comes back to his jurisdiction. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed, and the ex parte action taken is vacated. 


EL CHICO CAFE v. DOLLY FRUIT PRODUCTS CORP. 
No. 34,778 — Commissioner of Patents — September 26, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MR. CHICO and design for chocolate flavored syrup is not likely to be confused 
with EL CHiIco for canned tamales and similar foods or with EL CHICO CAFE restau- 
rants specializing in Mexican foods. 


Opposition proceeding by El Chico Cafe v. Dolly Fruit Products Corp., 
application Serial No. 658,519 filed December 24, 1953. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Af- 
firmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for opposer- 
appellant. 
J. B. Felshin, of New York, N.Y., for applicant-appellee. 


FEDERICO, Examiner in Chief. 

This is an appeal by the opposer from the decision of the Examiner of 
Interferences dismissing the opposition. 

The application, filed by Dolly Fruit Products Corp., seeks to register 
a composite mark comprising the words MR. CHICO, the mR. being written in 
small letters above the other word, enclosed within a stippled oval back- 
ground. To one side and overlapping the oval is what appears to be the 
figure of a smiling boy. The mark is stated to be used for chocolate 
flavored syrup for food flavoring purposes, and the labels indicate that 
the syrup is the conventional type used for ice cream and desserts or mixed 
with milk to make chocolate milk. Use since October, 1953, is alleged. The 
evidence on behalf of the applicant consists of a stipulation which, in addi- 
tion to some of the facts stated above, indicates that applicant’s goods are 
sold in glass bottles with metal caps to jobbers and brokers for sale to 
supermarkets and grocers, and also sold directly to candy stores. 

Opposer, El Chico Cafe, relies on its prior use of a composite trade- 
mark containing the words EL CHICO, and also on the prior use of these 
words in its trade name. It is alleged that the applicant’s mark so resembles 
opposer’s trademark and opposer’s trade name as to be likely when applied 
to the goods of the applicant to cause confusion or mistake or deception of 
purchasers. 

The mark used by opposer comprises a design which includes the head 
and shoulders of a Mexican with mustache wearing a wide sombrero and a 
serape thrown over the shoulder, with a cactus on each side of the figure. 
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Above the figure are the words EL cHIco and below the figure a panel with 
the words MEXICAN FOOD or MEXICAN BRAND FOOD MADE IN TEXAS. These 
all appear on a background which frames each of the three parts of the 
composite mark. The mark has been used by opposer for canned tamales, 
chili con carne, menude (beef tripe) and enchilades, and also on enchilada 
sauce and hot sauce, since prior to applicant’s first use. The record refers 
to two applications to register opposer’s trademark. These have issued 
since the opposition was instituted and are referred to in opposer’s brief. 
These registrations are 629,228, registered June 19, 1956, application filed 
November 7, 1949, and 629,229, registered June 19, 1956, application filed 
December 12, 1950. 

As evidenced on behalf of the opposer there is a stipulation to the effect 
that the trademark EL cHico has been in continuous use by opposer since 
at least 1948, on the goods mentioned above, and that the opposer owns 
the two applications which have been referred to. The stipulation further 
states “It is further stipulated and agreed that all the facts found and 
referred to by the Court of Appeals (Fifth Circuit) in El Chico, Inc. v. 
El Chico Cafe, as reported at 102 USPQ 267 (44 TMR 1307) may be con- 
sidered as evidence in the instant proceeding.” 

Opposer in the present case, El Chico Cafe, was one of the defendants 
in a suit brought by El Chico, Ine. The plaintiff in that suit operated a 
restaurant dispensing Spanish type food in New York City, under the 
name EL CHICO. Opposer or its predecessors began operating a restaurant 
known as El Chico Cafe in Dallas, Texas, in 1940 and expanded to operate 
other restaurants with the same name in additional cities in Texas and 
in a few places outside of Texas. These restaurants dispense Mexican 
type food. One of the defendants was El Chico Canning Co., Ine., which 
appears to be the organization using the trademark in the sale of the 
canned Mexican type foods and sauces. The suit was for unfair competition 
and also for trademark infringement brought in the Federal Court because 
of diversity of citizenship, since no Federal trademark registration was 
involved. The Court of Appeals found for the defendants. The decision 
indicates that the court considered EL CHICO a rather weak trademark or 
trade name, quoting the District Court’s finding that it “is, and was, and 
has been used for a long time upon many sorts of articles,” and pointing 
out the existence of a number of other restaurants using the same name. 

The Examiner of Interferences held that while opposer’s Mexican type 
eanned foods and hot sauces, and applicant’s chocolate flavored syrup used 
with milk, ice cream or desserts, may be related in that they pertain to the 
same general class of merchandise, they manifestly differ widely with 
respect to their essential characteristics, uses and sales appeal. With 
respect to the marks, he held that the notations were not identical and that 
the pictorial matter with which they are associated in use is quite dis- 
similar. Considering the differences between the marks, together with the 
wide differences between the respective goods, the examiner held that 
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their contemporaneous use would not be reasonably likely to cause confu- 
sion or deception of purchasers, and dismissed the opposition. 

Opposer’s arguments have been carefully considered but are not con- 
vincing that the Examiner of Interferences committed reversible error in 
his decision. I do not believe that purchasers would be apt to confuse the 
source of origin of applicant’s chocolate flavoring syrup bearing its mark 
with the source or origin of opposer’s canned hot tamales, ete. 

With respect to the trade name, the examiner, following precedent, 
held that the use of EL CHICO in the names of opposer’s related companies 
could not be considered, and considered only opposer’s trade name. Op- 
poser urges that the examiner erred in considering the trade name equiva- 
lent to the trademark, since the trademark includes the Mexican motif 
design whereas the trade name consists of the words EL CHICO only. How- 
ever, the trade name is EL CHICO CAFE, the trade name of the restaurant or 
chain of restaurants. Considering this business, restaurants selling Mexican 
type food, it is difficult to see wherein there would be any likelihood of 
confusion in the use of applicant’s mark on its chocolate flavoring syrup. 
Considering the sale of the canned hot tamales, ete., these goods are sold 
with the trademark which has been described, and no good reason is seen 
for a different conclusion when the trade name EL CHICO CAFE is considered 
in connection with the business of the sale of the goods. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE KUECHLE, doing business as 
THE DOUBLE-WEAR SHOE CO. 


Commissioner of Patents — September 26, 1958 


REGISTRABILITY—IN GENERAL 
Registration is void and stricken from records of Patent Office where individual 
who transferred all his business to corporation applied for mark in his own name. 


Registration proceeding No. 560,697 by Harry G. Kuechle, doing 
business as The Double-Wear Shoe Co. Registrant petitions to review ac- 
tions refusing to accept affidavit. Petition denied. 


Williamson, Schroeder, Adams & Myers, of Minneapolis, Minnesota, for 
registrant. 


LEEDs, Assistant Commissioner. 

Registrant, Double-Wear Shoe Co., has requested review of the actions 
of the Examiner and the Deputy Director of the Trademark Examining 
Operation refusing to accept the affidavit prescribed in Section 8 of the 
statute. 

The record shows the following facts: 


1. On December 29, 1947, a corporation by the name of Double- 
Wear Shoe Co. was formed under the laws of the State of Minnesota 
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by Harry G. Kuechle, Harry B. Kuechle and C. V. Haserick. The 
stated capital with which the corporation was to commence operation 
was $50,000. 


2. Under Minnesota law a corporation cannot lawfully commence 
business or incur any debts, except those incidental to its organization 
or to obtaining subscription to or payment for shares, until considera- 
tion for its shares equal to the amount of stated capital has been paid. 


3. On December 31, 1947, an instrument was executed by Harry 
G. Kuechle (who had been operating a shoe business under the trade 
style of The Double-Wear Shoe Co.) transferring all of his business 
to The Double-Wear Shoe Co., a corporation. The consideration for 
the instrument was in excess of $80,000. 


4. On January 2, 1948, an application to register the mark shown 
in the registration here involved was executed by Harry G. Kuechle. 


5. On January 13, 1948, at a stockholders meeting of the corpo- 
ration it was reported by Harry G. Kuechle that the business thereto- 
fore carried on by him as a sole trader had been transferred to the 
corporation in accordance with the action of the Board of Directors 
and that the corporation was in full operation; and a resolution 
ratifying, confirming and approving all acts of the directors and offi- 


cers of the corporation in the management and conduct of its business 
was adopted. 


6. On January 14, 1948, the application which matured into the 
registration here under consideration was filed by Harry G. Kuechle, 
doing business as The Double-Wear Shoe Co. 


7. On July 1, 1952, the registration issued to Harry G. Kuechle, 
doing business as The Double-Wear Shoe Co., none of the foregoing 
facts having been called to the attention of the Patent Office. 


8. On July 12, 1957, an affidavit of continued use executed by 
Harry G. Kuechle as President of The Double-Wear Shoe Co., a 
Minnesota corporation, was filed; and after submission of the facts set 
forth herein, the Deputy Director of the Trademark Examining Opera- 
tion refused acceptance of the affidavit on the ground that the record 
shows that at the time of filing the application which matured into the 
registration, Harry G. Kuechle did not own the trademark he sought 
to register, and the registration which was issued on a false premise 
of ownership is void ab initio. The facts fully support the refusal of 
acceptance, and the action of the Deputy Director is affirmed. 


The registration, being void, is hereby stricken from the records of the 
Patent Office, without prejudice to re-registration by the corporation. 
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STA-NU CORPORATION et al. v. ADCO, INC. 
No. 37,341 — Commissioner of Patents — September 26, 1958 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Section 3 of Public Law 85-609 provides that Act should not apply to case 
heard or decided by Examiner of Interferences; statute is inapplicable to case where 
it is apparent that decision of Examiner dismissing opposition was final decision 
appealable under Rule 2.143, where appeal was duly filed, and case submitted on 
briefs for determination; applicant’s petition for review by Trademark Trial and 
Appeal Board is denied. 


Opposition proceeding by Sta-Nu Corporation and Wells Chemical 
Corporation v. Adco, Inc., application Serial No. 21,408 filed December 21, 
1956. Opposers appeal from decision of Examiner or Interferences dis- 
missing opposition. Reversed at 49 TMR 127. Applicant petitions that its 
motion to dismiss be determined by Trademark Trial and Appeal Board. 
Petition denied. 

Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for Sta-Nu 


Corporation and Wells Chemical Corporation, opposers. 
Chauncey P. Carter, of Washington, D.C., for Adco, Inc., applicant. 


LEEDs, Assistant Commissioner. 
Applicant has filed a paper entitled “Petition for Board Review” in 
which it requests that its motion to dismiss, heretofore denied by the As- 


sistant Commissioner on September 17, 1958, 118 USPQ 538 (49 TMR 127), 
be renewed and determined by at least three members of the Trademark 
Trial and Appeal Board to be designated by the Commissioner. 

For reasons, applicant states, 


1. The appeal should have been vacated, since it was not heard 
or determined before August 8, 1958, when Public Law 85-609 was 
approved; and 

2. The case had not been heard by an Examiner of Interferences 
and is, therefore, subject to the provisions of Public Law 85-609 which 
abolished appeals to the Commissioner. 


The record shows that the opposition was filed on August 27, 1957, 
and on September 16, 1957, applicant filed a motion to dismiss. 

On November 1, 1957, the Examiner of Interferences granted the 
motion and dismissed the opposition, thereby disposing of the case. 

On November 7, 1957, opposer filed a request for reconsideration of 
the dismissal, and on November 27, 1957, the Examiner of Interferences 
denied the request. 

On November 18, 1957, opposer appealed to the Commissioner from 
dismissal of the opposition. 

On January 23, 1958, the parties were notified that the appeal had 
been set for oral argument on April 2, 1958. Prior to the date set for argu- 
ment, each of the parties waived its right to be heard orally; and on 
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September 17, 1958 the decision of the Assistant Commissioner reversing 
the dismissal and remanding the case for answer and trial was rendered. 

From the foregoing, it is clearly apparent that the decision of the 
Examiner of Interferences dismissing the opposition was a final decision 
appealable under Rule 2.143. The appeal was duly filed, and the case 
was submitted on briefs for determination. 

Section 3 of Public Law 85-609 provides that the Act shall not apply 
to any case which has been heard or decided by an Examiner of Inter- 
ferences. The statute is therefore inapplicable to the present case. 

Applicant’s petition is denied. 


PACIFIC UNION ASSOCIATION OF SEVENTH DAY 
ADVENTISTS, d.b.a. LOMA LINDA FOOD COMPANY 
v. KRAFT FOODS COMPANY (by merger, 
NATIONAL DAIRY PRODUCTS CORPORATION) 


No. 34,272 — Commissioner of Patents — September 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SMOKELLE for smoke flavored cheese product is not confusingly similar to 
SMOKENE for smoke flavored seasoning in view of the difference in the marks and 
goods. 


Opposition proceeding by Pacific Union Association of Seventh Day 
Adventists, doing business as Loma Linda Foods Company v. Kraft Foods 
Company (by merger, National Dairy Products Corporation), application 
Serial No. 661,348, filed February 19, 1954. Opposer appeals from decision 
of Examiner of Interferences dismissing opposition. Affirmed. 


Albert J. Fihe, of Burbank, California, for opposer-appellant. 
Soans, Anderson, Luedeka & Fitch, of Chicago, Illinois, for applicant- 
appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Kraft Foods Company (merged with 
National Dairy Products Corporation) to register SMOKELLE for pasteurized 
process cheese food, use since October 8, 1947 being asserted. 

Registration has been opposed by Pacific Union Association of Seventh 
Day Adventists, doing business as Loma Linda Food Company, registrant 
of SMOKENE for a condiment made from smokehouse treated navy beans 
with added condensed wood smoke and salt, used for flavoring stews, hash, 
gravies and the like. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 


1. Reg. No. 398,806, issued to a predecessor on Nov. 24, 1942, published in accord- 
ance with Sec. 12(c) on Sept. 14, 1954. 
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The records show that, since 1942, opposer has used SMOKENE as a 
trademark for a smoke flavored seasoning, and since 1947, applicant has 
used SMOKELLE as a trademark for a smoke flavored cheese. The products 
are sold in the same types of retail outlets to the same average purchasers, 
but cheese and seasoning are not likely to be associated in the minds of 
such purchasers as they buy under ordinary circumstances and conditions 
of purchase. 

It is apparent that the resemblance between the marks resides in the 
syllable SMOKE which, when applied to the respective products, conveys 
to purchasers the fact that the product is smoke-flavored. 

Giving due consideration to this fact, and considering the differences 
in the marks in their entireties and the differences in the goods, it is 
concluded that there is no likelihood of confusion of purchasers. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


THE SQUIRT COMPANY v. EVANS (THE SPRITE 
CORPORATION, assignee, substituted) 


Nos. 35,343 and 35,453 — Commissioner of Patents — September 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR NAMES 
Applicant seeks to register SPRITE for soft drink and registration is opposed 
by owner of registrations for SQUIRT for grapefruit flavored beverage and the 
opposition is dismissed since the marks do not look alike and have different meanings. 


Opposition proceedings by The Squirt Company v. T. C. Evans (The 
Sprite Corporation, assignee, substituted), applications Serial Nos. 681,501 
and 681,502, filed February 11, 1955. Opposer appeals from decision of 
Examiner of Interferences dismissing oppositions. Affirmed. 


Vernon D. Beehler and Beehler & Shanahan, of Los Angeles, California, 
for The Squirt Company. 
Julius R. Lunsford, Jr., of Atlanta, Georgia, for The Sprite Corporation. 


Feperico, Examiner in Chief. 

These are appeals by the opposer from the decision of the Examiner 
of Interferences dismissing oppositions against two applications filed by 
the same applicant. 

Application Serial No. 681,501, involved in Opposition No. 35,343, 
seeks to register the word SPRITE, and application Serial No. 681,502, in- 
volved in Opposition No. 35,453, discloses the same word in an oval opening 
in a field of diagonal stripes. Both applications recite “non-alcoholic, 
maltless soft drinks, namely, fruit flavored drinks, root beer and ginger 
ale” as the goods on which the mark is used. The applications were filed 
on February 11, 1955, and use since January 25, 1955 is asserted. The 
applicant took no testimony, but bottles in which its goods are sold were 
introduced during the taking of opposer’s testimony. 
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The opposition is based upon prior use of marks comprising or includ- 
ing the word squirt and ownership of a number of prior registrations 
for or including this word. 

Opposer is prior and the only issue involved is whether the use by 
the applicant of its marks on the goods specified would be likely to cause 
confusion or mistake or deceive purchasers. 

Opposer manufacturers a grapefruit flavored concentrate which is 
distributed to bottlers for making a carbonated soft drink and the testi- 
mony shows that the goods are widely distributed and advertised. 
Opposer’s principal product is the grapefruit flavor and, while other flavors 
have been made, Squirt has been used only for the grapefruit flavor. 

Opposer’s registrations include three (numbers 528,806; 410,117; and 
388,777) for the word squirt alone, in various styles of typography. Regis- 
tration 396,177 discloses only the phrase JUST CALL ME SQUIRT. Registration 
367,659 discloses the word SQUIRT superimposed over the representation of 
a large splash and registration 397,551 discloses the word sQuirT with the 
picture of a grapefruit with a spoon inserted therein and a squirt of juice 
emerging from the grapefruit. In the last two registrations mentioned the 
goods are recited as “non-alecohol grapefruit drink and base and syrups 
and extracts for making same” which are also specified in one of the other 
registrations, while in the others grapefruit is not mentioned. In addition, 
registration 401,117 discloses only the picture of a small boy. 

Opposer’s beverage is principally sold in green bottles bearing the 
word squirt alone in two places about the neck of the bottle and squirt 
in larger red letters superimposed over a large yellow splash on the body. 
On the other side of the bottle there is a representation of a small boy 
and the phrase “Switch to Squirt/Never an After-Thirst.” 

The opposer’s position is that there is such similarity in sound and 
appearance between the words SPRITE and SQUIRT, and that sprite suggests 
squirt, so that when used on substantially the same goods there would be 
likelihood of confusion. 

The examiner held that the words SPRITE and sQuirt do not look much 
alike and that though there is some similarity in sound, in that each begins 
with an “s’” sound and ends with a “t” sound, each mark has its own 
distinctive sound and connotation, which is dissimilar from the other. 
Both words are readily distinguishable in meaning. The word “sprite” 
usually refers to an elf, fairy, or goblin, or to a spirit, ete. The word 
“squirt” has a number of meanings and, while it is used colloquially to 
refer to an impudent youth, it has the primary meaning of ejecting liquid 
in a thin spurt and other meanings derived from this one. Applied to a 
grapefruit drink the term is obviously intended to refer to the propensity 
of grapefruit to squirt a stream of juice when jabbed with a spoon, and 
this connotation is intended by opposer in displaying the word over a 
splash and in the registration which illustrates a grapefruit squirting a 
stream of juice. The examiner held that in his opinion the marks differed 
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to such an extent that there would be no likelihood of confusion and I am 
constrained to agree with the examiner. 

Opposer urges a connotation between the figure of the small boy which 
it uses and the word SPRITE, indicating that the boy could be called an elf 
or fairy and would suggest a sprite, and states “If the applicant is allowed 
to register the mark SPRITE, then it is practically inevitable that a sprite 
will eventually appear in the applicant’s advertising, and when that occurs, 
children, who constitute an important segment of the purchasing public 
for soft drinks, will be confused by the two words, each associated with a 
fantastic little creature.”’ There is no figure in the marks sought to be 
registered, nor on the bottles used by applicant, which are wholly dis- 
similar from opposer’s bottles in design; nor is there any evidence or sug- 
gestion that applicant uses any figure. The present case could hardly be 
decided on the speculation that applicant might use an additional mark, 
confusingly similar to the figure, in the future. There is only the argument 
that opposer’s figure connotes a sprite. There is no indication that it has 
been referred to as a sprite, or even an elf or fairy, by the consumers. 
While opposer’s witness referred to the figure as “the little squirt,” it does 
not appear that it has actually acquired this designation; in any event, 
the association of sQuIRT with grapefruit is so apt and powerful that any 
association of the word with the figure would be wholly submerged. The 
figure is that of a small boy, who may indeed be said to have an impish 
(mischievous) look, but the vague possibility that some “erudite con- 
sumers” (as opposer’s brief refers to them) might go through several steps 
and think of the word “sprite” in connection therewith is too speculative 
and remote to have any serious bearing. 

Opposer also alleges error in the denial of a motion to reopen to take 
testimony to determine whether or not sPRITE was selected “with knowledge 
of and intention to use its similarity to opposer’s mark.” The examiner 
held that the evidence which opposer sought to introduce was not material 
to the inter partes issue in these cases, and no error is found in the exam- 
iner’s ruling. 

The attention of the Examiner of Trademarks is called to the recom- 
mendation of the Examiner of Interferences that the applications be re- 
examined in the light of certain facts relating to applicant’s first use of 
the mark, which recommendation is repeated. 

The decision of the Examiner of Interferences dismissing each of the 
oppositions is affirmed. 





